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Opi ni on by Hairston, Adm nistrative Trademark Judge:

The Caregivers Advisory Panel, Inc. has appeal ed from
the final refusal of the Trademark Exam ning Attorney to
regi ster THE CAREG VERS ADVI SORY PANEL as a tradenmark for
“marketing research services in the nmedical products and

nl

servi ces business. Regi stration has been finally refused

! Application Serial No. 76/136,363, filed Septenber 27, 2000,
and asserting first use anywhere and first use in conmmerce on
June 2, 2000.



Ser No. 76/136, 363

pursuant to Section 2(e)(1l) of the Trademark Act,
81052(e)(1), on the ground that applicant’s mark is nerely
descriptive of the identified services.

Applicant and the Exam ning Attorney have filed appea
briefs. No oral hearing was requested.

Before turning to the nerits of this case, we nust
consider a prelimnary matter. Applicant, for the first
time with its brief on appeal, submtted printouts of
certain pages fromits web site and contends that such
evi dence establishes that its mark has acquired secondary
meani ng. Applicant, however, did not anend its application
to seek registration under the provisions of Section 2(f)
during the prosecution of the application. Mreover, as
noted by the Exami ning Attorney, this evidence is untinely
because Trademark Rule 2.142(d) requires that the record in
an application be conplete prior to appeal. Under the
ci rcunst ances, we have given no consideration to the
printouts and applicant’s argunent with respect to
secondary neaning. Thus, the only issue before us on
appeal is nere descriptiveness.

I n support of his position that THE CAREGQ VERS
ADVI SORY PANEL is nerely descriptive of “marketing research

services in the nmedical products and services business”,
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t he Exami ning Attorney has pointed to applicant’s specinmens
whi ch contain the follow ng statenent:

The Caregivers Advisory Panel is a national panel

of famly caregivers who provide information about

t heir needs, wants and opi ni ons.

Al so, the Exam ning Attorney points to the m ssion

statement at applicant’s web site:

- The purpose of the TCAP is to assenble a | arge
body of know edge from caregivers to advi se
heal th care manufacturers and service providers
as well as policy nakers...

- Unlike one individual survey, a dedicated pane
of famly caregivers provides an ongoi ng resource
of knowl edge, insight and wi sdom
The Exam ning Attorney also nade of record dictionary
definitions of the words “caregiver,” *“advisory,” and
“panel ;" and copies of third-party registrations for marks
t hat include a disclainmer of the word “panel” or
“advisory”. Based on the foregoing evidence, the Exam ni ng
Attorney concludes that THE CAREG VERS ADVI SORY PANEL i s
merely descriptive of the identified services because “[it]
i ndi cates that the applicant is a[n] advisory panel of
caregivers.” (Final office action, p. 3).
Applicant, in urging reversal of the refusal to
regi ster, concedes that the individual words “caregivers,”

“advi sory,” and “panel” have descriptive significance as

used in connection wth applicant’s services. Nonethel ess,
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applicant contends that the conmbi ned phrase THE CAREGQ VERS
ADVI SORY PANEL is incongruous because applicant’s services
are not directed to caregivers thenselves, but rather to
conpani es whi ch serve caregivers. Thus, according to
applicant, its mark is at nost suggestive of its services.
The Exami ning Attorney bears the burden of show ng
that a mark is nerely descriptive of the rel evant goods or
services. Inre Merrill Lynch, Pierce, Fenner, and Smth
Inc., 828 F.2d 1567, 4 USPQRd 1141, 1143 (Fed. C r. 1987).
A mark is considered to be nmerely descriptive of goods or
services, wthin the nmeaning of Section 2(e)(1) of the
Trademark Act, if it imrediately describes an ingredient,
quality, characteristic or feature thereof or if it
directly conveys information regarding the nature,
function, purpose or use of the goods or services. 1In re
Abcor Devel opnment Corp., 588 F.2d 811, 200 USPQ 215, 217-18
(CCPA 1978). It is not necessary that a mark descri be al
of the properties or functions of the goods or services in
order for it to be considered to be nerely descriptive
thereof; rather it is sufficient if the mark describes a
significant attribute or idea about them Moreover,
whether a mark is nerely descriptive is determned not in
the abstract, but in relation to the goods or services for

whi ch registration is sought, the context in which it is
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bei ng used on or in connection with those goods or services
and the possible significance that the mark woul d have to

t he average purchaser of the goods or services because of
the manner of its use. 1In re Bright-Crest, Ltd., 204 USPQ
591, 593 (TTAB 1979).

On the other hand, a mark i s suggestive if, when the
goods or services are encountered under the mark, a
nmul ti stage reasoni ng process, or the utilization of
i magi nati on, thought or perception, is required in order to
determ ne what attributes of the goods or services the mark
indicates. In re Abcor Devel opment Corp., supra at 218.

As has often been stated, there is a thin |line of

demar cati on between a suggestive mark and a nerely
descriptive one, with the determ nation of into which
category a mark falls frequently being a difficult matter
i nvol ving a good neasure of subjective judgnent. 1In re
At avi o, 25 USPQ2d 1361 (TTAB 1992) and In re TMS Corp. of
the Anericas, 200 USPQ 57, 58 (TTAB 1978).

In the present case, we find that the Exam ning
Attorney has not established that, when applied to
applicant’s services, the phrase THE CAREGQ VERS ADVI SORY
PANEL directly conveys information about the nature of the
services. W believe that sone nental processing would be

required for prospective custonmers of applicant’s services
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to readily perceive the nerely descriptive significance of
THE CAREG VERS ADVI SORY PANEL as it pertains to marketing
research services in the nedical products and services

busi ness. Applicant concedes that the individual words
that conprise applicant’s mark have descriptive
significance when used in connection with the services.
However, considering the mark as a whole, we find that the
conbi nation of the words in the mark herein results in
certain anbiguities such that no single neaning for the
phrase is imedi ately apparent. See In re Recovery, Inc.,
196 USPQ 830 (TTAB 1977)[Board reversed refusal to register
RECOVERY for group therapy and self-help aftercare services
because term “appears, at first blush, to possess a
descriptive significance” but requires nental processing to
expl ain significance].

As we see fromthe specinens of record, applicant has
two cl asses of custonmers. One class of custoners are
caregivers who will join applicant’s organization and, in
return for participating in surveys and research, receive
benefits in the nature of hone health equi pnent for
testing, cash and awards. The other class of custoners are
conpani es/ organi zati ons whi ch manufacture nedi cal products
and provide other services to caregivers. These

conpani es/ organi zati ons do not join applicant as such, but
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rather, work with applicant to arrange for the distribution
of products or services, presumably for purposes of getting
assessnents from applicant’ s nenbers.

Applicant’s mark THE CAREG VERS ADVI SOCRY PANEL has
potentially different connotations to these classes of
custoners, and is therefore anbi guous when used in
connection wth “marketing research services in the nedical
products and services business.” To caregivers, the nmark
may connote that applicant’s marketing research services
are designed to assist themin the selection of honme health
products and services. To conpanies and organi zations
whi ch manuf acture products and provide other services to
caregivers, the mark may connote that applicant’s marketing
research services are designed to aid themin the
devel opnment of their products and services. In view of the
anbi guous nature of applicant’s mark, we find that it is
not nmerely descriptive of the identified services.

Finally, we recognize that we nust resol ve what ever
doubt we may have regarding the nmerely descriptive
character of the mark in favor of applicant and the mark
shoul d be published for opposition. In re Rank
Organi zation Ltd., 222 USPQ 324, 326 (TTAB 1984) and cases

cited therein.
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Deci sion: The refusal to register under Section

2(e) (1) of the Act is reversed.

Bottorff, Adm nistrative Trademark Judge, dissenting:

| do not agree with the majority’ s concl usion that
applicant’s mark is not nerely descriptive of the services
recited in the application. Applicant’s market research
services are rendered by nmeans of, or utilize, an advisory
panel made up of caregivers, i.e., a caregivers advisory
panel. Applicant’s mark directly and i mmedi ately descri bes
this significant feature or characteristic of applicant’s
services. | see no anbiguity. Accordingly, |I would affirm

the refusal to register.



