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Opi nion by Cissel, Admnistrative Trademark Judge:

On Septenber 22, 2000, applicant, a Del aware
corporation, filed the above-referenced application to
regi ster the mark “BrandedContent” on the Principal
Regi ster for services which the application described as
follows: “applicant creates a digitally stored body of
content — words, images and sound — to serve the marketing

comuni cati ons purposes of a specific brand or group of
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brands. The service incl udes establishing which body of
content is appropriate for a brand or group of brands;
overseeing the creation and editing of the content, storing
the content digitally; preparing the content for
publication in any nmedium traditional or interactive; and
distributing the content in any form including the form
specifically requested by the custoner.” Applicant clained
first use of the mark in connection with its services on
Septenber 1, 2000, and first use of it in comrerce in
connection with the services on the sanme day.

In addition to finding that the recitation of services
and the specinen of use were unacceptable, the Exam ning
Attorney refused registration under Section 2(e)(1) of the
Lanham Act, 15 U. S.C. 1052(e)(1), on the ground that the
mark is nerely descriptive of the services set forth in the
application. 1In support of the refusal to register, she
submtted the results of a search she conducted of the
Lexi s Nexi s database of publications. Included were a
nunber of exanples of the term “branded content” used in
connection with information provided on websites by
sponsors. Exanpl es include the foll ow ng:

“Consi der the e-book as a newtechnol ogy channel of

distribution for all kinds of branded content.” Forbes,
Sept enber 18, 2000.
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“As a start-up Internet-based branded content creation,
production, distribution and marketing conpany, we're
really the Disney of the 21% century.” August 21, 2000
edition of the Los Angel es Busi ness Journal.

“KnowHow I nc., an Eden Prairie publisher of branded,
authoritative content in the online |earning marketplace..”
February 4, 2000 edition of Ctibusiness.

“Time Warner, for its part, had failed to inplement a

vi abl e Net strategy, despite the advantages of unique
branded content, nultiple routes to market and broadband
delivery.” January 27, 2000 edition of WMarketing Wek.

My viewis that the concept is consistent with one of

Di sney’s core strengths, which is marketing branded
content,’ he said.” Septenber 14, 1997 edition of the San
Di ego Uni on-Tri bune

and

“Qur strategy is to use branded content of the highest
quality, to nmake full use of all the programm ng groups at
ABC..” May 13, 1995 edition of Billboard.

Applicant responded to the first O fice Action by
anendi ng the recitation of services in the application to
read as follows: “preparing print, audio and visual
presentations for use in advertising nane brand products,
in International Cass 35; and dat abase devel opnent
servi ces, nanely devel opnent of databases which serve the
mar ket i ng communi cations of a specific brand or group of
brands, in International C ass 42.”

Applicant argued that the refusal to regi ster under

Section 2(e)(1) of the Act was not well taken because

“BrandedContent” is “arbitrary and fanciful,” rather than
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nerely descriptive of applicant’s services. Applicant
provided long lists of what it argued were registered marks
whi ch consist of or include the word “brand” or the word
“content,” and argued that the search which the Exam ning
Attorney conducted which resulted i n the above-referenced
excerpts was prem sed on “faulty methodol ogy.”

The Exam ning Attorney was not persuaded by the
argunents of applicant. She accepted the anmendnent to the
recitation of services, but made final the refusal to
regi ster under Section 2(e)(1l) of the Act. She found the
speci nens of record to be proper for Cass 35, but
mai nt ai ned and made final the requirenment for acceptable
speci nens showi ng use of the mark in connection with the
services in Cass 42.

| ncl uded as additional support of the refusal were
nore excerpts from published articles referring to “branded
content.” The March 13, 2001 edition of the San Jose

Mercury News, for exanple, noted that “[a]dvertising types

say consumers can expect to see a lot nore of this

adverti ser-produced entertai nnent, which they call ‘branded
content.’” The June 26, 2000 edition of Newsbhytes stated

that “Asiaconent.conf is “an Asian |Internet conpany
i ntegrating branded content sites, Internet advertising and

e-commerce services.” In addition to the excerpted
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articles, the Exam ning Attorney submtted copies of pages
fromvarious websites wherein different businesses pronoted
their services of creating or presenting branded content on
I nternet websites. "Ask Jeeves,” for exanple, lists
"Branded Content"” as one of the features of its advertising
services, and states that "Branded Content provides Ask
Jeeves users with engagi ng, relevant content about your
brand at the noment they are in the nost appropriate

m ndset: when they're asking a related question.” Another
website features informati on about health care pronotiona
strategies. Under the heading of "Branded Content/Featured

Sponsor,"” it states that "[b]randed content is an excell ent
means of online sponsorship. It gives the sponsor an
opportunity to provide the necessary product or service to
t he consunmer while linking their name to that product or
service. "

Appl i cant responded by making of record a nunber of
the third-party registrations it had listed in response to
the first Ofice Action, and asking the Exam ning Attorney
to consider applicant’s argunents on the issue of nere
descriptiveness in |light of such registrations. Applicant
simul taneously filed a Notice of Appeal and its Appeal

Brief. The appeal was instituted by the Board, but action

on it was suspended and the application was renanded to the
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Exam ning Attorney for consideration of the third-party
regi strations. She was not persuaded thereby to w thdraw
the refusal to register or the requirenent for specinens
for Cass 42, so the file was returned to the Board for
resunption of action on the appeal.

In applicant's brief and in the Notice of Appeal,
applicant states that in view of the acceptability of its
speci nens for the Cass 35 services, applicant is choosing
to proceed only as to that class. The fee to appeal as to
only one class of services was submitted. |In view of
applicant's actions, we deemthe application to have been
amended to delete reference to the services in Cass 42.
Thi s makes the requirenent for proper speci nens for that
cl ass a noot issue.

Thi s appeal goes forward, then, only on the question
of whether applicant’s slightly stylized presentation of
the term"BrandedContent” is nmerely descriptive of
applicant’s service of "preparing print, audio and vi sual
presentations for use in advertising nane brand products.”

The test for determ ning whether a mark is nerely
descriptive of services within the neaning of Section
2(e)(1) of Lanham Act is well settled. Under this section,
a mark is unregistrable if it describes with particularity

a characteristic, feature, function or purpose of the
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services. Inre MetPath Inc., 223 USPQ 88 (TTAB 1984); In
re Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979). This
determ nation is nade by considering the mark in relation
to the services specified in the application, rather than
by considering the mark in the abstract. In re Abcor

Devel opnent Corp., 588 F.2d 811, 200 USPQ 215 (CCPA 1978).
Conmbi ni ng two descriptive words w thout spaces between them
will not result in a mark which is registrable unless the
conbi nation thus fornmed yields a termwhich is not nerely
descriptive in connection with the services with which it
is used. In re Associated Theater Cubs Co., 9 USPQRd 1660
(TTAB 1986) .

In the case before us, the record supports the refusal
to register. The mark "BrandedContent," as shown in the
drawi ng submtted with the application, is nerely
descriptive of preparing presentations for advertising name
brand products because the mark identifies a significant
feature or characteristic of applicant’s services, nanely
that applicant's clients use the presentations that
appl i cant prepares as branded content for advertising their
name brand products.

The conputer dictionary definition submtted by the
Exam ning Attorney denonstrates that the word “content” is

used to refer to “information or text provided by a
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publ i sher that is useful or of interest to a user.” The
record establishes that the term "branded content” is used
inthe field of advertising and marketing to refer to the
mar keti ng techni que of associating a particular brand nane
for products or services with content which relates to the
products or services in order to sell such products or
services. A seller of pet foods nmay, for exanple, sponsor
a website about dogs and cats wherein information is

provi ded on subjects such as how to select a famly pet,
how t o housebreak such an animal, what to feed it and how
to find a veterinarian. The information provided on such a
website is known as "content.” Along wth making such
content avail able, the business sponsoring a website
presents its brand nane so that visitors to the website
associ ate that brand with the relevant information or
products and wi |l know about the brand and purchase the
goods or services sold under it.

The record is very clear that such content, when it is
associated with a brand, is called "branded content."” The
presentations that applicant prepares for use in
advertising name brand products becone branded content when
brand nanes are used in association with it. As applicant
stated in its original recitation of services, "applicant

creates a digitally stored body of content... to serve the
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mar ket i ng conmruni cati ons purposes of a specific brand or
group of brands."” Applicant’s services include "preparing
the content for publication in any nedium traditional or
interactive."” Applicant prepares content for its clients,
and when such content is linked to a client’s brand, it is
known as "branded content."

Applicant’s criticismof the search nethodol ogy the
Exam ning Attorney enployed in order to retrieve the
publication excerpts quoted above is unwarranted. How the
Exam ning Attorney |ocated these exanples of use of the
term "branded content” is not relevant to the issue of the
nmeani ng of the termin question.

In a simlar sense, that other businesses have
regi stered marks which include variations on the word
"brand" or on the word "content” is not determ native of
the issue before us, i.e., whether "BrandedContent" is
nmerely descriptive in connection with the services recited
in this application.

Because the term describes a significant feature or
characteristic of applicant’s services, it is unregistrable
under Section 2(e)(1) of Lanham Act. Presenting this
descriptive termw th no space between the two words does
not result in a termwthout a descriptive connotation in

connection with these services. To the contrary, the
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descriptive significance of "branded content” is not
altered by presenting the termas "BrandedContent."
DECI SION:  The refusal to register under Section

2(e) (1) of the Act is affirned.
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