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Trademar k Judges.

Opi nion by Simrs, Adm nistrative Trademark Judge:

Thonmson Multinedia Inc. (applicant), a Del aware
corporation, by change of nanme from Thonmson Consumner
El ectronics, Inc., has appealed fromthe final refusal of
t he Trademark Exami ning Attorney to register the mark

SECURI TY. TV for the follow ng amended description of goods

1 On January 29, 2001, the change of nane was recorded in this
Ofice at Reel 2222 Frame 0402.
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and services: television receivers used in hone security
systens, in Class 9; and hone security services, nanely,
monitoring and controlling hone security systens, in C ass
42.? The Exanining Attorney has refused registration under
Section 2(e)(1) of the Act, 15 USC 81052(e)(1), arguing
that the mark is nmerely descriptive of applicant’s goods
and services. Applicant and the Exam ni ng Attorney have
submitted briefs but no oral hearing was requested.?

We affirm

This case has had a relatively |ong procedural
history. In the first refusal, the original Exam ning
Attorney found that applicant’s mark was merely descriptive
because the mark identified the subject matter of
applicant’s goods and the purpose of applicant’s services.
Then, in the next O fice action, the Exam ning Attorney
made this refusal final, arguing that each part of

applicant’s mark was descriptive of a feature or

2Application Serial No. 75/584,716, filed Novermber 9, 1998, based
upon applicant’s allegation of a bona fide intention to use the
mark in conmerce.

®I't is noted that the Exanminer Attorney's brief inthis fileis
sinply a copy of the brief in a conpanion application, Serial No.
75/ 584,718, for the mark E-MAIL. TV. Apparently this copy was
placed in the file in error. It is clear that applicant, who

di scussed the Exami ning Attorney's argunents with respect to the
SECURI TY. TV mark in its reply brief, received the correct brief.
Accordingly, the actual brief for the SECURI TY. TV nmark has now
been placed in this file, and it is this brief which we have
consi dered in rendering our decision herein.
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characteristic of applicant’s goods and services in that
applicant’s mark consisted of the highly descriptive term
“SECURI TY” with the descriptive term*“TV'. Applicant then
filed its initial appeal brief arguing that its mark has
“Incongruity” because of the presence of the “dot” in its
mar k.

The pervasive presence of the internet in
virtually all of today’s advertising has

i nundated the public’s vernacular so that a
high | evel of sensitivity has energed to
wor ds and expressions that include the
internet “dot.” The word i medi ately
conjures up a variety of thoughts in the

m nds of consuners, fromon-Iine shopping,
to ready access to information on a variety
of subjects, to bill paying, to trading
stocks and bonds. The nultitude of
activities and functions that can be
accommodat ed and perforned over the internet
provi des an al nost endl ess pal ate of choices
for the consuner. Because of this variety
of choices, and the capabilities of

i nternet-based functions which grow each
day, consuners do not readily know or
appreci ate what features or functions are
performed by trademarks or nanes that

i nclude the internet “dot.”...

As descri bed above, the mark
SECURI TY. TV i s suggestive of an internet
domai n name. The “dot tv” is the top |evel
dormain nanme for the country of Tuvalu, but
the mark is not intended to describe a
domai n nane for Tuvalu. The mark therefore
has a doubl e neani ng; one that suggests a
country specific domain nane, and one that
suggests sone rel ationship between the terns
“security” and “tv.”

Appeal brief, 3, 4.
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After the filing of this appeal brief, a new Exam ning
Attorney requested remand in order to supplenent the record
with additional evidence. The Board granted that request
and the Exam ning Attorney issued a new refusal. In that
refusal, the Exam ning Attorney held that applicant’s mark
was nerely descriptive because it consisted of the
descriptive term“SECURITY,” which is assertedly
descriptive of applicant’s security-rel ated goods and
services, and the top |level domain (TLD)“.TV'. The
Exam ning Attorney referred to Exam nation Guide 2-99, in
effect at that tinme, which instructed Exam ning Attorneys
to refuse registration if the mark is conposed of a nerely
descriptive termconbined with a TLD. The Exam CGui de not ed
that a TLD is perceived as part of an Internet address and
does not add any source-identifying significance to the
mar k. The Examining Attorney also submitted the foll ow ng
information from Tech Encycl opedi a, obtained fromthe
| nt er net:

(dot TV Cor poration, Pasadena, CA, ww.tvV)
The registrar for Internet addresses that
end in .tv. The .tv top |level domain is the
country code for the Pacific island of
Tuval u, which has approximately 10, 000

i nhabitants. For granting exclusive
registration rights to dotTV, Tuvalu
receives part of the proceeds from
registration fees. dotTV provides an

auction for bidding on nanes, and the
W nni ng bid beconmes the registration fee for
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two years, which is increased in subsequent
years.

The Exami ning Attorney al so submtted a copy of the Wb
page site where one may register .tv domain nanes, as well
as an article fromthe Internet (retrieved in January 2001)
expl ai ning how the TLD .tv canme to be.

COUNTRY FOR SALE

..The noney cane as a result of a contract
with a California conpany called Dot TV,
which had a different sort of dream from
that of the people of Tuvalu. The idea was
to sell to the public what they consider to
be prine real estate on the Wrld Wde Wb
Web addresses that end in “.tv”.

But to do that required nmaking a dea
wi th Hon. lonatana and his country, for they
were the ones who were | ucky enough to be
assigned “.tv” when domai n nanes were
assigned to countries back in 1991. They
agreed to license the nane in exchange for
an equity stake in the conpany and roughly
$50 million over the next decade...

..Though he won’t give specific nunbers about
t he nunber of domain nanes registered to
date, Kerner said he's been amazed at how
qui ckly the conmpany has grown since

| aunching last April, how global the reach
has been, and how vast an array of

busi nesses have regi stered namnes.

“Real estate, retailers, and banks have
been anong our top registrants,” he said.
The notion is that as broadband opens up a
new worl d for stream ng nedia on the Wb,
nore conpanies wll want to have the Dot TV
domain as their online presence.

The Exam ning Attorney also attached a copy of Exam CGui de
2-99 indicating that, with respect to country code TLDs,

each country determ nes who may use its code, and that,
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whil e some countries require that users of their code be
citizens or have sone association with the country, other
countries do not.

The Examining Attorney eventually issued a fina
refusal under Section 2(e)(1).

In his brief, the Exam ning Attorney continues to
argue that “SECURI TY” nerely describes a feature of
applicant’s goods and services and, relying upon In re
Cyber Fi nanci al . Net, Inc., 65 USPQ2d 1789 (TTAB
2002) (hol di ng BONDS. COMt 0 be generic for certain services
avail abl e over the Internet), that the TLD “. TV’ does not
serve a source-indicating function but nerely indicates an
address on the Wrld Wde Web.

Applicant, on the other hand, while agreeing that the
mere addition of a TLD such as “.conf to a term may not by
itself convey any added significance, argues that the “. TV’
portion of its mark does not fall within this category of
wel | - known I nternet domain names. It is the applicant’s
position that the TLD “. TV’ in its mark nay suggest sone
connection to the Internet, but that it does not provide
nore than a nmere suggestion of what that connection could
be. This TLD, according to the applicant, is not a
“typical” TLD and should not be treated as such in

determining the registrability of a trademark. Applicant
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contends that consuners do not have a “well -founded
under standi ng” of the significance of “.tv’ as a TLD, that

“

the TLD “.tv” has a “relative unknown quality” and is “not

i mredi ately recogni zabl e by consuners as a TLD in the sane

manner that they would associate ‘.com or ‘.net’” with the
Internet. Applicant states that it is anticipated that its
services wll involve sonme formof interactive nonitoring
of a custoner’s hone via an Internet-based service.
Custonmers will be able to use their television sets to
comuni cate with the service provider to nonitor the status
of various systens in their hones, to provide instructions
for the operation of those systemand to report mnedica
energencies (applicant’s Response, filed July 30, 2001).

I n anot her Response, filed April 24, 2002, applicant
indicates that it is its intention to acquire the domain
name “security.tv” in order to “enhance its ability to

mar ket its goods and services” under the mark.

In addition to argunents nmade in applicant’s initial
appeal brief, applicant argues that its mark is only
suggesti ve because the presence of the “dot” in its mark
creates a nental pause in the mnds of consuners.

Appl i cant contends that its mark is nore than just a TLD

because “. TV’ has nore than one neaning to a consuner,

i ncludi ng both a suggestion that there is sone association
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with the Internet® as well as some association with
t el evi si on.

[ T] he mark SECURI TY. TV coul d suggest sone

security function that could be provided

through a television, or it could suggest

security services that are avail abl e over

the internet, or it could suggest a

tel evision that provided sone feature that

made it difficult to steal, or it could

suggest a tel evision that provides

protection against view ng undesirable

programm ng, or it could suggest a

television that could be used in a prison...
Applicant’s reply brief, 3. Applicant also nentions in its
reply brief, for the first time, such third-party
regi strations as ALUM Nl UM COM for brokerage of al um num
and commodity trading services, and CAFE. COM for restaurant
services. Applicant argues, therefore, that the Ofice
does pernit registration of words with TLDs.®

A termis considered to be nerely descriptive of goods

or services within the meani ng of Section 2(e)(1) if it
forthwith conveys information about a significant quality,
characteristic, feature, function, purpose or use of the
goods or services. See In re Gyulay, 820 F.2d 1216, 3
UsPd 1009, 1009-10 (Fed. Cr. 1987) and In re Abcor

Devel opnent Corp., 588 F.2d 811, 200 USPQ 215, 217-18 (CCPA

* Applicant does not argue that consuners will know that “.tv”
is the country code domain nane of Tuval u.

*Aside fromthe fact that applicant did not submt copies of

t hese registrations, new evidence attenpted to be nade of record
for the first time in an appeal brief is untimely. See Trademark
Rul e 2.142(d).
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1978). In this regard, it is not necessary that a term
describe all of the characteristics or functions of the
goods or services in order for it to be considered nerely
descriptive thereof. Rather, it is sufficient if the term
describes a significant attribute or quality about the
goods or services. Mreover, whether a termis nerely
descriptive is determ ned, not in the abstract, but in
relation to the goods or services for which registration is
sought, the context in which it is being used on or in
connection with the goods or services and the possible
significance that the termmy have to the average

pur chaser of the goods or services because of the manner of
its use. Inre Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB
1979). Therefore, "[w hether consuners coul d guess what
the product [or service] is fromconsideration of the mark
alone is not the test.” In re Arerican Geetings Corp.,
226 USPQ 365, 366 (TTAB 1985).

On the other hand, a mark is suggestive if, when the
mark is used on or in connection with the goods or
services, a nmulti-stage reasoni ng process, or inmgination,
t hought or perception is required in order to determ ne the
attributes or characteristics of the goods or services
of fered under the mark. In re Abcor Devel opment Corp.

supra at 218, and In re Mayer-Beaton Corp., 223 USPQ 1347,
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1349 (TTAB 1984). W have often stated that there is a
thin line of demarcation between a suggestive mark and a
merely descriptive one, with the determ nation of which
category a mark falls into frequently involving subjective
judgnment. See In re Atavio, 25 USPQ2d 1361 (TTAB 1992) and
In re TM5S Corp. of the Americas, 200 USPQ 57, 58 (TTAB
1978).

In evaluating the registrability of applicant’s nark,
we note what Section 1209.03(m of Trademark Manual of
Exani ni ng Procedure (3% ed. Rev June 2003) states
concerning the registrability of descriptive or generic
terms with domai n nanes:

| nternet domai n nanes rai se sone uni que
trademark issues. A mark conprised of an
I nternet domain nane is registrable as a
trademark or service mark only if it
functions as an identifier of the source of
goods or services. Portions of the uniform
resource |ocator (URL) including the
begi nning, (“http://ww.”) and the top |evel
| nternet domain nanme (TLD) (e.g., “.com”
“.org,” “.edu,”) function to indicate an
address on the Wrld Wde Wb, and therefore
generally serve no source-indicating
function. See TMEP 881215 et seq. regarding
mar ks conpri si ng domain names. TLDs may
al so signify abbreviations for the type of
entity for whom use of the cyberspace has
been reserved. For exanple, the TLD “. cont
signifies to the public that the user of the
domai n nanme constitutes a comercial entity.
In re Martin Container, Inc., 65 USPQd
1058, 1060-1061 (TTAB 2002) ("[T]o the
average customer seeking to buy or rent
cont ai ners, "CONTAI NER. COM' woul d

10



Seri al

No. 75/584,716

i medi ately indicate a commercial web site
on the Internet which provides
containers.") ...

If a proposed mark includes a TLD such
as “.conmt, “.biz”, “.info”, the exam ning
attorney shoul d present evidence that the
termis a TLD, and, if avail able, evidence
of the significance of the TLD as an

abbreviation (e.g. “.edu” signifies an
educational institution, “.biz” signifies a
busi ness).

Because TLDs generally serve no source-
i ndi cating function, their addition to an
ot herwi se unregistrable mark typically
cannot render it registrable. In re
Cyber Financial . Net, Inc., 65 USPQ2d 1789,
1792 (TTAB 2002) ("Applicant seeks to
regi ster the generic term'bonds,' which has
no source-identifying significance in
connection with applicant's services, in
conmbi nation with the top | evel domain
i ndi cator ".com" which al so has no
source-identifying significance. And
conbining the two terns does not create a
term capabl e of identifying and
di stingui shing applicant's services."); In
re Martin Container, 65 USPQd at 1061
("[NJeither the generic termnor the donain
i ndi cator has the capability of functioning
as an indication of source, and conbini ng
the two does not result in a conpound term
t hat has sonehow acquired this
capability.")... For exanple, if a proposed
mark i s conposed of nerely descriptive
terms) conmbined with a TLD, the exam ning
attorney nust refuse registration on the
Princi pal Register under Trademark Act
82(e)(1), 15 U.S.C. 81052(e)(1), on the
ground that the mark is nerely descriptive.
See TMEP 8§1215. 04.

Simlarly, if a proposed mark is
conposed of generic term(s) for the
applicant’s goods or services and a TLD, the
exam ni ng attorney nust refuse registration
on the ground that the mark is generic. See
TMEP 881209.01(c) (i) and 1215. 05.

11
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Section 1215.04, referred to in this section, provides:

|f a proposed mark is conposed of a
nmerely descriptive ternm(s) conbined with a
TLD, the exam ning attorney shoul d refuse
regi stration under Trademark Act 82(e)(1),
15 U. S.C. 81052(e)(1), on the ground that
the mark is nmerely descriptive. This
applies to trademarks, service marks,
collective marks and certification marks.

Exanple: The mark is SOFT. COM f or
facial tissues. The exam ning attorney nust
refuse registration under 82(e)(1).

Exanpl e:  The mark is NATI ONAL
BOOK QUTLET. COM for retail book store
services. The exam ning attorney nust
refuse registration under 82(e)(1).

The TLD will be perceived as part of an
| nt ernet address, and does not add source
identifying significance to the conposite
mark. In re CyberFinancial.Net, Inc., 65
UsP@d 1789, 1792 (TTAB 2002) ("The public
woul d not understand BONDS. COMt 0 have any
meani ng apart fromthe nmeaning of the
i ndi vidual ternms conbined"); In re Martin
Cont ai ner, Inc., 65 USPQRd 1058, 1060 (TTAB
2002) ("[T]o the average custoner seeking to
buy or rent containers, "CONTAI NER COM
woul d i medi ately indicate a commercial web
site on the Internet which provides
contai ners.") ...

Upon careful consideration of this record and the
argunents of the attorneys, we agree with the Exam ni ng
Attorney that applicant’s mark used in connection with
tel evision receivers incorporated i nto hone security
systens as well as home security services is nerely

descriptive of those goods and services available at a

12



Serial No. 75/584,716

.tv’ Web site. First, the word “SECURI TY’” has obvi ous
descriptive significance in connection with hone security
systens and hone security services. This term coupled
with the TLD “. TV’, which is nothing nore than a recently
avai |l abl e Wb address (through an arrangenent with the
country of Tuvalu) maintains its descriptive significance
for applicant’s home security systens and hone security

services available on the Internet at the “.tv’ Wb
addr ess.
Wi |l e applicant has argued that its asserted mark nay
have a variety of connotations, including that of a
tel evision that protects agai nst undesirabl e programm ng or
one used in a prison, as noted above we nust anal yze
applicant’s mark as used or intended to be used with its
speci fied goods and services. Wen so viewed, we concl ude
that applicant’s nmark nmerely describes a significant
feature or characteristic of its goods and services used in
the hone security field and that the TLD “. TV’, indicative
of an Internet address, does not detract fromthat
descriptive significance. See In re CyberFinancial . Net,
Inc., supra, and In re Martin Container, Inc., supra.
Finally, applicant argues in a Response (filed July

30, 2001, 3) that it is possible to register a descriptive

word with an Internet TLD which “add[s] a new or

13
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unantici pated neaning.” Applicant posits, for exanple, the
hypot heti cal mark FI SHI NG NET for “a sporting goods store
that outfits fishernmen.” First, assum ng that FlISH NG COM
were nerely descriptive of a service offered over the
Internet of pronoting or selling goods for the sport of
fishing, it is not at all certain to us that the

hypot heti cal mark FI SHI NG NET woul d not be descriptive

nmerely because of the use of the TLD “.net” in the mark
rather than the TLD “.conf. But, even assun ng that

FI SHI NG NET were not nerely descriptive, that hypotheti cal
exanple, which is a play on words (that is, “fishing net”
and the hypot hetical Web address FI SHI NG NET), is

di stingui shable fromthis case. Either as an Internet
address offering hone security tel evision receivers and
home security services (which is, we believe, the manner

t hat nost consuners or users of applicant’s goods and
services wll perceive the mark) or sinply as

SECURI TY[.] TV, the “. TV’ portion of applicant’s mark i s not
a play on words but will be seen as the well-accepted
shorthand reference to “television,” which is a conponent
of applicant’s goods (television receivers used in hone
security systens) or a significant feature of its hone

security services. There will be no potential non-

descriptive significance inparted by this mark, even if not

14
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seen as an Internet address, as there nmight be in the
hypot heti cal exanpl e FI SH NG NET.

Decision: The refusal of registration is affirnmed.

Seeherman, Adm nistrative Trademark Judge, dissenting:

| respectfully dissent fromthe majority view that
SECURITY. TV is nerely descriptive of applicant's goods and
servi ces.

| agree with the majority that the word "security” in
applicant's mark is nmerely descriptive of its goods and
services. The goods are identified as tel evision receivers
used in hone security systens, and the services are
identified as home security services. Further, applicant
has acknow edged that its mark is to be used in connection
with a honme security system

However, applicant's mark is not SECURITY; rather, it
is SECURITY. TV, and | believe that the addition of ".TV"
suggests an additional neaning, such that the mark should
not be considered nerely descriptive.

As the majority notes, the present Exam ning Attorney
takes the position that the mark is nerely descriptive
because the word "SECURITY" is nerely descriptive, and the
addition of ".TV', which is a top | evel domai n nane

signifying the country of Tuval u, does not obviate the

15
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descriptive nature of this word. |n doing so, the
Exam ning Attorney has followed the instructions provided
in the Trademark Manual of Exam ning Procedure, which is
guoted at length in the mgjority opinion, and which, in
particul ar, states:

| f a proposed mark is conposed of a

merely descriptive tern(s) conbi ned

with a TLD, the exam ning attorney

shoul d refuse registration under

Trademark Act 82(e)(1), 15 U S.C

81052(e) (1), on the ground that the

mark is nerely descriptive.
Section 1215. 04.

However, as explained in TMEP Section 1215.04, the

principle behind the policy that the addition of a top
| evel domain to a descriptive termw Il not avoid a finding
of mere descriptiveness is that this el enent does not have
source-identifying significance to the public. Therefore,
the question that | think should be addressed is whether
the top I evel domain will be viewed only as part of an
i nternet address, or whether it has another significance to
the public. | agree that top | evel domains such as ".com"
".edu" and ".gov" are in such common use that the public
wll view these suffixes, when used as part of a mark,

nmerely as addresses, and will not accord them source-

indicating significance. 1In this sense, the top | eve

16
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domain is simlar to conpany terns such as "Inc." or "Ltd."
However, | do not believe that we should apply this policy
so forrmulaically that a top | evel domain should never be
consi dered i n gaugi ng consuner reaction to the mark. There
are top level domains that, in addition to their neaning as
| nt ernet addresses, have neani ngs because they are common

Engl i sh words or abbreviations. For exanple, the domain

name for Indiais ".in"; Italy is ".it" and Turkmenistan is
".tm" If the top level domain nane ".in" were conbined
with the term"dive" to formthe mark DIVE. IN for dive shop
services, | suggest that the mark as a whol e would not be
nmerely descriptive, despite the descriptiveness of the word
"dive." Rather, this is a situation in which a descriptive
termis conbined with a top | evel domain in a manner that
conveys a neani ng separate fromthat of the domain nane,
and therefore the top | evel domain woul d have source-

i ndi cating significance.

In the present case, the top level domain ".TV' has a
separate and readily recogni zed neaning that is different
fromthe top | evel domain signifying the country of Tuval u,
i.e., the nmeaning of "television.”™ Thus, | believe that

".TV'" in the mark SECURI TY. TV has source-indicating

significance, and that the consideration of whether the

17
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termis descriptive should not be nade on the basis of the
word SECURI TY al one.

The majority makes the comment that ".TV' is "a
recently avail able Web address (through an arrangenent with
the country of Tuvalu)." It should be noted that ".TV' has
been and remains the top | evel domain for the country of
Tuvalu. An article which is of record indicates that
Tuval u has recently entered into an arrangenent with a
private conpany to register domain nanmes wth this TLD
Al t hough this private conpany nay be registering ".TV'
domain nanmes, this TLD is not a new top | evel domai n nane,

such as the recently created TLDs ".info" and ".biz"; to be
clear, this is not a new donmai n nanme that has been

desi gnated for businesses involved with television or the
tel evision industry.

Because the ".TV' portion of applicant's mark will not
be viewed as nerely a top | evel domain w thout source-
identifying significance, the question is whether the mark
SECURITY. TV in its entirety is nerely descriptive. As the
majority points out, there is often a thin line of

demar cati on between a suggestive mark and a nerely
descriptive one, and the determ nation of the category into

which a mark falls frequently invol ves subjective judgnent.

In my judgnent, SECURITY.TV falls on the suggestive side of

18
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the line. Wen the suffix ".TV" is conmbined with the word
"SECURI TY" in the mark SECURI TY. TV, and used in connection
with applicant's goods and services, it suggests a security
system that involves conputers and the Internet and
television. The fact that the mark is used in the format
of an Internet address conveys a neaning that is sonething
nore than that of the descriptive words "SECURITY TV, "
while the ".TV' portion of the mark, because it has a
meani ng as "television" as well as being a top | evel
dormai n, causes this elenment to have a source-identifying
significance in the mark, as opposed to the exanpl es and
case law set forth in the TMEP section quoted in the

maj ority opinion.

Finally, it is a well-established principle that if
there is doubt on the issue of descriptiveness, that doubt
shoul d be resolved in favor of publishing the mark. |
believe that, at the very least, there is doubt as to
whet her SECURITY. TV is nerely descriptive, and | would

therefore reverse the refusal of registration.
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