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Opi ni on by Seeherman, Adm nistrative Trademark Judge:

On Decenber 23, 1996 Digital Lightwave, Inc. filed the
above-identified application for the mark LI GHTWAVE
MANAGEMENT f or goods which were subsequently identified as
"electronic testing equi prent, nanely, teleconmunication
line integrity testing apparatus for assessing the

per formance of tel ecomruni cati ons networks." The
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appl i cation was based on an asserted bona fide intention to

use the mark in commer ce; subsequently applicant filed an

anendnent to allege use, asserting first use and first use

in conmmerce as of Novenber 1997. Applicant has disclained

exclusive rights to use the word LI GHTWAVE.

When a final refusal of registration issued pursuant
to Section 2(e)(1) on the ground that applicant’s mark is
nmerely descriptive of its goods, applicant filed the
i nstant appeal .

Applicant and the Exam ning Attorney have filed
briefs.® An oral hearing was not requested.

The Exami ning Attorney contends that LI GHTWAVE
MANAGEMENT is nerely descriptive of applicant’s goods
because it identifies their purpose or function. In
support of this position, she has nade of record the

foll owi ng definitions:

! After applicant filed its appeal brief it canme to the
attention of the Board that applicant had filed a request for
reconsi deration along with its notice of appeal. Although the
original papers were never received by the Ofice, applicant
submtted by facsimle transm ssion a copy of the request,
bearing a certificate of mailing by Express Mail. Accordingly,

t he Board deened the request to be tinely, suspended proceedi ngs

on the appeal, and remanded the application to the Exam ning
Attorney for consideration of the request for reconsideration.
After the Examining Attorney ultimately maintained the refusa
registration and returned the file to the Board for resunption
proceedings in the appeal, the Board allowed applicant tine to
file a supplenental appeal brief if it desired. Applicant did
not submit a supplenental brief, and therefore applicant’s
original brief and the Exam ning Attorney’s brief are the only
briefs inthe file.

of
of
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Li ghtwave: light in the infrared,
visible and ultraviol et ranges, which
falls between x-rays and ni crowaves.?

Li ghtwave system A device that
transmts |ight pul ses over optical
fibers at extremely high speeds.?

Managenent: The act, manner, or
practice of managi ng: handl i ng,
supervi sion, or control?

Manage: 1. To direct or control the use
of : handl e: manage a conpl ex machi ne
t ool .°

The Exam ning Attorney has also submtted excerpts of
articles taken fromthe NEXI S dat abase which refer to

applicant and its products:

Digital Lightwave, Inc. (Nasdag: D Q),
a |l eader in the |ightwave managenent
equi pnent market. ..

"PR Newswi re," October 16, 1997

Digital Lightwave's ASA 312 Network

I nformation Conputer is a |ightwave
managenment product that has the ability
to sinultaneously process multiple
protocols to verify and qualify the

per formance of tel ecommuni cations

net wor ks and enbedded equi pnent.

"PR Newswire," July 17, 1997

Digital Lightwave devel ops,
manuf act ures, and sells |ightwave
managenent products, includi ng Network
| nformati on Conputers that provide

i nformati on concerning the perfornmance
of SONET, ATM and T-Carri er

2 The Conputer Desktop Encycl opedi a.
® Tech Encycl opedi a.
* The Anerican Heritage Dictionary of the English Language, 3d
ed. ©1992).
| d.
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t el ecommuni cati ons networ ks and
transm ssi on equi pnent and Renote
Access Agents...

"PR Newswi re," May 29, 1997

Di gital Lightwave specializes in
Li ght wave managenent products for
nmoni tori ng SONET, ATM and T-Carrier....
"Network Briefing," My 15, 1997

Digital Lightwave Inc, Cearwater,

Fl ori da buil der of conputer systens to
provi de information on performance of

I i ghtwave tel ecommuni cati ons networ ks
and transm ssi on equi prent. ..
"Conputergram I nternational,” My 6,
1997

The conpany’ s |ightwave managenent
products are used by tel ecomrunications
service providers and network equi pnent
manuf acturers to anal yze the
performance of |ightwave transm ssion
(fiber optic) networks and to nore
effectively inplenment fiber optic

net wor k expansi on.

"PR Newswire," April 16, 1997

Digital Lightwave, Inc. (Nasdag: D @A),
an energing | eader in the |ightwave
managenment equi pnent market. . ..

"PR Newswire," August 6, 1997

Digital Lightwave devel ops,
manuf act ures, and sells |ightwave
managenent products, includi ng Network
| nformati on Conputers....
"PR Newswire," My 29, 1997
In addition, in response to a request for information
about its goods, applicant has provided excerpts fromits

website (www. | i ghtwave. com which include the follow ng
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stat ements, under the heading "Li ghtwave ManagenentO
Technol ogy for OEM Subsyst ens:

Di gital Lightwave devel ops and
manuf act ures custom opti cal subsystens
used to nonitor, analyze and facilitate
t he managenent of fi ber-optic-based
net wor ks. Based on the conpany's
reusabl e core conponent technol ogy
devel oped for its |eading high-speed
optical diagnostic and anal ysis
products, these subsystens offer
cust om zed sol utions for specific
custoner requirenents.

Wrking with its OEM custoners, Digita
Li gt wave designs cost-effective ways of
bringing additional intelligence to
opti cal networks and enbedded el enents.
By providing custom zed portable test

i nstrunments, network-integrated

I i ghtwave diagnostics and el enent -
enbedded performance nonitoring...

As a pioneer in optical networking

t echnol ogi es, Digital Lightwave hel ps
its custoners maintain a conpetitive
edge by providi ng engi neering and
manuf act uri ng expertise in the

devel opnment of innovative optical

nmoni tori ng and di agnostic
subsystens. ...

For exanple, Digital Lightwave has

recently devel oped an integrated

nmoni toring and anal ysis system..

Li sted under "Core Technol ogi es” are

"Optical applications: Mnitoring,

di agnostics, real -tinme analysis.”

Applicant has also stated, in response to specific
guestions raised by the Exam ning Attorney, that

applicant's electronic testing apparatus uses |ightwaves to
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test the integrity of the tel econmunication |ine and that
its apparatus anal yzes |ightwaves.

A mark is nerely descriptive, and therefore prohibited
fromregistration by Section 2(e)(1) of the Trademark Act,
if it immrediately conveys know edge of a significant
ingredient, quality, or characteristic of the goods with
which it is used. See In re Gyulay, 820 F.2d 1216, 3
USP@@d 1009 (Fed. Gr. 1987). The question is not decided
in a vacuum but in relation to the goods on which, or the
services in connection with which, it is used. See In re
Abcor Devel opnent Corporation, 588 F.2d 811, 200 USPQ 215
( CCPA 1978).

There is no question that the term LI GHTWAVE descri bes
a characteristic of applicant's testing apparatus.
Appl i cant has acknow edged this descriptiveness by
disclaimng this termin its request for reconsideration,
and also, in its Supplenmental Register registration for
DI G TAL LI GHTWAVE for essentially the same goods
(electrical testing equipnment, nanely, line integrity
testing apparatus),® applicant has disclainmed exclusive
rights to LI GHTWAVE, an adm ssion that the termis generic

for the services.

® Registration No. 2,226,814, issued February 23, 1999.
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As for the combined term LI GHTWAVE MANAGEMENT, the
evi dence shows that this termis also descriptive of
applicant's goods. As the Exam ning Attorney has pointed
out, the NEXI S excerpts refer to applicant's goods as
I i ght wave managenent products and | i ghtwave managenent
equi pment. Applicant did not specifically discuss these
articles in its appeal brief, but during the course of
prosecution it characterized the references as m suses by
the particular reporters. Although one such reference
m ght be dism ssed as a m suse, here we have evi dence of
mul ti ple uses of "lightwave nmanagenent” as a descriptive
termfor applicant's products. Further, applicant's own
materials indicate the descriptive nature of the words.
The purpose of applicant's goods is to do |ightwave
di agnostics and performance nonitoring, and its systens are
used "to nmonitor, analyze and facilitate the managenent of
fiber-optic-based networks.” To the relevant custonmers for
such goods, LIGHTWAVE MANAGEMENT, as used on the goods,
will imediately convey that one feature of the equi pnent
is to nmonitor the lightwaves in the fiber-optic-based
net wor ks.

Appl i cant argues that LI GHTWAVE MANAGEMENT is an
oxynoron because |ight cannot be controlled and commanded.

However, |ightwaves can be anal yzed and nonitored, and it
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is the "supervision" nmeani ng of "managenent” that woul d be
understood by the rel evant consuners. Applicant appears to
take the position that the test of whether the termis
nmerely descriptive is based on whether one can determ ne
what the goods are based only on seeing the nmark.
Applicant specifically argues that it would require "a
great deal of imagination and |uck” for a consuner to
concl ude what the products are fromview ng the mark
However, applicant m sstates the test for determning
descriptiveness in arguing that imagination would be
required to guess what applicant's goods are fromthe mark
al one. As indicated above, the question of whether a term
is nerely descriptive is not decided in a vacuum "Wet her
consuners coul d guess what the product is from
consideration of the mark alone is not the test." Inre
American Geetings Corp., 226 USPQ 365, 366 (TTAB 1985).
Applicant also points to the |lack of any dictionary
definition of the phrase "lightwave managenent." However,
the Ofice is not required to submt evidence that the
entire phrase LI GHTWAVE MANAGEMENT appears in a dictionary
in order to establish that the mark is nmerely descriptive.
Descriptive phrases are not necessarily found in
di ctionaries and, thus, even w thout such evidence the

phrase as a whole may still be found to be nerely
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descriptive. See, for exanple, In re Venture Lending
Associ ates, 226 USPQ 285 (TTAB 1985) (VENTURE LENDI NG
ASSQOCI ATES nerely descriptive of investing services).

Applicant al so argues that there is no evi dence of
conpetitors' use of the term Although descriptive use by
conpetitors may be evidence that a mark is nerely
descriptive, the absence of such evidence does not
necessarily nean that the mark is not descriptive. The
fact that an applicant is the first to use a termin
connection with its goods does not justify registration if
the termis nmerely descriptive of them See In re Ruffin
Gam ng LLC, 66 USPQ2d 1924 (TTAB 2002); In re Nationa
Shooti ng Sports Foundation, Inc., 219 USPQ 1018, 1020 (TTAB
1983) .

Applicant has al so made reference to a third-party
regi stration for MANAGEMENT OF LIGHT, with the word LI GHT
di sclaimed, for "micro structured optical surfaces for use
inthe field of optics for formng | enses, prisns,

ny

beansplitters, lenticulars, and reflectors. Because of

" Registration No. 2,263,330. According to the request for
reconsi deration, a copy of which was submtted by facsimle
transm ssi on because the original never reached the Ofice (see
footnote 1), applicant submtted the record "obtained fromthe
USPTO web site" for this registration. Applicant did not submt
a copy with the facsinmle transm ssion, but we have obtained the
information fromthe Ofice records, and have treated the

regi stration as being of record.
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the differences in these goods and those in applicant's
application, the fact that this mark was regi stered has no
persuasi ve value in our determ nation of whether
applicant's mark is nerely descriptive.

Decision: The refusal of registration is affirned.
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