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Opi ni on by Quinn, Admnistrative Trademark Judge:

An application has been filed by Hitachi Software
Engi neering Co., Ltd. to register the mark SHAREW ZARD f or
“conput er application software used by business for
t el ephone conference and network conference connections.”?

The Trademark Exam ning Attorney has refused

regi stration on the ground that applicant’s mark, as

! Application Serial No. 78/007,276, filed May 8, 2000, alleging
a bona fide intention to use the mark in commerce. Applicant
subsequently submitted, on August 3, 2001, an anmendnent to all ege
use setting forth a date of first use anywhere and a date of
first use in comrerce of Cctober 2000.
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applied to applicant’s goods, is nmerely descriptive of
t hem

When the refusal was nmade final, applicant appeal ed.
Applicant and the Exami ning Attorney filed briefs, and
applicant’s counsel and the Exam ning Attorney appeared at
an oral hearing before the Board.

At the outset, it should be noted that applicant has
filed an alternative anmendnent to seek registration on the
Suppl emental Register. See: TMEP § 1212.02(c); and TBMP §
1215. Applicant, in the papers filed August 3, 2001,
requested that the application be anended to one seeking a
Suppl ement al Regi ster registration in the event the Board
found the mark to be nerely descriptive. |In response, the
Exam ni ng Attorney indicated that the alternative anendnent
was accept abl e.

Applicant explains that its product is “collaborative
software which allows one to connect its nenbers at far
cites.” Users “can have voi ce comruni cati on whil e making
annotation on shared data” and “[w]jith a sinple click on a
speci al |y desi gned pen, the annotations nmade on one screen
wi Il be projected on screens at renote sites as if by magic
whi |l e sinultaneously permtting voice conferencing.”
(emphasis in original). According to applicant, “as if by

magi ¢ or through w zardry, the annotations nade at renote
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| ocations are projected on a tel econferencing conputer
screen and conbined with voice inputs.” (brief, pp. 5-6).
Applicant argues that its mark i s a nonsensical, suggestive
termand that others in the trade do not have a conpetitive
need to use the termin connection with their simlar
products. Applicant urges that any doubt with respect to
mere descriptiveness nust be resolved in its favor. In
support of its argunents, applicant submtted literature
regarding its product, and several third-party

regi strations show ng, according to applicant, that simlar
marks in the technology field were found to be not nerely
descriptive. Applicant contends that the registrations
establish a consistency in Ofice practice which is not
followed in this case.

The Exam ning Attorney maintains that the mark
describes “a desired feature or function of the applicant’s
software and the neans by which the desired function is
i npl enented, nanely, a utility interface--or ‘w zard’ --that
hel ps the user enploy or use the desired function of the
software application--nanely, voice and data sharing over a
t el econmuni cations network with no limt as to the nunber
of connections.” (brief, p. 5). 1In essence, according to
t he exam ning attorney, “the purpose of applicant’s easy-

to-use interface utility is to nake data and docunent
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sharing possible during conference calls.” (brief, p. 7).
Wth respect to the third-party registrations, the

Exam ning Attorney states that they are not concl usive on

t he descriptiveness issue in the present case. In support
of the refusal, the Exam ning Attorney submtted dictionary
definitions of the words “share” and “w zard,” and excerpts
of articles retrieved fromthe NEXI S dat abase show ng uses
of “share” and “w zard” in the sane article.

It is well settled that a termis considered to be
nmerely descriptive of goods, within the neaning of Section
2(e)(1) of the Trademark Act, if it immedi ately describes
an ingredient, quality, characteristic or feature thereof
or if it directly conveys information regarding the nature,
function, purpose or use of the goods. 1In re Abcor
Devel opnment Corp., 588 F.2d 811, 200 USPQ 215, 217-18 (CCPA
1978). It is not necessary that a termdescribe all of the
properties or functions of the goods in order for it to be
considered to be nerely descriptive thereof; rather, it is
sufficient if the termdescribes a significant attribute or
feature about them Moreover, whether a termis nerely
descriptive is determned not in the abstract but in
relation to the goods for which registration is sought. 1In

re Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979).
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The word “share” is defined as “to participate in,
use, enjoy, or experience jointly with another or others.”

Dictionary.com The word “w zard,” as defined by Wbopedi a,

nmeans as follows: “Autility within an application that
hel ps you use the application to performa particul ar task.
For exanple, a ‘letter wzard” within a word processing
application would | ead you through the steps of producing
different types of correspondence.”

Applicant’s product literature shows that its software
is used to share data and, thus, the term “share” descri bes
a function or feature of the software. W also find that a
feature of applicant’s software is enconpassed within the
broad definition of the term*®“w zard” as set forth above.
The NEXI S articles appear to use the term*“wi zard” in a
broad sense, as for exanple: “Wndows ME has new software
Wi zards that help the user set up honme networks” (Dayton
Daily News, July 9, 2000); “the new operating system has a
‘wi zard’ that nakes [networking] easier” (Los Angeles
Tinmes, July 3, 2000); and “a ‘w zard,’ or small program
surveys the major pieces of hardware and software on your
machi nes” (The Washi ngt on Post, August 21, 1995).

Applicant’s literature indicates that applicant’s
product is “data sharing software” which “allows] you to

share your PC data with others, then nake an annotation on
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sharing data interactively” through use of “ShareW zard
Pen” and “ShareWzard Talk.” The literature describes the
SHAREW ZARD feature as an “easy to use” and “sinple”

i nterface.

Accordi ngly, we conclude that the term SHAREW ZARD
i mredi ately descri bes, wi thout conjecture or speculation, a
significant feature of the goods, nanely, the utility
within applicant’s software application that hel ps the user
share data (e.g. annotations) and voi ce comruni cations with
ot hers.

The third-party regi strations have been carefully
consi dered, but this evidence does not conpel a different
result. Applicant and the Exam ning Attorney have argued
at sone | ength about the practice of the Ofice relative to
the registrability of marks having either of the words
“share” or “wi zard” as a portion thereof. Suffice it to
say, this evidence is of little nonent in deciding the
present appeal. Wile uniformtreatnent under the
Trademark Act is an administrative goal, our task in this
appeal is to determ ne, based on the record before us,
whet her applicant’s particular mark is nerely descriptive.
As often noted, each case nmust be decided on its own
nmerits. We are not privy to the records in the cited

regi strations and, noreover, the determ nation of
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regi strability of a particular mark by the O fice cannot
control the result in the case now before us. See: Inre
Nett Designs Inc., 236 F.3d 1339, 57 USPQ2d 1564, 1566
(Fed. Cir. 2001) [“Even if sone prior registrations had
sone characteristics simlar to [applicant’s application],
the PTO s all owance of such prior registrations does not
bind the Board or this court.”].

Decision: The Section 2(e)(1) refusal to register on
the Principal Register is affirnmed. Inasmuch as the
Exam ni ng Attorney has accepted the alternative anendnent
to the Suppl enental Register, the application file will be
forwarded in due course to the Exam ning Attorney for

appropriate action.?

2 As indicated by the Exanmining Attorney in the Ofice action
dated Cctober 17, 2001, the application will be given a new
filing date of August 3, 2001 (see Trademark Rule 2.75(b) and
TMEP § 1115.02) and the Exam ning Attorney will conduct a new
search of O fice records for any confusingly simlar marks under
Section 2(d).



