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Opi nion by Cissel, Admi nistrative Trademark Judge:

On April 18, 2000, applicant filed the above-
referenced application to register the mark “ROAD SEA AR
on the Principal Register for “financial services, nanely,
financi ng of used notor vehicles, watercraft, aircraft,
construction and ot her heavy equi pnent, and rel ated goods
pur chased via gl obal conputer networks,” in Cass 36; and
“conputer services, nanely, providing a web site for an on-

line auction service for selling or reselling used notor
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vehicles, watercraft, aircraft, construction and ot her
heavy equi pnent, and rel ated goods via gl obal conputer
networks,” in Class 42. The basis for filing the
application was applicant’s assertion that it possessed a
bona fide intention to use the mark in conmerce in
connection with these services.

The Exam ning Attorney refused registration under
Section 2(e)(1) of the Lanham Act, 15 U.S.C. Section
1052(e)(1), on the ground that the mark is nerely
descriptive of the services with which applicant intends to
use it. The Exam ning Attorney also required applicant to
amend the recitation of services and their classification.

Submtted in support of the refusal to register were
copies of a third-party trademark application and a third-
party trademark regi stration. The Exam ning Attorney
argued that the application and the registration
denonstrate the descriptiveness of the proposed mark in the
case at hand because they show sinmlar terns either
di sclaimed or used to describe arguably sim |l ar services.
The application is for the mark “BY LAND SEA AIR' for
“providing a web site featuring online cargo rate
auctions/ negotiations, and published rate and di scount
information for land, sea and air cargo bearing vessels to

al l ow custoners the opportunity to evaluate conpetitive
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prices.”! The registration is for the mark “Al R SEA BROKER'
and design for freight forwarding and transportation of
goods.? The registrant disclained the words “AIR " “SEA”
and “BROKER.”

Appl i cant responded by anendi ng the C ass 42 services
to read as follows: “conputer services, nanely, providing
an on-line auction web site featuring used notor vehicles,
watercraft, aircraft, construction and ot her heavy
equi pnent, and rel ated goods via gl obal conputer networks,”
in Cass 35. Applicant also argued against the refusal to
regi ster based on descriptiveness, claimng that its mark
is at nost only suggestive and that the Exam ning Attorney
had failed to nake out a prinma facie case of
descri ptiveness.

The Exam ning Attorney accepted applicant’s anmendnent,
but was not persuaded by applicant’s arguments with respect
to the descriptiveness of the mark. The second Ofice
Action made final the refusal to register under Section
2(e)(1) of the Act. The Exam ning Attorney held that the
wor ds sought to be registered are nerely descriptive of

applicant’s services because they describe the type of

'S N. 75/869,670 filed on Dec. 13, 1999 by Pl anet Traders, Inc.
2 Reg. No. 2,178,082, issued on the Principal Register on August
4, 1998 to Panal pina Wl ttransport (Holding) AG Corporation
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vehi cl es auctioned and financed by applicant.

Attached in support of the final refusal to register
were copies of a nunber of third-party registrations. One
lists the goods with which that particular mark is used as
“conputer hardware and software for use in |and, sea and
air vehicles.” Another lists the services with which the
mark therein is used as “entertai nment services, nanely,
ongoi ng cabl e tel evision prograns featuring historical
events and historical stories involving land, air and sea
vehicles.” Five other third-party registrations use
simlar wording to descri be the goods and services for
whi ch the marks are registered.

Applicant tinely filed a Notice of Appeal, followed by
applicant’s brief on appeal. The Exam ning Attorney al so
filed an appeal brief, and applicant filed a reply thereto.
Applicant did not, however, request an oral hearing before
t he Board.

The test for determning whether a termor phrase is
nerely descriptive within the neaning of Section 2(e)(1) of
the Lanham Act is whether it immediately and forthwith
conveys information concerning a quality, characteristic,
function, attribute or feature of the goods or services in
connection with which it is used or is intended to be used.

See In re Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ
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215 (CCPA 1978); In re Venture Associates, 226 USPQ 285
(TTAB 1985); and In re Bright-Crest, Ltd., 204 USPQ 591
(TTAB 1979). A termor phrase does not have to describe
every quality, feature, function, etc. of the goods or
services in order to be found nerely descriptive; it is
sufficient instead if it describes a single significant
quality, feature or function thereof. Further, it is well-
established that the determi nation of nere descriptiveness
of a particular termor phrase nust be made not in the
abstract or on the basis of guesswork, but instead, in
relation to the goods or services for which registration is
sought, the context in which the termor phrase is used or
is intended to be used on or in connection with those goods
or services, and the inpact that it is likely to nake on

t he average purchaser of such goods or services. See In re
Gyul ay, 820 F.2d 1216, 3 USPQd 1009 (Fed. Gir. 1987); In
re Consolidated Cgar Co., 35 USPQ2d 1290 (TTAB 1995); and
In re Pennzoil Products Co., 20 USPQ2d 1753 (TTAB 1991).
The question is not whether soneone presented with only the
mark coul d correctly specul ate or guess what the goods or
services are; rather, the question is whether soneone who
knows what the goods or services are will understand the
mark to convey information about them See In re Hone

Bui | ders Associ ation of Geenville, 18 USPQ2d 1313 (TTAB
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1990); and In re Anerican Geetings Corp., 226 USPQ 365
(TTAB 1985) .

On the other hand, a mark is suggestive, rather than
nmerely descriptive, if, when the goods are encountered
under the mark, a nulti-stage reasoning process, or the use
of imagi nation, thought or perception is required in order
to determ ne what attributes of the goods the mark
indicates. 1In re Mayer-Beaton Corp., 223 USPQ 1347 (TTAB
1984). As the Board has stated previously, there is a thin
Iine of demarcation between a suggestive mark and a nerely
descriptive one, with the determ nation of which category a
mark falls into frequently being a difficult matter
i nvol ving a good neasure of subjective judgnent. See,

e.g., Inre Atavio, 25 USPQ2d 1361 (TTAB 1982); and In re
TVMS Corp. of the Anmericas, 200 USPQ 57 (TTAB 1978).

Anot her significant | egal principal relevant to the
case at hand is that the Exam ning Attorney bears the
burden of establishing that a mark is unregi strabl e because
it is nmerely descriptive of the goods or services within
the nmeani ng of Section 2(e)(1l) of the Act. 1In re Gyulay,
supra. Any doubts as to whether a mark is nerely
descriptive nust be resolved in favor of the applicant. In

re Aid Laboratories, Inc., 221 USPQ 215 (TTAB 1983).
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Simply put, the Exam ning Attorney contends that “ROAD
SEA AIR’ is nerely descriptive of the sales and fi nancing
services set forth in the anended applicati on because these
words i mredi ately and forthwith describe the vehicles which
appl i cant auctions and finances. Applicant’s argunment can
be simlarly boiled down to the contention that the
proposed mark does not fall wthin the proscription of
Section 2(e)(1) of the Act because it is only suggestive of
applicant’s services, and only through the exercise of
ment al gymastics and extrapol ati on can the nmark be
understood t o suggest or hint at the nature of applicant’s
services. Wile applicant admts that its services are
essentially “selling and financing cars, boats, airplanes,
heavy equi pnment notorcycles, etc.” (brief, p. 2), applicant
argues that the purchasers of such products do not comonly
refer to themas “road,” “sea” or “air” vehicles.
Appl i cant contends that nam ng the nedia in or on which the
vehicles it sells and finances nove “is two steps renoved
fromthe services” (brief p. 3), and that this is not
nearly a direct enough description of its services
t hensel ves to support the refusal to register.

We agree with applicant. The connection between “ROAD
SEA AIR’ and applicant’s auction and financing services is

too indirect to support the conclusion that the mark
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i mredi ately and forthwith conveys i nformation about the
nature of the services.

The third-party trademark application submtted by the
Exam ni ng Attorney evidences nothing other than that the
application was filed, but the registrations submtted by
t he Exam ning Attorney do refer to vehicles as “land, sea
and air vehicles.” (I'nterestingly, neither applicant nor
the Examining Attorney is apparently concerned that the
word “ROAD’ is not nentioned in any of them) Such uses of
“LAND, ” “SEA” and “AlIR’ in trademark registrations,
however, are not necessarily indicative of the ways these
terms (and certainly not the word “ROAD’) are used in the
rel evant auction and financing markets, or, for that
matter, by the public in general. As noted above, the
goods and services in these registrations include conputer
hardware and software, and entertai nment services such as
tel evision prograns, while others set forth solid-state
digital renpte power controllers, hobby kits and so forth,
but not one of these registrations denonstrates use of the
words “ROAD,” “SEA” or “AlIR’ to describe services |ike the
ones specified in the instant application.

We conclude that a nulti-stage reasoni ng process, or
t he use of sone imagi nation, thought or perception, is

required in order to determi ne the characteristics of the
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services to which the mark refers. W readily admt that
our determ nation here involves subjective judgnent, but we
are left to adhere to the rule that any doubt on this issue
nmust be resolved in favor of the applicant.

DECI SION:  The refusal to register under Section

2(e) (1) of the Act is reversed.



