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Opi ni on by Seehernman, Adm nistrative Trademark Judge:

SPX Corporation has appealed fromthe final refusal of
the Trademark Exami ning Attorney to regi ster E DI AGNOSTI CS
for “electroni c engi ne anal ysis system conpri sed of a hand-

hel d conputer and rel ated conmputer software.”?!

Regi stration
has been refused on three grounds: applicant’s mark is

merely descriptive within the neani ng of Section 2(e)(1) of

! Application Serial No. 75/878,287, filed Decenber 22, 1999,
and asserting a bona fide intent to use the mark in comerce.
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the Trademark Act, 15 U. S.C. 1052(e)(1); applicant has
failed to conply with the requirement to submt an
acceptable identification of goods; and applicant has
failed to conply with the requirenment to provide

i nformati on about its goods.

Applicant and the Exam ning Attorney have submtted
appeal briefs.? Applicant had requested an oral hearing,
but subsequently wi thdrew that request.

This case bears many simlarities to another appeal

filed by applicant for the mark E-AUTODI AGNCSTICS, In re

2 Wth their briefs applicant and the Exam ning Attorney have

submtted certain dictionary definitions. The Board may take
judicial notice of dictionary definitions, and we have therefore
considered this material. University of Notre Dane du Lac v. J.
C. Gournet Food Inports Co., Inc., 213 USPQ 594 (TTAB 1982),
aff'd, 703 F.2d 1372, 217 USPQ 505 (Fed. Cr. 1983).

In its appeal brief, applicant also objects to an excerpt
submtted by the Exam ning Attorney fromthe on-line Acronym
Finder. Applicant clains that the Board has previously stated
that no evidence fromthis web-site shoul d be considered as
evi dence, but has provided no authority to support this claim
(The case cited by applicant is non-precedential, and has not
been considered.) Applicant also discusses statenents allegedly
made in the preface for the web-site, but these clains are
unsupported. Applicant did not submt a copy of the preface,
despite the fact that the Acronym Fi nder excerpt was made of
record by the Exam ning Attorney in the first Ofice action, and
applicant clearly had an opportunity to submt evidence in
response. Accordingly, we have considered the Acronym Fi nder
evi dence. W woul d point out, however, that this evidence,
nanely, that “E” is an acronymfor “electronic,” is supported by
t he ot her evidence of record.

Finally, applicant states in its brief that the trademark
dat abase contains nunerous registrations for the letter “F
without a disclainer. Applicant did not submt copies of any
such registrations, and we consider this mere concl usory
statenment to have no probative val ue.
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SPX Corporation, _ USPQ@2d , Serial No. 75/877,999 (TTAB
April 5, 2002) and we will therefore refer to sone of the
statenents we nade in that opinion in the present case.

We turn first to the requirenent that applicant submt
i nformati on about its goods. In the first Ofice action
the Exam ning Attorney stated that “applicant nust submt
sanpl es of advertisenents or pronotional materials for the
goods or, if unavailable, for goods of the sane type,” and
“if such materials are not avail able, the applicant nust
descri be the nature, purpose, and channels of trade of the
goods in the application.” Applicant, in its response to
this Ofice action, sinply ignored the request for
information, and the requirement for such information was
therefore made final in the next Ofice action. Applicant
did not attenpt to conply with the requirenment by filing a
request for reconsideration, and did not nmention the
requirement in its appeal brief. The Exam ning Attorney
di scussed applicant’s failure to respond to the information
requirement in her brief; applicant did not file a reply
brief.

Thus, applicant has neither attenpted to conply with
the Exam ning Attorney’s requirenent for information, nor

has it provided any explanation for its failure to conply.
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Trademark Rule 2.61(b) provides that the Exam ning
Attorney may require the applicant to furnish such
informati on and exhibits as may be reasonably necessary to
t he proper exam nation of the application. Applicant has
clearly not conplied with this requirenent. Rather it has
totally ignored the request for information. Accordingly,
we affirmthe refusal based on applicant’s failure to
conply with the requirenment for information concerning its
goods. See In re Babies Beat, Inc., 13 USPQ2d 1729 (TTAB
1990) .

We turn next to the requirement for an acceptable
identification of goods, since the identification of goods
is relevant to our consideration of the refusal based on
nmere descriptiveness. The Exanmining Attorney asserts that
applicant’s identification—electronic engine analysis
system conpri sed of a hand-held conmputer and rel ated
conmput er software—s indefinite because the term*“rel ated
conput er software” is unclear in that it does not indicate
the function of the software. It is the Exam ning
Attorney’'s position that, as identified, the software coul d
be used for any function, including “system operating
software, operating software for the hand-held conputer,
sonme type of comunication software for comuni cations

bet ween t he hand- hel d conputer and an el ectronic engi ne, or
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it could have any of a number of other functions.” Brief,
p. 8.

We di sagree. Although certainly an additional phrase
in the identification stating the function of the software
woul d provide nore information as to exactly what the
sof tware does, we do not believe it to be necessary in
order to provide the public with notice as to the nature of
applicant’s goods. The identification indicates that the
software is used as part of an el ectronic engine anal ysis
system and this |anguage is sufficiently limting that it
woul d not be reasonable to interpret the software as
general system operating software, etc. Thus, the
identification is adequate to indicate the scope of any
regi stration which applicant m ght obtain.

This brings us to the refusal under Section 2(e)(1).
Section 2(e)(1) of the Act prohibits the registration of a
mar k which is nerely descriptive of the identified goods.
Bot h applicant and the Exam ning Attorney have set forth
t he principles which govern the determ nati on of whether a
mark is nerely descriptive, and therefore we will not
repeat them here.

I n support of her position that the mark is nerely
descriptive, the Exam ning Attorney has subm tted various

di ctionary definitions:
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e-: (Electronic-) The “e-dash” prefix
may be attached to anything that has
noved from paper to its electronic
alternative, such as e-mail, e-cash,
etc. 3

E stands for electronic. But it’'s
beconme the all - purpose Internet and Wb
prefix. Stuck on the front of any term
you want, it nmeans to nmake that thing
happen over the Internet/Wb, e.g., e-
conmmerce, e-mail, e-check.*

di agnostic: the art or practice of
di agnosi s—eften used in pl.°

di agnosi s: investigation or analysis of
t he cause or nature of a condition,
situation, or problem <~ of engine
troubl e>

In addition, the Exam ning Attorney has submtted a
substanti al nunber of excerpts taken fromthe NEXI S
dat abase, including the follow ng:

When you see a technol ogical termthat
starts with the letter ‘e’ and a
hyphen, it nost likely is an e-
commerce-driven term And nine tines
out of 10, the “e” neans el ectronic.
“USA Today,” July 8, 1998

I n autonotive applications, Bl ue-tooth
wi Il be used to connect hand-held

devi ces to onboard el ectronics to
enabl e hands-free phone use, for
exanpl e, or engine diagnostics and GPS
i nformati on over PDAs or simlar

devi ces.

“Pur chasi ng,” Novenber 16, 2000

® The Conputer dossary, 8" ed. © 1998.
* Newton's Tel ecom Dictionary, 16" ed., © 2000.
°® Merriam Wbster’s Collegiate Dictionary, 10'" ed., © 1998.
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Anyone who owns an of f-brand car shoul d
think tw ce before venturing far froma
deal ership or garage that can fix it,
he says. Nobels said that conputerized
di agnosti c equi pnent is specialized and
very expensive these days.

“The Orlando Sentinel,” July 27, 2000

Bot h engi ne manufacturers and after-
mar ket suppliers have devel oped
sophi sti cated hardware and software
systens designed to nake engi ne

di agnosti cs and troubl eshooti ng qui cker
and nore intuitive. ... Cumm ns’ new
Qui ckCheck system pi ggybacks upon the
expandi ng capabilities of Pal mhandheld
devices to enable themto read and
capture SAE J1587 engi ne data quickly
and conveniently fromany el ectronic

di esel engine.

“Di esel Progress North Anmerican
Edition,” July 1, 2000

It could al so hel p nake engi ne

di agnostics at the repair shop easier,
all owing a mechanic to just park the
car next to a shop consol e wthout
having to wiggle under the hood to
connect a cabl e.

“Electronic News,” January 8, 2001

Martin County residents interested in
an autonotive career will be able to
get their hands on the | atest

di agnosti c equi pnent, engi ne anal yzers,
scanners, | ab scopes and autonotive
software in a new state-of-the-art
autonotive | aboratory. ...

“The Stuart News/Port St. Lucie News
(Stuart, FL),” Novenber 26, 2000

We have no doubt, based on the evidence of record,
t hat “ Dl AGNOSTI CS" describes the identified engine analysis

system As the dictionary definition for “diagnostic”
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points out, this termis often used in the plural, and

means “di agnosi s, "°

and the word “diagnosis” is defined with
the very word used in applicant’s identification—the

anal ysis of the cause or nature of a condition, situation

or problem |In fact, the dictionary’s exanple of use of
this word is in terns of the function of applicant’s goods:
di agnosi s of engine trouble. The NEXIS evidence al so shows
that “diagnostics” is a recognized termfor engine

anal ysi s.

Appl i cant does not dispute the descriptive nature of
the word “di agnostics.” However, applicant argues that the
presence of the prefix “E-” in the mark prevents the mark
as a whole frombeing nerely descriptive. Applicant
contends that because the dictionary definition of “E-”
states that this prefix may be attached to anything that
has noved from paper to its electronic alternative, the
term E- DI AGNOSTI CS does not nmake any real sense, since an
engi ne anal ysis system woul d not be converted to electronic
formfrom paper. Applicant also argues that the “E-*”
prefix is recognized by the public to represent services

provi ded over the Internet, but because applicant is

® W take judicial notice of the dictionary definition of
“di agnostics” in The Anerican Heritage Dictionary of the English
Language © 1970 neani ng “di agnosis”.




Ser No. 75/878, 287

applying the prefix to goods, it creates a unique
commercial inpression. Finally, applicant clains that
there is an incongruity in conbining the “E-” prefix with
DI AGNOSTI CS because the function of the goods, diagnostics,
cannot be el ectronic.

We are not persuaded by these argunments. The
dictionary definition shows that the “E” prefix nmeans
“electronic.” Applicant’s goods are identified as an

el ectroni c engi ne analysis system Further, although “E-”

is frequently used in connection with the Internet, many
associ ate the prefix with conputers in general and
activities that are perforned by conputers. As the
identification states, applicant’s electronic engine
anal ysis systemuses, that is, is conprised of, a conputer
and rel ated software. It is, in fact, an electronic
di agnostic system Wen the prefix is conbined with
DI AGNOSTI CS, and used in connection with an “electronic
engi ne anal ysis system conpri sed of a hand-held conputer
and rel ated conputer software,” the resulting mark
E- DI AGNOSTICS mark will imedi ately convey to consuners
that this is an electronic system using conputer technol ogy
to anal yze engi nes.

There are two final points we nust address. Applicant

clains that its mark is a doubl e entendre because the
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definitions for “E” include “earth, engineer, excellent,
and English.” However, because the determ nation of
whether a mark is nerely descriptive nust be nade in
relation to the goods on which the mark is used or proposed
to be used, and because applicant’s goods are identified as
“electronic,” it is this meaning of the word that consuners
wll ascribe to the mark. The second poi nt concerns
statenments made by the Exami ning Attorney in her brief.
Wil e she argues that the identified engine analysis system
is electronic (e.g., “the diagnostic devices are

el ectronic”, brief, p. 4), she also has nmade certain
statenents that the mark is nmerely descriptive because the
goods are electronic diagnostic systens used for anal yzing
the condition of electronic engines. W do not read
applicant’s identification as being an anal ysis system for
el ectronic engines; rather, the term“electronic” nodifies
the kind of systemthat it is, not the kind of engines that
the system anal yzes. As noted above, we find that E

DI AGNOSTICS is nmerely descriptive because it describes a
characteristic of the goods, nanely, that it is an

el ectroni c systemused to anal yze engines. (The Board need
not find that the Exam ning Attorney’s rationale is correct
in order to affirmthe refusal to register. See TBW

81217, and cases cited therein.)

10
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Deci sion: The refusal based on the unacceptability of
the identification of goods is reversed; the refusals
based on the ground that the mark is nerely descriptive of

t he goods and the requirenent for information are affirned.
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