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Opi ni on by Chapman, Adm nistrative Trademark Judge:

On Decenber 6, 1999, Autonmated Cell, Inc. (a
Pennsyl vani a corporation) filed an application to register
the mark AUTOVATED CELL on the Principal Register for
services anended to read “automated cell biol ogy services,
nanmely analyzing living cells in regard to externa
stimuli, for therapeutic devel opnent” in International

Class 42. The application is based on applicant’s cl ai ned
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date of first use and first use in comerce of March 19,
1997.

The Exam ning Attorney refused registration on the
ground that applicant’s mark, AUTOVATED CELL, is nerely
descriptive of applicant’s automated cell biol ogy services
under Section 2(e)(1l) of the Trademark Act, 15 U.S. C
81052(e)(1).

When the refusal was made final, applicant appealed to
this Board. Both applicant and the Exam ning Attorney have
filed briefs; an oral hearing was not requested.

A mark is nmerely descriptive if it imed ately
describes the ingredients, qualities or characteristics of
the goods or services with which it is used, or if it
conveys information regarding a function, purpose or use of
the goods or services. In re Abcor Devel opnent Corp., 588
F.2d 811, 200 USPQ 215, 217 (CCPA 1978); and In re Nett
Designs, 236 F.3d 1339, 57 USPQ2d 1564, 1566 (Fed. Cr
2001). See also, In re Eden Foods Inc. 24 USPQ2d 1757
(TTAB 1992); and In re Bright-Crest, Ltd., 204 USPQ 591
(TTAB 1979). One nust |look at the mark in relation to the
goods or services, and not in the abstract, when
consi dering whether the mark is nerely descriptive. See In
re Oraha National Corp., 819 F.2d 1117, 2 USPQ2d 1859 (Fed.

Cir. 1987); and Abcor, 200 USPQ at 218. It is well-settled
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that, to be “nerely descriptive,” a termneed only describe
a single significant quality or feature of the goods. See
In re Gyulay, 820 F.2d 1216, 3 USPQ2d 1009, 1009 (Fed. Cr

1987).

The Exam ning Attorney relies upon, inter alia,
applicant’s identification of goods "automated cell biology
services, nanely analyzing living cells in regard to
external stinuli, for therapeutic devel opnent”!; applicant’s
speci men which states thereon “Cell Biology Tools and
Informatics”; and one page from applicant’s Wb site which

i ncl udes the foll ow ng statenent:

“The Cyt oWwrksO pl atform nmeasures these
functions through automated cell culture
coupled with real -tine digital analysis
and aut omat ed mani pul ati on of culture
condi tions.”

The Examining Attorney submtted for the record (i)

copies of a fewthird-party registrations which include the

term“automated cell” within the identification of goods
and/or services [e.g., “reagents and chemcals for use in
automated cell and tissue staining...” (Reg. No.

LWiile it is true, as applicant argues, that the Exami ning
Attorney found the original identification to be indefinite or
overbroad, and required a change to the identification, it is
important to note that applicant’s original identification of
services read “automated cell biology services for therapeutic
devel opnent.” It was not due to a requirenent of the Exam ning
Attorney, but rather it was the applicant who originally
identified its services as “automated cell biology services....”
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1,938,268), and “solid state, computerized instrunment for
aut omat ed cell washi ng-decanting, addition of serum
agitation and centrifugation” (Reg. No. 982,524)]; and (ii)
copi es of several stories retrieved fromthe Nexis database
to show that the wording “automated cell” is conmonpl ace
termnology in the field of biology, exanples of which are
reproduced bel ow (enphasi s added):

Headl i ne: 1998 Sci ence Fair

Partici pants and Auxiliary Awards
First: Keith Bonawi tz, “Automated cel

recognition using artificial neural
networks..., “Intelligencer Journal
(Lancaster, PA),” March 28, 1991; and

Headl i ne: Baxter, VIMRX Subsidiary to

Mar ket Cell Therapy Products
...l n devel opnent is an automated cel

expansion platformthat wll enable
sterile gromh for nunerous cell types,
including stemcells, T-cells and
dendritic cells for therapeutic use....,
“Medi cal Industry Today,” February 26,
1998.

Appl i cant argues that the mark AUTOVATED CELL is not
nmerely descriptive as the term*“cell” suggests a predefined
area and could refer to a cellular tel ephone systemor a
prison cell; that the mark creates an anbiguity or
incongruity because there is no certainty “what cell is
bei ng automated” (brief, p. 3); that a nental leap is

required for consuners to figure out what services are

i nvol ved; and that certain of the articles subnmitted by the
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Exam ning Attorney could indicate that the conpany therein
i s copying applicant’s mark.?

Upon careful consideration of this record and the
argunents of the attorneys, we conclude that the Exam ning
Attorney has satisfactorily denonstrated that the asserted
mar K AUTOVATED CELL inmedi ately describes a characteristic
or feature of the services with which applicant uses its
mark. The termimedi ately infornms consumers that
applicant’s services are in the field of automated cel
bi ol ogy. Mbdreover, the term does not create an incongruous
or creative or unique mark. Rather, applicant’s mark,
AUTOVATED CELL, when used in connection with applicant’s
identified services, imedi ately describes, w thout need of
conjecture or specul ation, the nature of applicant’s
services, as discussed above. Nothing requires the
exerci se of imgination or nmental processing or gathering
of further information in order for purchasers of and

prospective custonmers for applicant’s services to readily

2 |n addition, applicant argued for the first tine inits brief
on appeal referencing a patent and arguing that applicant’s
services are “based on U S. Patent No. 6,008,010 (a technique for
anal yzing an individual cell over tine)” (brief, p. 3). The
Exam ning Attorney objected to applicant’s reference to a patent
as untinely offered evidence, and if the objection was overrul ed,
the Exam ning Attorney alternatively offered photocopies of a few
pages from Patent No. 6,008, 010. W agree with the Exam ning
Attorney that the reference to a patent for the first tinmeinits
brief is untinmely. Accordingly, pursuant to Trademark Rul e
2.142(d), this argument by applicant has not been consi dered.
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perceive the nmerely descriptive significance of the phrase
AUTOVATED CELL as it pertains to applicant’s services. See
In re Intelligent Instrunentation Inc., 40 USPQRd 1792
(TTAB 1996); and In re Tinme Solutions, Inc., 33 USPQ2d 1156
(TTAB 1994).

Finally, we find that here the phrase unquestionably
projects a nerely descriptive connotation, and we believe
that conpetitors have a conpetitive need to use this term
See In re Tekdyne Inc., 33 USPQ2d 1949, 1953 (TTAB 1994),
and cases cited therein. See also, 2 J. Thomas MCart hy,

McCarthy on Trademarks and Unfair Conpetition, 811:18 (4th

ed. 2000).
Deci sion: The refusal to register on the ground that
the mark is nmerely descriptive under Section 2(e)(1) of the

Trademark Act is affirned.



