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Opinion by Bottorff, Adm nistrative Trademark Judge:

Applicant seeks registration on the Principal Register
of the mark SMARTVAC, in typed form for goods identified

in the application as “surgical device, nanmely, a vacuum
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used in breast biopsies.”?

Regi stration has been finally
refused on the ground that the mark is nerely descriptive
of the goods. See Tradenmark Act Section 2(e)(1), 15 U S.C
81052(e)(1). Applicant has appeal ed the final refusal to
register. The appeal has been fully briefed, and an oral
heari ng was held at which the Trademark Exam ning Attorney
and counsel for applicant each presented argunents.

After careful consideration of the evidence of record
and the argunents of counsel, we find that the mark is
nmerely descriptive, and we accordingly affirmthe refusal
to register. That is, we find that SMART is nerely
descriptive of a key feature or characteristic of
applicant’s goods, that VAC likew se is nerely descriptive
of the goods, and that applicant’s conbining of these
nmerely descriptive terns does not result in an inherently
di stinctive conposite mark.

Atermis deenmed to be nerely descriptive of goods or
services, within the nmeaning of Trademark Act Section
2(e)(1), if it forthwith conveys an imredi ate i dea of an
i ngredient, quality, characteristic, feature, function,

pur pose or use of the goods or services. See, e.g., Inre

! Serial No. 75/799,927, filed Septenber 15, 1999. The
application is based on applicant’s asserted intention to use the
mark in comrerce. Trademark Act Section 1(b).
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Gyul ay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987), and
In re Abcor Devel opment Corp., 588 F.2d 811, 200 USPQ 215,
217-18 (CCPA 1978). A termneed not imredi ately convey an
i dea of each and every specific feature of the applicant’s
goods or services in order to be considered nerely
descriptive; it is enough that the term descri bes one
significant attribute, function or property of the goods or
services. See Inre HUDDL.E, 216 USPQ 358 (TTAB
1982); In re MBAssoci ates, 180 USPQ 338 (TTAB 1973).
Whether a termis nerely descriptive is determned not in
the abstract, but in relation to the goods or services for
which registration is sought, the context in which it is
bei ng used on or in connection with those goods or
services, and the possible significance that the termwould
have to the average purchaser of the goods or services
because of the manner of its use; that a term may have
other neanings in different contexts is not controlling.
In re Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979).
Finally, “[w] hether consunmers coul d guess what the product
[or service] is fromconsideration of the mark al one is not
the test.” In re Anerican Geetings Corporation, 226 USPQ
365, 366 (TTAB 1985).

Applicant’s mark consists of the conponents SMART and

VAC. The evidence of record establishes, and appli cant
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does not dispute, that VACis short for VACUUM and that it

is nerely descriptive as applied to applicant’s vacuum

device. Rather, the disputed issue in this appeal is

whet her SMART is nmerely descriptive of applicant’s goods.
The Trademark Exam ning Attorney has presented

di ctionary evidence establishing that SMART is defined, in

pertinent part, as “equi pped with, using, or containing

el ectroni c control devices.”?

The Trademar k Exam ni ng
Attorney al so has made of record several excerpts from
articles obtained fromthe NEXI S dat abase which show the
term“smart” used descriptively in this manner in
connection with conputer-controll ed nmedi cal devices or
devi ces enpl oyi ng conputer mcrochip technol ogies. For
exanple: “Scientists at a governnent |aboratory in New
Mexi co unveiled a ‘smart scalpel’ in which a tiny vacuum

sucks cells through m crochip-connected sensors for

anal ysis during surgery...” (Medical Industry Today, March

27, 2000); “RTI, with NASA, will hold a briefing Nov. 7 to
di scuss devel opnent of a nulti-nodality smart surgica

probe for biopsies. This new nedical device wll

i ncorporate sensors to make sure the biopsy sanple is taken

fromthe lesion and that the reading is nore accurate”

2 Random House Unabridged Dictionary (1993) at 1803.
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(Triangl e Busi ness Journal - Ral eigh NC (Cctober 31, 1997);

“...to develop and sell a version of Linux that runs on the
tiny conputers found in autonobiles, nedical devices and

other small, smart machi nes” (The News and Cbserver

(Ral eigh, NC), April 6, 2000); “...trying to etch the

bl ades with conputer circuitry for sensors that could
detect diseased tissue and relay the findings to the
surgeon. Lal figures his smart scal pel s soneday could find
a use in telenedicine and renote surgery” (H&HN [“Copyri ght
1999 Anerican Hospital Publishing Inc.”], July 1, 1999);
and “..."smart’ medical devices run by a silicon chip are
bei ng designed to hel p patients whose problens range from

heart ailnments to diabetes” (The WAshi ngton Post, August

19, 1984).

It is undisputed that applicant’s goods enpl oy or
consi st of a vacuum systemwhich is “conputer-controlled.”
See applicant’s Wb page, attached to applicant’s response
to the first Ofice action. Based on the evidence
di scussed above, we find that the term SMART nerely
describes this feature or characteristic of applicant’s
goods.

This case is highly analogous to In re Cryonedi cal
Sciences Inc., 32 USPQd 1377 (TTAB 1994), where the Board

found that SMARTPROBE is nerely descriptive of goods
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identified as “one tinme use, disposable cryosurgical
probes.” The Board noted that the applicant’s goods were
probes which were or could be equi pped with electronic
control devices or mcroprocessors, and found, based on
essentially the sane type of evidence as that presented by
the Trademark Examining Attorney in the present case, that
SMART is nerely descriptive of that feature of the devices.
Applicant’s attenpts to distinguish the present case are
unper suasi ve.

Li kewi se, applicant’s efforts to anal ogi ze the present
case toInre Intelligent Medical Systens Inc., 5 USPQd
1674 (TTAB 1987), are unavailing. |In that case, the Board
reversed a nere descriptiveness refusal to register
| NTELLI GENT MEDI CAL SYSTEMS for “electronic thernoneters
for neasuring human body tenperature” because the record in
that case showed “that the word ‘intelligent’ has no
speci al significance or neaning in the medical products
field.” 1d. at 1675. 1In the present case, by contrast,
the record establishes that “smart” is often used as a
descriptive termin connection with devices, including
nmedi cal devices, which are equipped with or utilize
conputer-control l ed systens. W find that the SMARTPROBE

case, In re Cryonedical Sciences Inc., supra, is nore on
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point in this case than is In re Intelligent Mdica
Systens Inc., supra

Applicant’s primary argunent in opposition to the nere
descriptiveness refusal is that SMART is not nerely
descriptive of applicant’s goods because it does not convey
to purchasers anything that they do not already know about
the goods. That is, applicant contends that all surgical
vacuum devi ces of the type identified in the application
are “smart,” i.e., are equipped with m croprocessors and
are conputer-controlled, that purchasers of these goods are
already well aware of that fact, and that such purchasers
therefore will assunme that SMART, as it is used in
applicant’s mark, nmust nean sonething other than, or in
addition to, the fact that the goods are conputer-
controll ed. Because that other or additional neaning is
not i mredi ately apparent, applicant argues, the termis not
nmerely descriptive.

The apparent novelty of this argunment is matched only
by its utter |ack of persuasiveness. Under applicant’s
theory, SWEET is not nerely descriptive of candy, nor is
SALTY nerely descriptive of pretzels, because purchasers
al ready know that candy is sweet and that pretzels are
salty, and they therefore woul d assune that if SWEET

appears in a trademark for candy it nust refer to sonething
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besi des the candy’ s sweetness, and that if SALTY appears in
a trademark for pretzels it nmust refer to sonething besides
the pretzels’ saltiness.

Regardl ess of the significance applicant m ght
subjectively intend the term SMART to have in connection
with its goods (i.e., that its goods feature an inproved
design, or that they are the intelligent choice), the fact
remai ns that SMART is and woul d be directly perceived by
purchasers as an indication that applicant’s goods are
conmputer-controlled. No nore is required in order to
establish mere descriptiveness.?

In short, we find that SMART is nerely descriptive of
a key feature or characteristic of applicant’s goods, i.e.,
that they are conputer-controlled. VAC also is nerely
descriptive of applicant’s surgical vacuum devi ces.
Combining the two terns into SMART VAC or its |egal
equi val ent SMARTVAC does not negate the nere
descri ptiveness of these terns; the conposite is as nmerely
descriptive of the goods as the two terns are when

consi dered separately. Applicant is not entitled to

® Applicant has not expressly argued that the term SMART, as used
in connection with applicant’s goods, creates a double entendre
of sone sort which negates the nere descriptiveness of the term
I ndeed, the apparent el usiveness (according to applicant) of the
ot her or additional neaning of the term precludes any finding
that the mark woul d be perceived as a clever or incongruous
doubl e ent endre.
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appropriate to itself (via federal registration) the
exclusive right to use the term SMARTVAC in connection with

conputer-controlled, i.e., smart, surgical vacuum devi ces.

Deci sion: The refusal to register is affirmed.



