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Trademar k Judges.

Opi ni on by Wendel, Adm nistrative Trademark Judge:

F. Merrill Matlovich, dba i Cam Productions, has filed
an application to register .SEX for “conputerized online
retail store services bringing together, for the benefit of

others, a variety of adult oriented products, nanely, adult
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novelties and toys, marital aids, erotica, and lingerie
avail abl e via a gl obal conputer network.”?!

Regi stration has been finally refused under Section
2(e)(1) on the ground that the mark woul d be nerely
descriptive, if used in connection with applicant’s recited
services. The refusal has been appeal ed and both applicant
and the Exam ning Attorney have filed briefs. An oral
heari ng was not request ed.

The Exam ning Attorney maintains that, when applied to
applicant’s online retail store services featuring “adult-
oriented” products, the term SEX i medi ately describes a
feature or characteristic of these services, i.e., that the
products intended to be sold are sexual in nature. As
evi dence of the descriptiveness of the term“sex” when used
in this manner, the Exam ning Attorney has made of record
copies of several third-party registrations in which the
term SEX has been discl ai ned when used as part of a mark
for sexual -rel ated goods and services.

The Exam ning Attorney further argues that the
addition of the period or dot to the term SEX does not
detract fromthe descriptiveness of the mark as a whol e.

She insists that the public will recognize . SEX as

! Serial No. 75/795,272, filed Cctober 4, 1999, based on an
al l egation of a bona fide intention to use the mark in comerce.
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signifying an adult-oriented website. |In addition, she
poi nts out, as shown from excerpts of articles retrieved
fromthe Nexis database, the designation .sex has been
proposed as a future TLD (top | evel domain) for adult-
oriented sites. Thus, she argues, “to the extent potenti al
consuners view the mark as a TLD, the mark clearly nanes
the nature of the website provided by the applicant.”
(Brief p. 4).

Applicant contends that the Exam ning Attorney has
i mproperly dissected the mark and ignored an inportant
el enent, nanmely the dot proceeding the letters SEX.? Looking
to the mark as a whol e, applicant argues that, although
. SEX m ght reasonably “suggest that the services wth which
it is associated has [sic] to do with products and services
havi ng a sexual connotation” and that, although the dot
“m ght al so suggest, to the perceptive observer, that it
has to do with conputer based activities and services,” the
mark is not nerely descriptive of applicant’s services.
(Brief p. 2). The mark, according to applicant, requires
t he exercise of imagination in order to cone to a

conclusion as to the nature of these services.

2 Wi le stressing that the mark shoul d be consi dered as a whol e,
applicant has, inits brief, offered to nake a disclainmer of the
word SEX apart fromthe conposite mark, if found to be

appropri ate.
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Atermis merely descriptive within the neaning of
Section 2(e)(1) if it imrediately conveys information about
a significant characteristic or feature of the services
with which it is being used, or is intended to be used.
See In re Gyulay, 820 F.2d 1216, 3 USPQ@d 1009 (Fed. G
1987); In re Abcor Devel opnment Corp., 588 F.2d 811, 200
USPQ 215 (CCPA 1978). \Wether or not a particular termis
nmerely descriptive i s determned not in the abstract, but
rather in relation to the services for which registration
is sought, the context in which the designation is being
used, and the significance the designation is likely to
have to the average purchaser as he or she encounters the
services bearing the designation, because of the manner in
which it is used. See In re Bright-Crest, Ltd., 204 USPQ
591 (TTAB 1979).

W are fully convinced that the connotation of the
term SEX, when used in connection with retail store
services specializing in the variety of adult oriented
products intended to be offered by applicant, would be
readily and i nmedi ately understood by the average purchaser
of these types of products. Applicant’s products are
sexual in nature and the term SEX clearly conveys this

i nformati on.
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Moreover, we fail to see how the addition of a dot to
the term SEX, resulting in .SEX raises the designation as
a whol e above the |l evel of nere descriptiveness. As
poi nted out above, the issue of nere descriptiveness is not
determned in the abstract, but rather in relation to the
particul ar services with which the mark is being used, or
is intended to be used. Applicant’s services are online
retail store services made available via a gl obal conputer
network. In other words, the retail services are offered
over the Internet. The use of a dot in Internet addresses
is certainly famliar to all potential purchasers.

Al t hough applicant is using the dot as part of its mark,
and not as an address, the inplication that this is an
Internet-related service is clearly conveyed to purchasers.
There is no el enent of suggestiveness here, as argued by
applicant. There is no need to exercise any inagination in
order to conme to a conclusion as to the nature of the
products and the nmanner in which the products are made
avai |l abl e when the designation .SEX is, or will be used, in
connection with the online retail store services of
applicant in which a variety of adult oriented products are
offered. |If perchance there are sone potential purchasers
who woul d not perceive the dot as an indication of an

I nternet-related service, we believe to such purchasers the
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dot would sinply be seen as a punctuation mark with little
or no trademark significance.

Al t hough we find no need to consider the potential use
in the future of .sex as a TLD for adult-oriented sites in
order to uphold this refusal, we note that this is yet
anot her indication of the nerely descriptive nature of the
desi gnati on when used in connection with adult oriented
goods or services made avail able via a gl obal conputer
net wor K.

Accordingly, we find .SEX is nerely descriptive, if
used as intended with applicant’s online retail store
services featuring adult oriented products.

Decision: The refusal to register under Section

2(e)(1) is affirned.
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