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Opi ni on by Bucher, Adm nistrative Trademark Judge:

Sinple.Com Inc. seeks to register the mark SITE
ENG NE on the Principal Register in connection wth

“conputer services, nanely, providing online content
retrieval services for obtaining data on a global network,”
in International C ass 42.!

This case is now before the Board on appeal fromthe
final refusal to register based upon three separate

grounds: (1) that applicant’s recital of services is

1 Application Serial No. 75/752,279, filed on July 15, 1999,
i s based upon applicant’s allegation of a bona fide intention to
use the mark in conmerce.
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i ndefinite and unacceptable; (2) that applicant has not

properly designated a donmestic representative; and (3) that

SITE ENG NE is nerely descriptive under Section 2(e)(1) of

t he Lanham Act, 15 U.S.C. 81052(e)(1).

Bot h applicant and the Tradenmark Exam ning Attorney

have fully briefed the case. Applicant did not request an

oral hearing before the Board.
We reverse as to the first ground, but affirmas to

the latter two grounds of the refusal to register.

Recital of Services

At the tinme this application was filed in July 1999,
the original recital of services read as foll ows:
Internet and World Wde Wb (WMWY site
search engi ne and content retrieval
servi ces.
The Trademark Examining Attorney found this to be
i ndefinite, suggesting instead:
Comput er services, nanely, providing search
engi nes for obtaining data on a gl obal
conmput er networKk. 2
The applicant responded by anmending the recital to:
Conput er services, nanely, providing

cat egori zed content such as news content and
sports content on a gl obal conputer network.

2 This recital is drawn verbatimfromthe | D Manual .
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The Trademark Exam ning Attorney found this too to be
unaccept abl e i nasnuch as she held “...providing categorized
content such as news content and sports content ...” was not
wi thin the scope of “content retrieval services.”?

Appl i cant then asked that the recital be changed to:

Conput er services, nanely, providing online
content retrieval services for obtaining
data on a gl obal network.

The Trademark Exam ning Attorney found this
formulation to be indefinite,* and suggested again the
| anguage quot ed above.

On appeal, applicant contends that its last recital is
definite and accept abl e.

In order to decide if applicant’s last recital should

be found to be acceptable, we turn to “General Quidelines

for Acceptable Identifications of Goods and Services.”®

3 While it is not imrediately clear why this proposed
amendrment woul d be characterized as broadening the recital
because this earlier amendnent is no | onger before us, we do not
need to decide this particular issue under Trademark Rul e

2.71(a).

4 On page 6 of her brief, the Trademark Exam ni ng Attorney
treats the services as if applicant intends to provide content —
not content retrieval. She maintains that “content providers”

must list the subject matter of the information provided so as to
classify the service correctly and narrow the scope of

protection. Indeed, if applicant were a “content provider” or
intended to offer information services, we would need to have
additional details about the field or the subject matter of the
content, as these factors affect classification determ nations
(TMEP 1402.11(a) Conputer Services: “Content Providers”; and
TMVEP 1402.11(b) “Information Services”).

5 Exam nati on Guide No. 3-00, issued on Cctober 31, 2000;
since incorporated into TMEP 81402.01(a).
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Wth few exceptions, an identification of
goods and services will be considered
acceptable if it:

= |s witten in English

= Describes the goods and/or services so

t hat an English speaker could
under st and what the goods and/ or
services are even if the grammar or
phrasing is not optinal
= Meets the standards (not necessarily
t he | anguage) set forth in the USID
Manual
= |s not a class heading
= |s in the correct class
Def erence shoul d be given to the | anguage
and the classification set forth by the
applicant in the original application.
Applicant’s recital of services, as |ast anmended
(" Conmput er services, nanely, providing online content
retrieval services for obtaining data on a gl obal
network”), is witten in English and does not function as a
class heading in the Nice Cassification system As to
classification, applicant did not actually designate a
class in the initial application papers, but the Trademark
Exam ning Attorney, in her first Ofice action, suggested
that International C ass 42 was the correct classification
for these services. That indeed appears to be the proper
classification for these services as originally filed and
as anended.
On the other hand, unlike the | anguage proposed by the

Trademar k Exam ni ng Attorney, the exact |anguage proposed

by the applicant does not appear in the USPTO s | D Manual
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Accordi ngly, judged by the standards of the ID Manual, we
nmust determ ne whether the recital as proposed by applicant
provi des enough clarity to permt one to understand the
nature of applicant’s services.

Applicant and the Trademark Exam ning Attorney are in
agreenent that we are considering herein conputer services
designed to obtain information fromthe Internet. There is
al so no issue but that a key feature of this service is
that it provides the user access to another search engi ne
or browser.® That |eaves the question of whether “content
retrieval” has a commonly understood neaning in connection
with applicant’s affected services, or contrariw se,
whether it is indefinite in this context, as argued by the

Trademar k Exam ni ng Attorney:

6 Applicant’s proprietary search engine is an indi spensabl e
tool in providing its services. Yet applicant never explicitly
stated its semantic concerns over the Ofice s proposed | anguage
of “providing search engines.” Technically, it does seemthat
appl i cant has a single search engine, not engines. Furthernore,
it is available only through applicant’s website. That is,
applicant nerely provides access to the online functionalities of
its search engine for the Internet user, so that the user of this

service can search for, and retrieve information from the
Internet. See screen print fromww.sinple.com W have no
reason to believe that the search engine qua proprietary software
is provided to the end-users. O course, that would be true of
nost service providers having a search engi ne portal who
apparently have accepted the Ofice s recital |anguage, including
that of “providing search engines.”

On the other hand, it seens that if applicant’s recitation
of the services offered is otherw se acceptable, nam ng the
speci fic tool that nakes these service possible (i.e., the search
engine) may wel |l be hel pful, but should not be a requisite
feature of the recital.
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The recitation of services as drafted by the
applicant could include the foll ow ng

servi ces, anong many others: “conputer

servi ces, nanely, providing search engines
for obtaining data on a gl obal conputer
network, in International C ass 42,”
“providing information at the specific
request of end-users by nmeans of gl oba
conputer networks, in International C ass
42,7 or “providing custom zed online web
pages featuring user defined information,

whi ch includes search engi nes and online web
links to other’s web sites, in International
Class 42.” (Trademark Exami ning Attorney’s
appeal brief, pp. 5-6).

Because the exact term “content retrieval,” does not
appear in any conputer dictionary that we could find, we
have no evidence that it is presently a termof art in the
field of personal conputing. Nonetheless, we have
consulted a nunmber of conputer dictionaries to determ ne
the current understandi ng of the conmponents of this term

Content: general termthat refers to
information or text provided by a publisher
that is useful to or of interest to a user,

Dictionary of Personal Conputing and the
| nternet, (2" Ed. 1998).

Content: A jargon termused in the conputer
and entertai nment industries to collectively
descri be the words, pictures, nusic, speech
or filmthat is placed on a WEB SI TE or
delivered over a TV channel — that is, the
stuff that has to be purchased from non-
suit-wearing “creative” types. The New
Penguin Di ctionary of Conputing, Dick
Pountain (2001).

Retrieve: To extract an item of data from
sonme storage device or data structure, The
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New Penguin Dictionary of Conputing, D ck
Pountai n (2001).

Retrieve: To find a piece of data and bring
it to an active application... Conputing
Dictionary: PC Novice Learning Series
(Wnter 1996).7

Consi stent with the neaning of these individual words,
applicant offers its custonmers a generalized search and
retrieval capability to get to Internet content. As seen
fromscreen prints nade a part of this record, it resenbles
other Internet search engines. |In addition to having the
option of typing in a knowmn URL, it has netasearch
capabilities (using a nunber of other extant search
engines). In a variation on other search engines,
applicant’s engine features a tenplate having three standard
drop- down boxes that requires no typing for operation.
Applicant clains that this elimnates excess information
provi ded by other search engi nes and takes the user exactly
where they want to go -- directly to applicant’s comrerci al

sponsors. See screen print from ww.sinple.com

! Al t hough such definitions were not of record, it is settled
that the Board may properly take judicial notice of dictionary
definitions. See Hancock v. Anerican Steel & Wre Co. of New
Jersey, 203 F.2d 737, 97 USPQ 330, 332 (CCPA 1953); University of
Notre Dane du Lac v. J. C. Gournet Food Inports Co., Inc., 213
USPQ 594, 596 (TTAB 1982), aff’d, 703 F.2d 1372, 217 USPQ 505
(Fed. Gr. 1983); and Marcal Paper MIIls, Inc. v. Anerican Can
Co., 212 USPQ 852, 860 (TTAB 1981) at n. 7.




Serial No. 75/752,279

However, applicant’s conpetition herein appears to be
ot her online search engine portals designed to retrieve and
di splay a range of online content fromthe Internet. There
is certainly no indication that applicant contracts with
end-users to fornulate and then conduct a search on their
behal f. Nor is this an automated systemthat is capabl e of
taki ng unstructured content from pre-defined web sites,
structuring the content, and saving it into the end-user’s
dat abase or web page. None of applicant’s proposed recitals
and none of the evidence in the file supports anything nore
i nvol ved than permtting users to search for, and retrieve
information from the Internet.

In short, we find that applicant’s “providing online

content retrieval services,” wthout nore, means nuch the
same thing as the Trademark Exam ning Attorney’s “providing
search engines.”

Accordingly, even if applicant’s proposed recital is
not the nodel of optimumclarity, we find that applicant’s
| ast proposed recital of services neets all the
requi renments of an acceptable recital, and on this issue,

we reverse the Trademark Exam ning Attorney’s refusal to

register.
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Desi gnati on of donestic representative by foreign applicant

We turn nowto the second ground for refusal of
registration.

The original application papers, in addition to the
required jurat, also contain a “Power of Attorney”
providing for applicant’s counsel to “prosecute this
application and to transact all business” before the United
States Patent and Trademark O fice. The Tradenmark
Exam ning Attorney repeatedly refused to accept this as a
desi gnati on of donestic representative and appli cant
repeatedly asked that it be found acceptable for that very
pur pose.

Wth applicant’s response of February 12, 2000, we
| earn that applicant is a Nevada corporation. However, even
U.S. corporations having a foreign address nust file a
docunent designating the name and address of a donestic
representative on whom nay be served notices or process in
proceedi ngs affecting the mark. 15 U S.C. 81051(e); 37
C.F.R 82.24. Because applicant failed to designate a
donestic representative in the original application, the
Trademar k Exam ning Attorney correctly required such a
designation in her first Ofice action.

As noted by the Trademark Exam ning Attorney, the

designation of a donestic representative is not the sane as

-9 -
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a power of attorney. The |anguage of applicant’s power of
attorney does not specifically state that applicant intends
to designate M. Cherdak as a donestic representative upon
whom noti ces or process affecting the mark nmay be served.
Hence, we agree with the requirenent of the Trademark
Exam ning Attorney on this point, and affirmthe refusal to

regi ster herein as a result.

Mere Descriptiveness

The Trademark Exam ning Attorney al so refused
registration of this application on the ground that
applicant’s SITE ENG NE mark is nerely descriptive when
used in connection with the identified services. She
argues that applicant has conbined two highly descriptive
ternms to create a newtermthat nerely describes the nature
of applicant’s services. |In support of her position, the
Exam ning Attorney submtted the follow ng dictionary
definitions:

Site: See WEB SITE. Dictionary of Personal
Conputing and the Internet, (1% Ed. 1997).

Engi ne: part of a software package that
carries out a particular function; for
exanpl e, a search engine is the part of a
multinmedia title that lets a user search for
text in a multimedia book. Dictionary of
Personal Conputing and the Internet, (1% Ed.
1997) .
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The dictionary definition of “site” points to “Wb
Site” — a location on the Wrld Wde Wb. Mreover, as
seen in this conputer dictionary entry, the definition of
“engi ne” alone nentions as an exanple of an engine a
“search engine” — the fundanental tool of applicant’s
affected services herein.

In addition to dictionary entries, the Tradenark
Exam ning Attorney submtted with the first Ofice action
excerpts of articles retrieved fromthe Lexi s/ Nexis
dat abase. However, of the five Nexis excerpts attached to
this initial Ofice action, four were drawn from newsw re
service stories, and hence offer little probative value in
determ ning the all eged descriptive connotation of the term
to consunmers in the United States. These brief “hits” add
nothing to the record beyond the fact already established
by the dictionary entries that in the current context,
“site engine” is virtually synonynous with “website
engi ne.”

Wth the continuing refusal of June 16, 2000, the
Trademar k Exam ni ng Attorney attached a printout she
retrieved fromthe Webopedia site for the term*“Search
Engi ne”:

A program that searches docunents for

speci fied keywords and returns a list of the
docunents where the keywords were found.
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Al t hough search engine is really a general

cl ass of prograns, the termis often used to
specifically describe systens |ike Ata
Vista and Excite that enable users to search
for docunments on the Wrld Wde Wb and
USENET newsgr oups.

Typically, a search engi ne works by
sending out a spider to fetch as nany
docunents as possi ble. Another program
call ed an indexer, then reads these
docunents and creates an index based on the
wor ds contai ned in each docunent. Each
search engine uses a proprietary algorithm
to create its indices such that, ideally,
only neani ngful results are returned for
each query. (enphasis in original).

http://webopedi a.internet.conl TERM s/ search engi ne. ht m

Thi s Wbopedia site al so has fourteen additional web sites
with brief summaries of those related sites and hyperlinks
to these sites.

Finally, with the final Ofice action of Septenber 7,
2001, the Trademark Exam ning Attorney submtted thirty-
five additional excerpts of articles retrieved fromthe
Lexi s/ Nexi s database, of which sixteen | acked probative
val ue inasnuch as they were foreign publications and/or
newswi re service stories. Several articles selected by the
Trademar k Exam ning Attorney referred to autonobil e engines
or a variety of engines in the oil and gas industry. O
t he bal ance, the followi ng are representative exanpl es:

The eOne Group may never overtake |IBM but
if its new Wb site engi ne succeeds the 18-

nont h-ol d conpany may one day be taken over
by the conputer giant.

- 12 -
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...As the only Wb site engi ne based solely
on the Java programm ng | anguage, which is
becom ng an Internet standard, it’s
conpatible with nost other conputer ...
(“Techno Stars eOne G oup,” QOmaha Wrl d
Her al d, Decenber 31, 2000).

As for the site itself, “the site engine is
already built and in the hands of traders

for testing,” Narea said...("“Two Loan Trading
Sites expect Launch soon,” Bank Loan Report,

June 19, 2000).

Such high usage is not peculiar to CE. Site
engi nes commonly garner between 20 and 50
percent of all scripts, said Kris Carpenter
product manager for Excite ... (“Search

Engi nes Seen as Key Site-Navigation Tools,”

I nternet Worl d, Septenber 22, 1997).

Articles like the last two clearly use “site engine”
al one to nean “website engine” (where the word ‘Wb” or
“web” does not inmrediately precede the words “site
engine(s)”). The last article, which quotes a manager of
Excite, makes it clear that the author is not referring to
just any software functionality, but neans specifically
“website search engines.” Hence, we find that to the
extent it is clear that applicant’s services depend upon a
website search engi nes, then the designation “Site Engi ne”
woul d appear to be highly descriptive of the recited
services. Accordingly, we affirmthe refusal of the
Trademar k Exam ning Attorney to register on the ground of

the nerely descriptive nature of the nmark.
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Deci sion: W reverse the Trademark Exam ni ng Attorney
as to the requirenent for a new recital of services. W
affirmthe requirenent for the designation of a donestic
representative and the refusal to register because the

matter is nmerely descriptive.



