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Before Cissel, Walters and Hol tzman, Adm ni strative
Trademar k Judges.

Opi nion by Walters, Adm nistrative Trademark Judge:
Touch Technol ogy International, Inc. has filed an
application to register the mark POCKETSERVER f or
“conmputer software for operating smart-card i nformation
and transaction processing systenms and for operating

net wor k communi cati ons systens.”?!

1'Serial No. 75/728,366, in International Class 9, filed June 14, 1999,
based on an allegation of a bona fide intention to use the mark in
conmmer ce
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The Tradenmark Exam ning Attorney has finally refused
regi stration, under Section 2(e)(1l) of the Trademark Act,
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U.S.C. 1052(e)(1), on the ground that applicant’s mark is
merely descriptive of its goods.

Appl i cant has appeal ed. Both applicant and the
Exam ni ng Attorney have filed briefs, but an oral hearing
was not requested. We affirmthe refusal to register.

The Exam ning Attorney contends that “applicant’s
software functions as a server and it is very small of
‘pocket’ size”; that the fact that the term “server” also
identifies conputer hardware does not detract fromthe
fact that, in this case, “applicant has server software
for smart card systens”; and that the individual terns
conprising the mark forma conpound term that, considered
in connection with the identified goods, precisely
descri bes the size and function of these goods.

I n support of her position, the Exam ning Attorney

subm tted dictionary definitions of “pocket” and

“server.” “Pocket” is defined, in pertinent part, as
“adj., 1. suitable for or capable of being carried in
one’s pocket. 2. small; mniature.” [American Heritage

Di ctionary of the English Language, 3% ed. 1992.]
“Server” is defined, in pertinent part, as “a program
whi ch provides sone service to other (client) prograns.
The connection between client and server is normally by

means of nessage passing, often over a network, and uses
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sone protocol to encode the client's requests and the
server's responses.” [The Free On-line Dictionary of
Conmputing, © 1993-2001 Denis Howe.] We additionally take
judicial notice of the follow ng definition of “server”
as “a conputer in a network that is used to provide
services (as access to files or shared peripherals or the
routing of e-mail) to other conmputers in the network.”

[ Merriam Webster Collegiate Dictionary, 2002.]

The Exam ning Attorney also submtted excerpts of
articles appearing in the LEXIS/NEXI S dat abase to
establish the nature of the use of the terns “pocket” and
“server” in connection with hardware and software
products. The record includes four excerpts using the
term “pocket server” to refer to a type of printer
server, e.g., “[t]he DirectNet |ine of external, internal
and pocket servers features a standard setup and
installation utility across the line for easier printer
resource managenent.” [ Conputer Reseller News, Cctober
3, 1994.] Additionally, the follow ng are several
exanpl es of excerpts using the term “pocket conputer”:

Lieser, a fire control man on board the gui ded

m ssile destroyer MFaul, said his new pocket

conputer will allow himto downl oad e-mail s,

read day plans and find maintenance instructions

w t hout the hassle of waiting to use a desktop.”
[ The Virginian-Pilot, July 26, 2000.]
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Conmput er hard-drives in homes, pocket conputers

and e-mail are becom ng nore frequently used

sources of evidence in crinmes, ...” [Newsday,

June 25, 2000.]

| BM Corp. said Tuesday it’'s nearly ready to ship

a mat chbook-size hard disk drive that stores up

to 1 billion bytes of information for hand-held

devi ces such as digital caneras, pocket

conputers and cel lul ar phones. [lnvestor’s

Busi ness Daily, June 21, 2000.]

Appl i cant contends that the references to “pocket
conputer” and “pocket server” are inapposite because the
exanpl es of “pocket conputer” refer to “fully functional
conput er hardware devices” and the exanpl es of “pocket
server” refer to “portable printer servers”; and that
t hese goods are “fundanentally different fromapplicant’s
goods.” Applicant contends that its mark is incongruous
because its goods are conputer software rather than
hardware; and that its mark “conveys an inpression of
‘serving the user with Smart Card information,’” or for
‘serving the user with transaction processing information
and interfacing to network conmuni cations systens.’”

Appl i cant asks that doubts as to descriptiveness be

resolved in its favor.?

2 Applicant asks, alternatively, inits brief, that if it would overcone
the refusal, applicant should be allowed to anmend its identification of
goods to exclude “hand held interactive personal conputers and printing
peri pherals.” The Exam ning Attorney responded in her brief that such a
proposed anmendnment was untinmely and, in any event, would not overcone
the refusal to register. W agree that such an amendnment is untinely.
Further, remand for consideration is unnecessary because the Exam ning
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I n support of its position, applicant submtted a
sanple of its proposed goods. The sanple is a plastic
card not unlike a credit card, with the nmark appeari ng
thereon. Applicant also submtted copies of Internet web
pages for the goods identified in several of the
LEXI S/ NEXI S excerpts submtted by the Exam ning Attorney;
and copies of articles excerpted fromthe LEXl S/ NEXi S
dat abase about applicant and its POCKETSERVER product.

Al though this is an intent-to-use application, we find it
useful to consider what the follow ng articles state
about applicant and its POCKETSERVER product:

At its second annual Smart Card Busi ness

Devel opment Conference, M crosoft ...generated
some news with the rel ease of Wndows for Smart
Card Tool kit 1.1, .... More inportantly, the

sof t ware power house showed devel opers it is

gai ning nomentum for its smart card technol ogy,
which is conpeting with Java programm ng

| anguage for the affections of smart card
makers. About a dozen conpanies [incl uding
applicant] denonstrated support for the W ndows
for Smart Cards, the tiniest of all the Wndows
operating systenms .... [TechWeb News, July 3,
2000. ]

Phoeni x- based TTI [applicant], a provider of
smart-card products, will rel ease Pocket Server
1.0, a suite of e-commerce and productivity
applications for smart cards on May 31.

Pocket Server allows users to keep browsing,
pur chasi ng and correspondence information at
their fingertips. The PocketServer 1.0 card
features the followi ng applications:

Attorney has stated in her brief that the proposed anendnent will not
result in her withdrawal of the refusal to register
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An editable list of favorite Web site
addresses, user nanes and passwords.

Address information that can be automatically
entered at e-comerce sites.

Information for credit card transacti ons.
Personal contact data including phone

nunbers, e-mail and postal addresses.

[ The Arizona Republic, My 4, 2000.]

The test for determ ning whether a mark is nerely
descriptive is whether it imrediately conveys information
concerning a quality, characteristic, function,
ingredient, attribute or feature of the product or

service in connection with which it is used, or intended
to be used. In re Engineering Systens Corp., 2 USPQd
1075 (TTAB 1986); In re Bright-Crest, Ltd., 204 USPQ 591
(TTAB 1979). It is not necessary, in order to find a
mark merely descriptive, that the mark descri be each
feature of the goods or services, only that it describe a
single, significant quality, feature, etc. 1In re Venture
Lendi ng Associ ates, 226 USPQ 285 (TTAB 1985). Further,

it is well-established that the determ nation of nere
descriptiveness nust be nade not in the abstract or on

t he basis of guesswork, but in relation to the goods or
services for which registration is sought, the context in
which the mark is used, and the inpact that it is likely
to nake on the average purchaser of such goods or

services. In re Recovery, 196 USPQ 830 (TTAB 1977).
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The Exam ning Attorney has provi ded anpl e evidence
that “pocket” is nmerely descriptive of sonething small,
in this case the card that contains applicant’s software.
Based on the definitions of “server,” it is clear that
this term does not pertain only to printers; that servers
i nclude software; and that servers facilitate, inter
alia, networking and interaction with nmultiple
applications, which is the case with the product with
whi ch applicant intends to use the termit seeks to
register. We find nothing incongruous about the
conbi nation of the two terns, “pocket” and “server,” into
t he conmpound mar k, POCKETSERVER. We have no doubt t hat
POCKETSERVER i s nerely descriptive in connection with the
identified goods. W are not persuaded otherw se by
applicant’s argunents.

VWhen applied to applicant’s goods, the term
POCKETSERVER i mredi ately descri bes, w thout conjecture or
specul ation, a significant feature or function of
applicant’s goods, nanely their size and function.
Not hi ng requires the exercise of imagination, cogitation,
ment al processing or gathering of further information in
order for purchasers or prospective custoners of

applicant’s services to perceive readily the nerely
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descriptive significance of the term POCKETSERVER as it
pertains to applicant’s goods.
Deci sion: The refusal under Section 2(e)(1) of the

Act is affirnmed.



