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Before Simms, Ci ssel and Chapnan, Adm nistrative Tradenark
Judges.

Opi ni on by Chapman, Adm nistrative Tradenark Judge:

On February 5, 1998, Cafe Managenent, LLC (an Ohio
limted liability conpany) filed an application to register
on the Principal Register the service mark CLEVELAND SPORTS

HALL OF FAVE CAFE? for “restaurants.” The application is

! Applicant’s name is set forth as both “Cafe Managnent, LLC' and
as “Cafe Managenent, LLC in different parts of the origina
application. |Inasnuch as the papers filed throughout the
prosecution of the application refer to applicant as Cafe
Managenment, LLC, the Board will utilize that spelling of
appl i cant’ s nane.

2 The mark shown on the draw ng page of applicant’s application
is CLEVELAND SPORTS HALL OF FAVME CAFE. Throughout nost of the
papers filed after the application, applicant erroneously refers
toits mark as “CLEVELAND SPORTS HALL OF FAME CAFE.”
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based on applicant’s assertion of a bona fide intention to
use the mark in commerce. Applicant disclainmed the word
“cafe.” Although not offered as a formal anendnent to the
application as a claimof acquired distinctiveness under
Section 2(f) of the Trademark Act, applicant contends t hat
the words “hall of fane cafe” have acquired secondary
meani ng and are uni quely associated with applicant.

The Examining Attorney initially refused registration
on the ground that the mark is nerely descriptive of the
identified services under Section 2(e)(1) of the Trademark
Act, 15 U. S.C. 81052(e)(1), specifically contending that
the words “cafe” and “hall of fane” are merely descriptive;
t hat when CLEVELAND SPORTS is added thereto “the conbi ned
termsignifies a nenorial to sports teans and figures with
a connection to Ceveland”; and that “fromthe plain
nmeani ng of the words, applicant’s mark nmerely describes a
restaurant wwth a thene and enphasis on C evel and sports
teans and figures.” (First Ofice action, p. 2.)
Subsequently, in his second office action, the Exam ning
Attorney continued the nerely descriptive refusal, and

alternatively refused registration on the ground that the



Ser. No. 75/429062

mark is primarily geographically descriptive under Section
2(e)(2) of the Trademark Act, 15 U.S.C. §1052(e)(2).°3

The Exam ning Attorney nmade both refusals final, and
applicant appealed to this Board. Both applicant and the
Exani ning Attorney have filed briefs.* Applicant did not
request an oral hearing.

We consider first the refusal to register the mark
CLEVELAND SPORTS HALL OF FAME CAFE as primarily
geographically descriptive under Section 2(e)(2). |In order
for registration of a mark to be properly refused on the
ground that it is primarily geographically descriptive of

the applicant’s goods or services, it is necessary to show

% Applicant contends that the Board should “overrule” the

Exam ner’s final refusal on geographi cal descriptiveness because
the Exam ning Attorney did not raise this issue until the second
Ofice action, and did not conply with TMEP 81105. 03(a) which
indi cates that the Exam ning Attorney “should point out why the
refusal or requirenment was not nmade earlier....” First, this
section of the TMEP al so specifically states that even if it was
possible to raise an issue on the first Ofice action, the

Exam ning Attorney “nay take appropriate action in a subsequent”
Ofice action. Second, the Manual (TMEP) only suggests that the
Exam ning Attorney “shoul d’” set forth a reason. Third, and in
any event, the Board is not bound by the TMEP.

“In applicant’s brief on appeal at page 8, applicant referred to
a “Response to Final Ofice Action” and two itens presumably
attached thereto--(i) photocopies of 11 registrations and
applications of marks including the words “hall” and “fane” and
“caf é”; and (ii) a search of Yell owPages.com showi ng three
listings for cafes with “hall of fame” incorporated into their
nane—all three listings allegedly being for applicant’s
restaurants. There is no “Response to Final Ofice Action” in
this record. W note that even if said “Response” with
attachments were properly of record herein it would not be
persuasive of a different result.
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that the mark sought to be registered is the nane of a
pl ace generally known to the public, and that the public
woul d nake a goods/ pl ace or services/place associ ation,
that is, believe that the goods or services for which the
mark is sought to be registered originate in that place.
See In re Societe CGenerale des Eaux Mnerals de Vitte
S.A, 824 F.2d 957, 3 USPQ@2d 1450 (Fed. G r. 1987); In re
JT Tobacconists, 59 USPQ2d 1080 (TTAB 2001); and In re
California Pizza Kitchen Inc., 10 USPQd 1704 (TTAB 1988).
See also, Inre Loew s Theatres, Inc., 769 F.2d 764, 226
USPQ 865 (Fed. Cir. 1985). Moreover, if a geographica
termin a mark is neither renote nor obscure, and
geogr aphi cal significance of the termis the primry
connotation of the term and where the goods or services
cone fromthe place nanmed in the mark, a public association
of the goods or services with the place may ordinarily be
presuned. See In re Carolina Apparel, 48 USPQ2d 1542 (TTAB
1998); and In re Handl er Fenton Westerns, Inc., 214 USPQ
848 (TTAB 1982).

The addition of descriptive words and/ or generic words
to a geographical term does not avoid the refusal of
primary geographi cal descriptiveness. See Inre U S Cargo

Inc., 49 USPQ@2d 1702 (TTAB 1998); In re Canbridge Digital
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Systens, 1 USPQ2d 1659 (TTAB 1986); and In re BankAnerica
Corp., 231 USPQ 873 (TTAB 1986).

The record includes The Anerican Heritage Dictionary

of the English Language (3rd edition 1992) definition of

“Cleveland” as “1. Acity of northeast Chio on Lake Erie.
.7 In addition, on page 5 of applicant’s reply brief,
applicant “concedes that the CLEVELAND portion of the mark

in question is not given much weight as it is
geographically descriptive.” There is sinply no doubt that
t he geographi cal significance of the term“CLEVELAND' is
its primary significance, and it is neither renote nor
obscure in the context of consuner awareness.

The addition of the generic term*“cafe” and the highly
descriptive ternms “sports hall of fane” to the geographic
term do not negate the geographic nature of applicant’s

mar k. The Exam ning Attorney al so subnmitted The Anerican

Heritage Dictionary of the English Language (Third edition

1992) definitions of the foll ow ng words:

“café” (noun) is defined as “A
cof f eehouse, restaurant, or bar”;
and

“hal | of fame” (noun) is defined
as “1. A group of persons judged
outstanding, as in sport or
profession. 2. A building housing
menorial itens honoring
illustrious persons.”
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In addition, the Board takes judicial notice (see TBW
§712.01) of the definition of “sports” (adjective) from The

Anerican Heritage Dictionary of the English Language

(Fourth edition 2000) in which it is defined as “1. O,
relating to, or appropriate for sports....”

The record establishes a prima facie case that the
words “sports hall of fame cafe” are descriptive and do not
detract fromthe primary geographical significance of the
mark as a whole. See Inre Gold s G/mEnterprises Inc., 3
UsPQd 1716 (TTAB 1987) (BODYBU LDI NG HALL OF FAME hel d
nmerely descriptive of the service of maintaining and
conducti ng an exhi bition displaying outstandi ng
participants and events in the field of bodybuil ding).
Consuners (the general public) would readily perceive that
applicant’s restaurant is located in Ceveland. Further,
consumers would think that the restaurant features sports
teans and hall of fanme figures.

Applicant has focused heavily on its clai m of
secondary neani ng (acquired distinctiveness) as to at | east
a portion of a previously registered mark, BUCKEYE HALL OF

FAVE CAFE.°®

® Registration No. 2,211,718, issued on Decenber 15, 1998 to The
Chio State University for “restaurants.” The term*“café” is
di scl ai mred. The claimed date of first use is Septenber 1997.
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It is perm ssible under Section 2(f) of the Trademark
Act to claimacquired distinctiveness of a mark or a
portion of a mark which is the subject of an intent-to-use
application. The burden of establishing the claim of
acquired distinctiveness lies wwth the applicant. See In
re Rogers, 53 USPQ2d 1741, 1743-1744 (TTAB 1999). See al so,
TMEP 81212.09. However, in this case, applicant’s argunent
that “the base portion of this mark [*hall of fane cafe’]
has acquired a secondary neaning, and thus is not primarily
geographically descriptive” (Applicant’s Decenber 7, 1999
response, p. 4) is not persuasive.

The Exami ning Attorney was not persuaded by
applicant’s claimof secondary neaning, explaining in his
brief (p. 5) as follows: “reliance on such registration
[ Regi stration No. 2,211,718] is inproper since the prior
registration is not owned by the applicant nor is the prior
mark the sane as the one in the present application.”

Appl i cant contends that as the exclusive |icensee® of
The Chio State University (record owner of Registration No.
2,211,718), applicant is the “constructive owner” of the
regi stered mark BUCKEYE HALL OF FAME CAFE. Applicant

supports this argunent by citation to the case of Ste.

® Applicant submtted a copy of the Trademark License Agreenent
into this record on Decenber 7, 1999.
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Pierre Smrnoff, Fls., Inc. v. Hirsch et al, dba L. Hirsch
& Sons, 109 F. Supp. 10, 96 USPQ 168 (SDCA 1952) wherein
the District Court said that “...the grant of an excl usive
and irrevocable right to use a mark in a designated
territory is an assignnment and not a nere license.”

The facts in the Ste. Pierre Smirnoff case are readily
di stingui shable fromthe matter before this Board. The
1952 District Court case (a trademark infringenent and
unfair conpetition lawsuit) involved defendants arguing
that the plaintiff was without a protective right in the
mar k SM RNCFF for vodka because it was a nere |icensee
while the original “Smrnoff” concern still operated
abroad. The Court stated at 96 USPQ at 170 that “the
evi dence shows that plaintiff is the owner by virtue of a
purchase for a lunp sumof the entire excl usive and
irrevocable right in the business, good-will of the
busi ness, and the name “Smirnoff’ within the United
States.” In the case now before this Board, there is no
foreign entity which sold rights in the United States,
i ncl udi ng the business, the goodwi ||, and the trademark
itself. (If a foreign entity did sell rights in a mark to
a U S. conpany, then that assignee could seek registration

of the mark in the United States.)
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Quite the opposite, here we have evidence that the
owner of the registration granted applicant only a |license.
Specifically, according to the June 17, 1997 “Tradenmark
Li cense Agreenent” between applicant et al and The Chio
State University, applicant was granted an excl usive
license to use, inter alia, the mark “Buckeye Hall of Fane
Caf é”; but the contract is clear that the “The Trademarks”
(defined on pages 1 and 2 of the contract’) are owned by
OSU. Moreover, wth regard to “Use of The Tradenarks,”
paragraph 10 reads, in relevant part, as follows:

10. ...Use of the TradenarKks,
including the term Buckeye Hal | of
Fane Café (or any simlar termns)
by CAFE [applicant] pursuant to
this Agreenent shall inure solely
to the benefit of OSU, and CAFE
shall obtain no rights in The

Tr ademar ks because of CAFE' S use
thereof in accordance with this
Agr eenent .

... CAFE agrees to assign any and
all trademark or service mark
applications (Federal or state)
that it may have already filed for
any of The Trademarks referred to
her ei n.

...In the event that Café desires
to regi ster any additional
trademarks or service marks which
i ncl ude The Trademarks, it shal

so advise OSU. (OSU agrees to
cooperate with CAFE in registering

" Paragraph 1. A reads as follows: “The trademarks shall nean
the marks identified above, along with any additional trademarks,
trade dress or service marks that refer to, relate to or in any
way suggest an affiliation or connection with or endorsenent by
OSU, including the term*‘Buckeye Hall of Fane Café’ .”
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such marks as CAFE chooses, in
OSU s nane and at CAFE S sol e
expense.

Thus, the contract is clear that applicant did not
acquire ownership rights in the trademark BUCKEYE HALL OF
FAVE CAFE, and the use of the mark inures to OSU s benefit,
not applicant’s.® Applicant sinply operates the restaurant
by that nane in Col unbus, Chio pursuant to this |icense
from OsU. °

Moreover, the Ste. Pierre Smrnoff case relied on by
appl i cant has been distingui shed by at | east one appellate
court, DEP Corporation v. Interstate C gar Conpany, Inc. et

al ., 622 F.2d 621, 206 USPQ 673, footnote 2 (2nd Cir

1980). The Second Circuit noted that the |icense agreenent

8 Inits reply brief (p. 5) applicant acknow edges that “while
Applicant receives no rights in that mark [ BUCKEYE HALL OF FAME
CAFE], the mark itself acquires secondary neaning fromits use.
In turn, legally equival ent marks such as the one in question

al so achi eve secondary neani ng and acquire distinctiveness from
Applicant’s use.” This argunent by applicant is doubly flawed.
First, according to the contract between OSU and applicant, the
use of the mark BUCKEYE HALL OF FAME CAFE inures to OSU s
benefit, not applicant’s. Second, we cannot agree that the marks
BUCKEYE HALL OF FAME CAFE and CLEVELAND SPORTS HALL OF FAME CAFE
are legal equivalents. These two nmarks create different
commercial inpressions and differ materially from one anot her
See Van Dyne-Crotty Inc. v. War-Quard Corp., 926 F.2d 1156, 17
UsPQ2d 1866 (Fed. Gr. 1991); and Ilco Corp. v. ldeal Security
Hardware Corp., 527 F.2d 1221, 188 USPQ 485 ( CCPA 1976).

® Applicant’s evidence regardi ng the nunber of patrons at the
BUCKEYE HALL OF FAME CAFE in Col unbus, Chio; the sales and
advertising figures; and publicity about the Col unbus, Chio cafe
are irrel evant because applicant does not own the rights thereto,
and because BUCKEYE HALL OF FAME CAFE is a different mark from
the mark applicant seeks to register.

10



Ser. No. 75/429062

i nvol ved before it did not constitute an assignnent of any
rights in the trademarks; and commented that in the Ste.
Pierre Smrnoff case, the plaintiff therein was the owner
of the entire exclusive and irrevocable right in the

busi ness, the good-wi || of the business, and the invol ved
t rademar k

Even if applicant in fact owned the registration for
“Buckeye Hall of Fane Café,” and had established that the
wor ds “Buckeye Hall of Fane Café” or “Hall of Fane Café”
had acquired distinctiveness show ng applicant as the
recogni zed source of the involved services, that would not
mean that the mark CLEVELAND SPORTS HALL OF FAME CAFE is
not primarily geographically descriptive. These marks are
not | egal equival ents.

The term “sports” likewse fails to renove the mark
frombeing primarily geographically descriptive. Wile
this is an intent-to-use application, we nust assune that
t he proposed restaurant in Ceveland will involve a sports
theme. The record is clear that applicant markets the
BUCKEYE HALL OF FAME CAFE (which it operates in Col unbus,
Ohio as the licensee of OSU) “extensively through tie-ins
and pronotions with The Chio State University, area sports
teans, |ocal sports legends, ...” Also, applicant

subm tted a photocopy of a Septenber 16, 1998 article from

11
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“The Knoxville News-Sentinel” in which a person who was
wor king to open a restaurant in Knoxville, Tennessee

expl ained that he patterned his planned restaurant after
the “sports-oriented concept” of applicant’s restaurant in
Col unmbus, Onio.

The purchasing public, upon seeing the mark CLEVELAND
SPORTS HALL OF FAME CAFE, will immediately think of a
restaurant | ocated in Ceveland, Chio, and particularly
featuring a sports thene and housing sports nenorabilia
relating to Cl eveland, Chio sports teans and illustrious
i ndi vidual s, or possibly relating to sports teans and hal
of fame individuals in general. There is nothing
particul arly unique or incongruous regarding the
juxtaposition of all these words. The reasonabl e shopper
inthis context is the general public. See 2 J. Thonas

McCart hy, McCarthy on Tradenarks and Unfair Conpetition,

811: 21 (4th ed. 2001).

W find that the primary significance of the mark
CLEVELAND SPORTS HALL OF FAME CAFE remai ns geogr aphi cal .
See In re Wada, 194 F. 3d 1297, 52 USPQ2d 1539 (Fed. Cir.
1999); In re Conpagnie Generale Maritime, 993 F.2d 841, 26
usP@d 1652 (Fed. Gr. 1993); Inre U S Cargo Inc., supra;
In re Chalk’s International Airlines Inc., 21 USPQ2d 1637

(TTAB 1992); In re California Pizza Kitchen, supra; and In

12
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re Opryland USA Inc., 1 USPQ2d 1409 (TTAB 1986). See al so,
In re Texsun Tire and Battery Stores, Inc., 229 USPQ 227
(TTAB 1986).

The second prong of the test under section 2(e)(2) is
whet her there is a services/place relationship. Applicant
does not dispute that, if it commences use of this mark for
t hese services, the restaurant services would conme from and
be located in Ceveland, Chio. Further, the Exam ning
Attorney submtted several stories retrieved fromthe Nexis
dat abase, and an excerpt from one of those stories appears
bel ow

...Jon M Self, president of the
Buckeye Hall of Fame Café in

Col unbus, is interested in
bringing a |l ocal version of his
restaurant/entertainment club to
downt own Cl evel and.... Self said
he’d Iike to build, but finding
that nmuch space with enough
parking isn't easy. |If
successful, the | ocal operation
woul d be the C evel and Sports Hal
of Fame Cafe. “Cleveland Plain
Deal er,” May 3, 1998.

Thus, the record shows that applicant’s services do or
wll cone fromthe place naned in the mark; and therefore a
public association of the services with the place nanmed in
the mark is presuned. That is, because there is clearly an

associ ation of applicant’s restaurant services with the

pl ace nanmed in the mark (C evel and), we presune a public

13
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associ ation of the services with the place fromthe fact
that applicant’s services would conme fromthe geographica
pl ace naned in the mark

Because both parts of the enunciated test have been
met, we find CLEVELAND SPORTS HALL OF FAME CAFE is
primarily geographically descriptive of applicant’s
restaurant services within the neaning of the Trademark
Act .

VWhile the two grounds for refusal asserted by the
Exami ni ng Attorney may not be nutual |y exclusive,*°
nonet hel ess, because we have deci ded the case on the
Section 2(e)(2) ground--primarily geographically
descriptive, we do not reach the Exam ning Attorney’s
Section 2(e)(1) ground--nerely descriptive.

Decision: The refusal to register under Section

2(e)(2) is affirned.

1 See In re Ubano, 51 USPQd 1776, 1780 (TTAB 1999).
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