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Opi ni on by Chapnman, Adm nistrative Tradenark Judge:

On August 11, 1997 Debra Bachtel filed an application
to register on the Principal Register the mark TROPHYMJUG
for “novelty nugs shaped as sports itens” in International
Class 21. The application is based on applicant’s
assertion of a bona fide intention to use the mark in
commerce on the identified goods.

Cting Section 2(e)(1) of the Trademark Act, 15 U. S.C.
81052(e) (1), the Exam ning Attorney has finally refused

registration on the ground that when applicant’s mark is
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used on the goods identified in the application, it is
nmerely descriptive thereof.

Appl i cant has appeal ed, and both applicant and the
Exami ning Attorney have filed briefs.! Applicant requested
an oral hearing, but subsequently w thdrew that request.

The test for determ ning whether a mark is nerely
descriptive under Section 2(e)(1l) of the Trademark Act is
whet her the termimmedi ately conveys information concerning
a significant quality, characteristic, function,
ingredient, attribute or feature of the product or service
in connection with which it is used or is intended to be
used. See In re Abcor Devel opnent Corp., 588 F.2d 811, 200
USPQ 215 (CCPA 1978); In re Venture Associates, 226 USPQ
285 (TTAB 1985); and In re Bright-Crest, Ltd., 204 USPQ 591
(TTAB 1979). The determ nation of nere descriptiveness

must be nade, not in the abstract, but rather in relation

! A previous Exam ning Attorney handling this application had
finally refused registration of the mark on two grounds under
Section 2(e)(1l), 15 U S.C. 81052(e)(1)--that the mark was nerely
descriptive, or alternatively that it was deceptively

m sdescriptive. Subsequent to that Final Ofice action, the
current Exam ning Attorney requested a renmand of the application
whi ch was granted by the Board. The Exam ning Attorney then

i ssued a new Final office action nentioning only the ground of
nmere descriptiveness. Fromthe Exam ning Attorney’ s silence on
the issue of deceptive m sdescriptiveness in both his Fina
Ofice action and in his brief on appeal, the Board presunes that
the Exam ning Attorney withdrew the refusal to register the mark
as deceptively msdescriptive. Hence, the issue of deceptive

m sdescri ptiveness will not be considered on appeal
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to the goods or services for which registration is sought,
the context in which the termor phrase is being or will be
used on or in connection with those goods or services, and
the inpact that it is likely to nake on the average
pur chaser of such goods or services. See In re
Consol i dated Ci gar Co., 35 USPQ2d 1290 (TTAB 1995); and In
re Pennzoil Products Co., 20 USPQ2d 1753 (TTAB 1991). That
is, the question is not whether someone presented with only
the mark coul d guess what the goods or services are.
Rat her, the question is whether soneone who knows what the
goods or services are will understand the mark to convey
information about them See In re Honme Buil ders
Associ ation of Geenville, 18 USPQ2d 1313 (TTAB 1990); and
In re American Geetings Corp., 226 USPQ 365 (TTAB 1985).
The Exami ning Attorney argues that the word
“TROPHYMJG' describes a significant feature of the goods,
nanmely, “the applicant’s nugs can be used as trophies”
(Final Ofice action dated April 17, 2000, p. 2). In
support of the refusal to register the record includes (i)
dictionary definitions of the terns “trophy” and “nug”;
(ii) photocopies of excerpted stories retrieved fromthe
Nexi s database relating to “trophy nmug(s)”; and (iii)

phot ocopi es of the results of a search on the Internet and
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printouts of certain web pages, all showi ng references to
“trophy nug(s).”
The rel evant portions of the definitions from The

Anerican Heritage Dictionary of the English Language (Third

edition 1992) are as foll ows:

(1) *“trophy” (noun) is defined as
“l.a. A prize or nenmento, such as
a cup or plaque, received as a
synbol of victory, especially in

sports....”; and

(2) “mug” (noun) is defined as “1. A
heavy cylindrical drinking cup
usual |y having a handle.”

The followi ng are exanples of the excerpted stories
retrieved fromthe Nexis database, showi ng use of the term
“trophy nug(s)” (enphasis added):

HEADLI NE: Kat hy Whitworth; A Drive to
succeed |Is Par for Her Course

... Al over the house, there are
engraved sterling-silver |oving cups,
urns and trophy nugs, all slowy
turning pewter-gray with tarnish. She
doesn’t have a housekeeper, and
keepi ng Kathy Whitworth’ s trophies
pol i shed would be a career in itself.
“The Dallas Mrning News,” My 24,
1994,

HEADLI NE: Ki ck-Of Run and Fond Menory
... The first tinme Janes canme hone from
arun with a trophy nug, he put it on
an open shelf in the kitchen. And
soon there was a second and a third
and nore. Stephen occasionally would
bring honme a cup, too. And he nade a
big deal of putting his on the
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opposite end of the same shelf. “The
Houst on Chronicle,” June 4, 1999; and

HEADLI NE: Speed denopbns, Autocross
Events Let Drivers Pretend They're

| ndy Racers

...racers fromall wal ks of life
raci ng agai nst the clock in something
call ed an autocross or sol o,
sanctioned by the Sports Car C ub of
Aner i ca.

Thi s past sumer we becane two of

t hose people. Maybe it’s the thril

of being the fastest, the row of
trophy nugs on the bookcase (or in our
case a starter set) or the rush that
cones over you and causes your body to
shake with excitenent after you finish
a good run.

On your drive to work Monday, the only
thing you Il show fromthe event from
the day before is a little prenmature
tire wear, the shoe polish nunbers
still on your wi ndow, maybe a trophy
mug in your back seat and a huge grin
on your face. “The Courier-Journal
(Louisville, Kentucky),” Cctober 24,
1997.

The Internet websites include on-1line shopping sites
to purchase itens such as a “Trophy Mig,” or a “Sport
Bottle,” and sites where the various |isted prizes are
“trophy nugs” or “commenorative badges.”

The Exam ning Attorney also points out that although
this is an intent-to-use application, applicant, in

response to an O fice request, submtted one page of

literature about her product (“novelty mugs shaped as
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sports itens”). This literature includes the follow ng
statenments regarding the product (enphasis in original):
The TROPHYMUG™is the perfect union of
two patented products that together
formthe ultimate gift for sports fans.
The pat ented Hel nut ™ug, designed as a
m ni ature football helmut, is actually
an insul ated nug and can cool er first
i ntroduced on national TV by the Dall as
Cowboys to cel ebrate their Super bow
XXVI'1 chanpi onshi p.
The patented Display Coaster, with its
trophy styled nanme plate, features a
uni que pedestal that cradles the
Hel nut ™M Mug for display as a desktop
accessory and al so serves as a
functional coaster.

Appl i cant contends that her goods are “novelty-
souvenir itenms which may be used as nugs or coasters as
wel | as pen/pencil holders, [and that] they are not
intended to be nor are likely to be recognized or used by
consuners as trophies” (applicant’s response, May 10, 1999,
p. 2); that applicant’s goods are inexpensive gift itens
and not trophies which can be engraved and presented for
particul ar achi evenents or skills; that the nanepl ate of
applicant’s product (which reads “No. 1 Fan”) is not
suitable for engraving; that consuners will not believe
applicant’s product is a “real trophy”; that under the

Exam ning Attorney’s proffered definition of “trophy,”

virtually any itemcould be utilized as a trophy (e.g.
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aut orobil e, golf ball, clothing, bottle of hand |otion);
and that while the term“trophy” may have a suggestive
connotation with regard to applicant’s goods, the mark
TROPHYMJG is not nerely descriptive of her goods, but
rather is an oxynoron since it is clear that the goods are
novelty gift itenms, not trophies.

We agree with the Exam ning Attorney that the term
TROPHYMUG i medi ately and directly conveys information
about a significant feature of applicant’s “novelty nugs
shaped as sports itens.” Applicant’s novelty nugs are
shaped |i ke various sports helnets, and they cone on
di spl ay bases with a nanepl ate attached thereto. The
dictionary definition of “trophy” as a prize or nenento
received as a synbol of victory, especially in sports, is
quite broad. The comonly understood English nmeani ng of
the term“trophy” could include novelty nugs. Applicant
concedes “that under the Exam ner’s definition of ‘trophy,’
the TROPHYMJG i s, indeed, capable of being a trophy.”
(Brief, p. 7.)

In fact, the record includes evidence that nugs
(ranging fromornate pewter nugs to comon coffee mugs),
are used as trophies, and, applicant’s nugs could certainly
be so used. The fact that applicant contends they are

intended as “gifts” and are not real “trophies” is not
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persuasive. There is no limtation in the identification
of goods as to such intended uses of the goods. This
record establishes that the term *“TROPHYMJUG describes a
significant feature of the goods, nanely that these nugs
can be used as trophies. Purchasers may purchase these
novelty nugs to be used as trophies.

The conbi nati on of these two words into one word does
not create an incongruous or creative or uni que marKk.
Rat her, applicant’s mark, TROPHYMJUG when used on
applicant’s identified goods, imedi ately descri bes,
W t hout conjecture or speculation, a significant feature of
applicant’s goods, as discussed above. Nothing requires
t he exercise of imagination or nental processing or
gathering of further information in order for purchasers of
and prospective custoners for applicant’s goods to readily
perceive the nmerely descriptive significance of the term
TROPHYMUG as it pertains to applicant’s goods. See In re
Gyul ay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987); In
re Omha National Corporation, 819 F.2d 1117, 2 USPQ2d 1859
(Fed. Cir. 1987); Inre Intelligent Instrunentation Inc.,
40 USPQ2d 1792 (TTAB 1996); and In re Time Solutions, Inc.,
33 USPQ2d 1156 (TTAB 1994).

Decision: The refusal to register the mark as nerely

descriptive under Section 2(e)(1l) is affirmed.



