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American International Goup, Inc. has appeal ed from

the final refusal of the Trademark Exam ning Attorney to

regi ster GRANI TE STATE | NSURANCE COVPANY, with the words

| NSURANCE COWPANY di scl ai ned, for the foll ow ng services:

financi al guarantee and surety;
i nsurance underwiting in the fields of
property, casualty, specialty workers’
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conpensati on, healthcare and aut onobile
i nsurance to donestic and foreign
mar ket s. "t
Regi strati on has been refused pursuant to Section
2(e)(3) of the Trademark Act, 15 U. S. C. 1052(e)(3), on the
ground that applicant’s mark is primarily geographically
deceptive m sdescriptive of applicant’s identified
services. Specifically, the Exam ning Attorney contends
t hat GRANI TE STATE | NSURANCE COMPANY is a primarily
geogr aphi ¢ term because GRANI TE STATE is a nicknane for the
state of New Hanpshire; that applicant’s services do not
conme fromthe state of New Hanpshire; and that insurance
services are offered by businesses in that state, such that
consuners will m stakenly associ ate applicant’s services
wi t h New Hanpshire.
The appeal has been fully briefed.? An oral hearing
was not requested.
We affirmthe refusal of registration.

We note at the outset that in the first Ofice action,

t he Exam ning Attorney refused registration under Section

1 Application Serial No. 75/278,430, filed April 21, 1997, and
asserting first use and first use in commerce as early as
January 1, 1996.

2 The Examining Attorney has objected to third-party

regi strations which applicant attached to its appeal brief as
being untinely filed. However, as applicant points out inits
reply brief, these registrations were previously properly nade of
record with applicant’s request for reconsideration

Accordi ngly, they have been consi dered.
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2(3)(2) on the ground that the nmark was prinarily
geographically descriptive if applicant’s services cane
fromthe state of New Hanpshire, and alternatively under
Section 2(e)(3), on the basis that the mark was primarily
deceptively m sdescriptive if applicant’s services did not
originate fromthat state. 1In response to this action,
applicant stated that it “does not have a GRANI TE STATE

| NSURANCE COMPANY office in the state of New Hanpshire” and
that “the services are offered fromoffices in New York,
Massachusetts, Connecticut, Pennsylvania and New Jersey.
Additionally, the Ganite State I nsurance Conpany itself is
a Pennsyl vani a conpany, not a New Hanpshire conpany.”
(Al 't hough applicant did not mention this in its response,
its application identifies itself as a Del anare
corporation.) On the basis of this response, the Exam ning
Attorney withdrew the refusal based on geographic
descriptiveness, and nmade a final refusal of registration
on the ground that the mark is primarily geographically
deceptively m sdescriptive.

Inits brief on appeal, applicant for the first tine
mentioned that its “assets are wholly owned by a New
Hanpshi re- based conpany.” The Exam ni ng Attorney comented
in her brief that this fact woul d not cause the mark to be

found geographically descriptive, rather than deceptively
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m sdescriptive, and therefore there is no need to remand
the application to her to consider this information.
However, we nust coment on applicant’s |lack of candor in
its response to the first Ofice action, particularly
because its statenents were directed to overcom ng the
refusal on the ground of geographic descriptiveness.

This brings us to the question of whether GRAN TE
STATE | NSURANCE COVPANY is primarily geographically
deceptively m sdescriptive of applicant’s identified
servi ces.

Whether a mark is primarily geographically deceptively
m sdescriptive is determ ned according to a two-part test:
(1) is the mark's prinmary significance a generally known
geographic location; and (2) would consuners reasonably
bel i eve the applicant's goods are connected with the
geographic location in the mark, when in fact they are not.
In re Save Venice New York Inc., 259 F.3d 1346, 59 USPQd
1778 (Fed. Cir. 2001) In re Wada, 194 F.3d 1297, 52 USPQd
1539 (Fed. Cir. 1999); Institut National des Appel ations
d Oigine v. Vintners Int'l Co., 958 F.2d 1574, 22 USPQd
1190 (Fed. Cir. 1992).

The first question is whether the primary neani ng of
GRANI TE STATE | NSURANCE COVPANY is geographic. The

Exam ning Attorney has asserted, and applicant does not
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argue this point, that the additional words | NSURANCE
COMPANY in the mark do not renove what ever geographic
connot ati on GRANI TE STATE may have. W agree. The words
| NSURANCE COWVPANY, whi ch have been disclai med by applicant,
are highly descriptive, if not generic, for the services.
See In re Save Venice New York Inc., supra (it is not
erroneous to consider the significance of each el enent
Wi thin the conposite mark in the course of evaluating the
mark as a whole). It is clearly the term GRANI TE STATE
which is the dom nant part of applicant’s mark, and it is
the significance of this termwhich determ nes the
signi fi cance of the nmark.?

I n support of her position that the primary
signi ficance of GRANI TE STATE, and therefore GRANI TE STATE
| NSURANCE COVPANY, is geographic, the Exam ning Attorney
has submtted a dictionary definition showi ng that the
ni ckname of New Hanpshire is “Granite State,”? and the
following articles which refer to New Hanpshire as the
Ganite State:

Begun in July 1993, Bl ueChoi ce provides

health i nsurance for about 100, 000
Ganite State residents.

® Applicant has nmade the argunent that GRANITE is the domi nant
part of the mark because the word STATE is used in various third-
party registrations. W disagree. Because of the use of GRANI TE
STATE as a ni ckname for the state of New Hanpshire, as di scussed
herein, it is the term GRANI TE STATE whi ch is dom nant.

* \Webster’s New Geographical Dictionary.
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“The Union Leader” (Manchester, NH),
January 20, 2000

Medi cal insurance reformwhat to do
about the exodus of health insurance
providers fromthe Ganite State.
“The Uni on Leader,” December 26, 2000

Now, the governor says her goal is to

ensure every child in the Ganite State

has heal th insurance.

“American Health Line,” Novenber 8,

2000

...according to a separate Progressive

study of prem um variance in New

Hanpshire, the cost for an identica

auto insurance policy for Ganite State

notorists varies an average of $332

every six nonths.

“New Hanpshire Busi ness Review,”

Sept enber 22, 2000

Appl i cant argues that GRANI TE STATE will not be

recogni zed by consuners as a geographic | ocati on because
the “Ganite State” is not widely known as a ni cknanme for
New Hanpshire. Applicant points out that of the above four
articles submtted by the Exam ning Attorney, three were
from New Hanpshire publications, and the article fromthe
nati onal publication, “Anerican Health Line,” was a nulti-

state update and the Granite State reference was under the

subheadi ng for New Hanmpshire.®> Applicant al so notes that

® In support of this point, applicant subnitted with its brief a
copy of the entire article from*®“Anmerican Health Line.” Al though
it was not nade of record during the exam nation of the
application, because the Exam ning Attorney had previously nade
of record a portion of the article, we do not consider the

subm ssion to be untimely under Trademark Rule 2.142(d), and have
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the articles refer to “the Granite State” or “Granite State
residents,” rather than “Granite State” per se.
Appl i cant has also submtted the results of a search

for “granite” which it did in the on-line MerriamWbster’s

Collegiate Dictionary.® This search did not retrieve a

listing for “granite state.” Fromthis fact, applicant
contends that it is “highly likely that the nicknane
‘Granite State’ is so scarcely known as to render it not
even worthy of retrieval in an online dictionary that
searches for a word or words in any related string of
term” Brief, p. 5. It is not clear to us that the online
dictionary will retrieve a word wherever it nay be in the
dat abase, including words which may appear anywhere wthin
a definition. The three “granites” which were retrieved by
applicant’s search all appear to be fromthe actual listing
of words which are defined, and we find it hard to believe
that in an entire dictionary the word “granite” would not
be used as part of a definition. 1In any event, we take
judicial notice of alisting for “Ganite State as a

separately defined termin the abridged The Anerican

considered the entire article. See In re Bed & Breakfast

Regi stry, 791 F.2d 157, 229 USPQ 818 (Fed. Cir. 1986).

® This was submitted as an exhibit to applicant’s appeal brief,
but we have considered it because the Board rmay take judicia
notice of dictionary definitions. University of Notre Dane du
Lac v. J. C. Gourmet Food Inports Co., Inc., 213 USPQ 594 (TTAB
1982), aff’'d, 703 F.2d 1372, 217 USPQ 505 (Fed. Cr. 1983).
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Heritage Dictionary of the English Language, © 1970

(“Granite State. A nickname for New Hanpshire”).

Nor are we persuaded by applicant’s other argunents.
The fact that the articles do not include a phrase that
literally equates Granite State with New Hanpshire, such as
“Granite State, a nicknane for New Hanpshire,” does not
mean that “Granite State” is not readily recognized as a
ni cknanme for New Hanpshire. |Indeed, the fact that the
articles refer to “the Granite State” or “Ganite State
residents” or “Granite State notorists” shows that readers
of the articles are assuned to know that “Granite State” is
anot her way of referring to the state of New Hanpshire.
Even if we accept that only people living in New Hanpshire
woul d know their state’s nicknane, these residents are
anong the consumers of applicant’s insurance services.’ The
popul ati on of New Hanpshire is | arge enough that “Ganite
State” cannot be considered an obscure place nane. See In
re Loew s Theatres, Inc., 769 F.2d 764, 226 USPQ 865 (Fed.
Cir. 1985) (Durango is not an obscure place nane to the
Mexi can popul ation of this country nor to reasonably

i nformed non- Mexi cans).

" Whether or not applicant currently offers its services to
residents of New Hanpshire, its identification is not restricted,
and we nust therefore presune that such residents are anong its
cust omers.
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Thus, the present situation is distinguishable from
Rockl and Mortgage Corp. v. Sharehol ders Funding, Inc., 835
F. Supp. 182, 30 USPQ2d 1270 (D. Del. 1993) upon which
applicant relies. In Rockland, the Court held that
Rockl and is “an obscure geographic |ocation in Northern
Del awar e” because, although the it is the nane of a
nei ghborhood in Delaware, it includes only one business (as
wel | as residential condom niuns, several estates, and a
post office which does not deliver nmail). GRANI TE STATE,

t he nicknane of a state of the United States with a
significantly | arger population than a “nei ghborhood,” is
not an obscure geographic pl ace.

Moreover, it seens unlikely to us that only residents
of New Hanpshire woul d be aware of the state’s nicknane.
Certainly people living in neighboring states such as
Vernmont, Maine and Massachusetts, because of their
proximty to New Hanpshire, are likely to know of the
ni ckname. More inportantly, as applicant has stated,
“American Health Line” is a national publication, and its
witer and editors nmust have considered the nicknanme to be
wel | enough known nationally to have used it in the article
which is of record.

It should also be noted that courts and this Board

have, in the past, found state nicknanmes to be recognized
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geographic ternms. In In re Charles S. Loeb Pipes, Inc.,
190 USPQ 238, (TTAB 1975), a case remarkably simlar to the
case at hand, in that the applicant therein argued that QLD
DOM NI ON woul d not be recogni zed as a nicknane for the
Commonweal th of Virginia, the Board stated, at 245:

It is clear fromthe docunents nade of

record by the Exam ner that this term

is the accepted nicknane for the State

of Virginia. Cbviously, not all people

t hroughout the country are aware of

this significance of "COLD DOM NI ON'

and manifestly it is doubtful that many

know t he ni cknanmes for all or even a

portion of the fifty states. But, this

is of no nonent in a proceeding of this

character for it is sufficient for our

purposes that it is an accepted

ni cknane for a state and woul d be

recogni zed as such by a segnent of the

pur chasi ng public.

Accordingly, we find that the O fice has net its
burden of proving that the first part of the test, nanely
that the primary significance of GRANI TE STATE, and of
GRANI TE STATE | NSURANCE COWPANY, is a that of a generally
known geographi c | ocati on.

The second prong of the test is whether consuners are
likely to make a goods/place (or in this case,
servi ces/ pl ace) association between the identified services
and New Hanpshire, the place naned in the mark. The

Exam ning Attorney has made of record the following article

10
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fromthe NEXIS dat abase which nentions three | arge New
Hanpshi re- based i nsurance conpani es:®

In the m d-1980s, 3 | arge New

Hanpshi re- based i nsurance conpani es,

Mat t hew Thor nt on, Heal t h-source, and NH

Bl ue Cross, dom nated the New Hanpshire

heat h i nsurance market. By the md-

1990s, 2 Massachusetts HM>s expanded

into New Hanpshire

“Patient Care,” January 15, 2001

The Exami ning Attorney has also submtted nmaterial

taken from vari ous websites for insurance conpani es which
are located in New Hanpshire and which advertise their
i nsurance services.. They include FIS Financial |nsurance

Services Inc. (ww.fisins.con); Cronin & Gervino |Insurance

(wwww. croni n-gervino.com; Cullity Insurance

(wwv. cul l'i tyi nsurance. com); Honmetown | nsurance Agency

(www. honet owni ns. com); and The Sadl er | nsurance Agency

(www. sadl er. com

Thi s evi dence shows that insurance services do
originate in the state of New Hanpshire. |In addition,

appl i cant acknow edges that “there are insurance conpanies

8 Several of the articles subnitted by the Exam ni ng Attorney
refer to the regulation of insurance activities, including Story
31 mentioned by the Examning Attorney at p. 7 of her brief, and
articles referring to the New Hanpshire I nsurance Comm ssioner.
They are not evidence that insurance services originate in New
Hanmpshire. Oher stories are taken fromw re service reports,
and because we cannot determ ne whether these reports were
actual ly published, we cannot say that they have received any
public exposure. W have not given these types of articles any
consi derati on.

11
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in every state in America.” Brief, p. 8  This evidence is
sufficient to establish the requisite goods/pl ace
associ ati on between insurance services and the state of New
Hanpshire. Applicant asserts, however, that this evidence
is not sufficient to show that New Hanpshire is known for
i nsurance, in the sane way that, as applicant puts it,
North Carolina has a reputation for furniture, California
for wine, the Southwest for silver jewelry, New York for
bagel s, and Maryland for crab. “The Exam ner has cited no
evi dence that New Hanpshire has a reputation or association
wi th insurance greater than any other state in Anerica.
Moreover, there is no reason to believe that consuners
woul d be nore interested in purchasing Applicant’s goods
and services if they believed that the service did, in
fact, emanate from New Hanpshire.” Brief, p. 9

The test applicant has posited is incorrect. As our
primary reviewing Court reiterated in In re Loew s
Theatres, Inc., supra at 867-68, while [In re Nantucket,
677 F.2d 95, 213 USPQ 889 (CCPA 1982)] “requires a
goods/ pl ace associ ation to support a refusal to register

under 8§2(e)(2),° it does not follow that such association

® This case was decided prior to the anendnment of the Lanham
Act, when the provisions of current sections 2(e)(2) and 2(e)(3)
were conbined as Section 2(e)(2).

12
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enbraces only instances where the place is well-known or
noted for the goods, a position which the Nantucket
applicant, as well as [applicant herein], have urged. The
court, in Nantucket, did not adopt that position. Rather,
our precedent continues to hold that to establish a
"primarily geographically deceptively m sdescriptive" bar,
t he PTO nust show only a reasonabl e basis for concl udi ng
that the public is likely to believe the mark identifies
the place fromwhich the goods originate and that the goods
do not conme fromthere.”

As for applicant’s coment that there is no evidence
that consumers woul d be nore interested in purchasing
applicant’s services if they believed they emanated from
New Hanpshire, the materiality of the m srepresentation to
t he purchasi ng decision goes to the question of whether the
mark i s geographically deceptive under Section 2(a) of the
Act, not whether it is primarily geographically deceptively
m sdescriptive under Section 2(e)(3).

In conclusion, we find that that the O fice has
established that the primary significance of GRANI TE STATE
| NSURANCE COVPANY i s geographic, and has further
establ i shed that consuners woul d reasonably believe
applicant's services are connected with the geographic

| ocation in the mark, when in fact they are not.

13
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Accordingly, we hold that the mark is primarily
geographically deceptively m sdescriptive of applicant’s
services, and is prohibited fromregistration by Section
2(e)(3) of the Act.

Decision: The refusal of registration is affirmnmed.

14



