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Roger A. G lcrest of Standley & G lcrest LLP for M dwest
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Before Walters, Chapman, and Bucher, Adm nistrative
Trademar k Judges.

Opi nion by Chapman, Adm nistrative Trademark Judge:
Sports Machine, Inc., dba Bi keSource (a Texas
corporation) has filed a petition to cancel a
registration on the Principal Register issued to M dwest
Mer chandi sing, Inc. (a Del aware corporation), for the

mar k shown bel ow
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BIKESOURCE

for “retail store outlets featuring bicycles, bicycle
accessories and replacenent parts, and apparel relating
to bicycles” in International Class 42.1

Petitioner asserts as grounds for cancellation that
it “is the owner of common law rights in the service mark
Bi ke Source, which it has used continuously in the State
of Texas since March 1, 1994, to identify its retail
stores and rel ated equi pnent” (Paragraph 1); that
respondent wote to petitioner on February 28, 2000
demandi ng that petitioner “imediately discontinue use of
t he name * Bi keSource’ or face |egal action” (Paragraph
3); that the words making up respondent’s mark are nerely
descriptive of the services in connection with which the
mark i s used; that because the words “Bl KESOURCE are
merely descriptive, Petitioner should be entitled to use
the words ‘bike’ and ‘source’ in connection with its
operation of its retail store outlets for bicycles, etc.”
(Paragraph 5); and that registration of respondent’s
service mark violates Section 2(e)(1l) of the Trademark

Act .
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In its answer, respondent denied the salient
all egations of the petition to cancel, and raised the
affirmati ve defenses of |aches (asserting petitioner had
know edge of respondent’s use and registration of its
mar k, but unreasonably delayed in bringing action), and
estoppel (asserting petitioner uses the mark Bl KESOURCE
as a source-indicative mark for retail stores featuring
bi cycles, and is therefore estopped fromclaimng the
termfunctions nerely to describe the registered
services).

The record consists of the pleadings; the file of
respondent’s registration; petitioner’s testinony, with
exhi bits, of Leonard Garland, petitioner’s president and
owner; respondent’s testinmony, with exhibits, of (i) Van
Shuff, respondent’s operations manager, and (ii) Karl
Rosengarth, an enployee of A.K A Productions, Inc.,
publ i sher of “Dirt Rag Magazine”? and notices of reliance
filed by both parties on various itens such as: (1) the
di scovery deposition transcript, with exhibits, of
Leonard Garl and, petitioner’s president and owner; (2)

certain discovery responses to interrogatories and/or

! Registration No. 1,887,592, issued April 4, 1995, Section 8
affidavit accepted. The clained date of first use and first use
in comrerce is March 15, 1991

2 Petitioner neither attended the depositions nor cross-exan ned
either of respondent’s two witnesses.
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requests for adm ssions; (3) a photocopy of respondent’s
pendi ng application Serial No. 76/035,008°% (4) printouts
fromthe USPTO s Trademark El ectronic Search System
(TESS) of nunerous third-party applications and

registrations; and (5)

3 Application Serial No. 76/035,008 was filed April 20, 2000 for
t he mark BI KESOURCE (typed draw ng) for the sanme services as
those in respondent’s involved registration. (These services
are now classified by the USPTO in International C ass 35.)
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phot ocopi es of dictionary definitions of the words “bike”
and “source.”

Both parties filed briefs on the case.* Neither
party requested an oral hearing.

Petitioner, Sports Machine, Inc., was incorporated
in Texas in April 1991, and it is 100% owned by Leonard
Garl and, who serves as president of the corporation, with
his wife serving as corporate secretary. Petitioner
operates two Bi keSource stores®, one in Kingwood, Texas
and the other in The Wbodl ands, Texas (both being in the
Houst on area). The Kingwood store opened in April 1994
and The Wbodl ands store opened in May 1996. Petitioner
has continuously operated these stores since 1994 and
1996 respectively. The signs on petitioner’s stores

appear as shown bel ow.

BikeSource

There are also neon signs in the wi ndows show ng

”6

“Bi keSour ce, and the mark as shown above appears

4 On pages 11-12 of its reply brief, petitioner objects to the
“tone of” respondent’s brief and “inaccuracies and

m sstatenents” therein. Petitioner’s objections to respondent’s
brief on the case are overruled. See TBWMP §540.

> In March 1994 petitioner applied for a certificate of doing
busi ness under an “Assumed Nanme” for “BlKE SOURCE” and in

Oct ober 1995 did the sane for “Bi keSource.”

® The record shows that petitioner uses “Bike Source” in various
formats, including in all capital letters or with only two
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prom nently on petitioner’s website.’

When petitioner first started the business as
“Sports Machine, Inc.,” it carried sports machi nes such
as treadmlls, steppers, stationary bicycles, as well as
bi cycl es and rel ated accessories. Petitioner now sells
bi cycl es, bicycle apparel, bicycling accessories, and
parts and accessories for bicycles.

Petitioner does not engage in any mail order or
Internet sales, with all sales nmade to the custoners on-
site in the stores. Petitioner’s website
(“thebi kesource.coni) is used only as a store |ocator and
as a bridge from bicycle manufacturers’ sites to |ocal
bi cycl e dealers in the inquirer’s area.

I n Septenber 1998 an enpl oyee of respondent (Mark
Ei senberg) approached M. Garland at the Trek conpany’s
booth at a trade show and advised M. Garland that
respondent owned the mark “BlI KE SOURCE.” Subsequently,
in a letter dated February 28, 2000, respondent formally
requested that petitioner cease use of “BikeSource.” And
in late March 2000, petitioner filed this petition to

cancel .

letters capitalized, and with and wi thout the half wheel design,
and with and wi thout a space between the words.

" Petitioner includes the follow ng statement on its website:
“Bi ke Source is not affiliated with any other Bi ke Source
outside the State of Texas.”
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M. Garland testified that he is aware of a | arge
California bicycle retail er whose website is
“bi kesource. coni; and he explained, “This is the |large
bi ke source in the United States. This would be
primarily one that a customer, if they thought of Bike
Source, they would normally think of this one because
this is the one that has done the nobst nationa
advertising [full-page advertisenents appearing in

magazi nes such as Mountain Bi ke Action and Vel o News].”

(Dep., pp. 13-14.)

He also testified regarding a listing of Trek
bi cycl e conpany accounts in which the words “Bi ke Source”
or “Bi keSource” appear. These accounts consi st of
petitioner’s stores and respondent’s stores, as well as
two ot hers—+the BikeSource in Irvine, California which is
the | arge bicycle dealer on the Internet nentioned
previously, and a store in Chandler, Arizona. M.
Garl and testified about petitioner’s answer to
respondent’s interrogatory No. 11, asking for all uses of
“ Bl KESOURCE” by anyone ot her than petitioner or
respondent. The |ist consists of one store each in
Anchor age, Al aska; Chandler, Arizona; Monroe, Louisiana;
and Austin, Texas; as well as three websites, including

the |l arge conpany in Irvine, California; one in Berkeley,
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California;, and one identified only as
“bi kesour ce. co. uk.”

M. Garland testified that he believes “the two
wor ds toget her, bike and source, are quite descriptive to
[sic?-of] bicycle retail outlets and bicycle stores.”
(Dep., p. 22.) Further, he explained that he uses the
term “source” to nmean the place from which sonething
cones, and that the primary reason he chose the assuned
name “Bi keSource” was so that people would cone by the
store and see that it is a retail outlet for bikes.
(Dep., p. 24.)

Respondent first adopted the mark “Bl KESOURCE” in
March 1991, and respondent currently operates ten bicycle
stores under the mark “BI KESOURCE,” with four in the
Col unmbus, Ohio area; one in Dayton, Chio; two in the
Kansas City area; one in Charlotte, North Carolina; one
in Downers Gove, Illinois; and one in Denver, Col orado.
Sone of these stores were opened as “Bl KESOURCE” st ores,
whil e others had been operating under other names and
were |ater converted to “BlI KESOURCE” st ores.

Respondent engages in advertising on radio and
television, in print nmedia, through direct mail and on
the Internet. Respondent has sponsored bicycle racers;

and it uses the mark BI KESOURCE on vari ous pronotional
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products such as jersey shirts and water bottles. |Its
sal es have been nationw de through tel ephone call orders
and I nternet sales.

M. Shuff, respondent’s operations manager,
testified that custoners recogni ze Bl KESOURCE as
identifying respondent’s stores; and that no custoner has
used “BI KESOURCE” to refer to bicycle stores in general.
The ternms used to refer to any bicycle store include
bi cycl e deal er, bi ke shop, bike store, etc.

He also testified that respondent has sent cease and
desist letters to several businesses operating under the
name “Bl KESOURCE”™ (with or w thout a space between the
words), including bicycle stores in Chandler, Arizona,
Pittsburgh, Pennsylvania, Rocky River, Ohio, and Irvine,
California. These conpanies generally conplied or worked
out a resolution with respondent, but none of the
conpani es asserted that “BlI KESOURCE” is not a mark. Wth
regard to the three websites testified to by petitioner
(petitioner’s answer to respondent’s interrogatory No.
11), one is a bicycle registry, one is a notorcycle
informational site, and one sells bikes retail, which is
the |l arge conpany in Irvine, California who clearly uses
“Bl KE SOURCE” as a mark, not in a nmerely descriptive

manner .
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The record shows that petitioner operates two
bi cycle stores; and that respondent has witten to
petitioner requesting that petitioner cease using Bl KE
SOURCE as the name of its stores. Thus, petitioner’s
standing to bring this petition to cancel is established.?
The only issue remai ning before the Board is whet her
the registered mark (BI KESOURCE in the form appearing in

t he

8 Respondent’s specific request inits brief (p. 24) that the
Board find petitioner does not have standing is denied.

Respondent further requested that the Board find petitioner
filed the petition to cancel in bad faith in violation of Fed.
R Cv. P. 11. The record herein does not warrant such a
finding and respondent’s request is denied.

10
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registration) is nerely descriptive of “retail store
outlets featuring bicycles, bicycle accessories and
repl acenent parts, and apparel relating to bicycles.”

A termis considered nerely descriptive, and
t herefore unregi strable pursuant to Section 2(e)(1), if
it imedi ately conveys knowl edge or information about the
qualities, characteristics, or features of the goods or
services on or in connection with which it is used. On
the other hand a termwhich is suggestive is
regi sterable. A suggestive termis one which suggests,
rat her than describes, such that inmagination, thought or
perception is required to reach a conclusion on the
nature of the goods or services. See In re Gyulay, 820
F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987).

Petitioner bears the burden of proving, by a
preponder ance of the evidence, its asserted ground of
nmere descriptiveness. See Cerveceria Centroanericana,
S.A v. Cerveceria India Inc., 892 F.2d 1021, 13 USPQ2d
1307 (Fed. Cir. 1989); and Cerveceria Mdelo S. A de C. V.
v. R B. Marco & Sons Inc., 55 USPQ2d 1298, 1300 (TTAB
2000) .

The Oxford Anerican Dictionary (1980) definitions

submtted by petitioner are set forth bel ow

11
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bike n. (informal) a bicycle or
not orcycle. v. (biked, biking)
(informal) to travel on either of
t hese; and

source n. 1. the place from which
sonet hi ng cones or is obtained...

In addition, petitioner offered the testinony of its
owner that he personally believes custoners will perceive
the mark BI KESOURCE as nerely descriptive of retail
bi cycl e stores. However, on cross exam nation (p. 44),
M. Garland was asked “Q Do you have any evi dence that
custonmers ever referred to one of your conpetitors by the
name Bi ke Source in common parl ance?” and he answered “A.
No. ”

M. Garland also testified regardi ng several uses of
Bl KESOURCE by ot hers. However, these uses, including the
use on the Internet by the conpany |ocated in Irvine,
California, are trademark/service mark uses of the term
“BI KESOURCE.” That is, the third-party entities are not
using the mark in a nmerely descriptive manner, but rather
as a trademark/service mark. Moreover, respondent has
established that it has chall enged (generally
successfully) the use of BlI KESOURCE by nmpost of the
entities listed on the Trek bicycle conmpany account
listing custonmers with BI KESOURCE as part of their nane,

as well as those listed in petitioner’s answers to

12



Cancel | ati on No. 30578

respondent’s interrogatories. Petitioner has essentially
made no show ng of existing, unchallenged nerely
descriptive uses by others of the term “BlI KESOURCE. "

Whil e petitioner urges that its own use is nerely
descriptive in nature, the record clearly shows that
petitioner, in fact, uses BlI KESOURCE (and the wheel
design) as a service mark to identify its stores. (See
e.g., Garland discovery deposition, exhibits 25-27, 30,
31 and 34.)

As evi dence of the descriptive nature of
respondent’s regi stered mark, petitioner also submtted
copi es of several third-party registrations and third-
party applications, all incorporating the word “SOURCE, "
some with disclainmers of the word and sonme w thout, sone
regi stered under Section 2(f) of the Trademark Act; and
sone on the Supplenental Register. Petitioner contends

that these third-party registrations/applications “are
relevant to show that a disclainmer of the word or words
‘ Bl KESOURCE' may have been appropriate in the present
situation. However, under trademark practice, even in
t he absence of a disclainmer, Registrant should have, at
nost, prima facie ownership only of the conmpound term

Bl KESOURCE as shown in the special formdraw ng.”

Petitioner went on to request that the registration

13
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“shoul d be cancelled unless the word Bl KESOURCE i s
disclaimed.” (Brief, pp. 20-21.)°

| n def endi ng agai nst the petitioner’s claim
respondent also submtted copies of several third-party
registrations and third-party applications, all relating
to whether the term *“source” is viewed by the USPTO as a
merely descriptive termwith regard to retail services.?®

Of course, third-party applications are not evidence
of anything except that the applications were filed on
particul ar dates. Wth regard to the third-party
registrations (those including and those not including
di sclainers), we note that each case nust decided on its
own nmerits. We are not privy to the records of the
third-party registration files, and the determ nation of
registrability of those particular marks by the Trademark

Exam ni ng Attorneys cannot control the nerits in the case

® W construe petitioner’s statenent as an alternative request
that the Board require such a disclainer. Petitioner’s
alternative request is deni ed.

10 pespite the fact that respondent subnitted copies under a
notice of reliance, it nonethel ess requested in its notice of
reliance that the Board take judicial notice of these third-
party applications and registrations. Besides being an
unnecessary request in this case, the Board does not take
judicial notice of registrations or applications in the USPTO
See Wight Line Inc. v. Data Safe Services Corporation, 229 USPQ
769, footnote 5 (TTAB 1985); In re Lar M International, Inc.,
221 USPQ 180, 183 (TTAB 1983); and In re Duofold Inc., 184 USPQ
638, 640 (TTAB 1974). \While we have considered the materi al
because it was submitted with a notice of reliance, respondent’s

14
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now before us. See In re Nett Designs Inc., 236 F.3d
1339, 57 USPQ2d 1564, 1566 (Fed. Cir. 2001). See also,
TMEP 81213.01(a) regarding USPTO di scl ai mer policy.
Petitioner contends that respondent’s own use as
shown on the specinen in the registration shows the
regi stered
mark is merely descriptive because the adverti senment
which is the specinmen states “The Source!” and “Kansas
City's Best Source for Bikes, Rollerblades, Clothing &

Accessories!”

request that the Board take judicial notice of USPTO records is
deni ed.

15
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t hereon. We disagree that respondent’s use of the word
“source” in advertisenments for its retail bicycle stores
transfornms the word “source” and/or the entire mark into
a nerely descriptive termfor the involved services. On
the contrary, we find the registered mark (Bl KESOURCE in
stylized lettering) requires sone exercise of nental
gymastics to perceive a descriptive significance
t her eof .

VWhile it is clear that “bike” is a shortened term
for “bicycle” and “source” is a broad termrelating to
the place from which something comes, we are not

persuaded on this record that the registered mark

BIKkESOURCE

considered in its entirety, is nerely descriptive of
respondent’s retail stores. See Bose Corp. V.

| nternational Jensen Inc., 963 F.2d 1517, 22 USPQ2d 1704
(Fed. Cir. 1992)(Court affirmed Board s finding ACOUSTIC
RESEARCH not nerely descriptive of speaker units and
turntabl es for phonographs); In re Wells Fargo & Conpany,
231 USPQ 117 (TTAB 1986) (EXPRESS SAVI NGS not nerely
descriptive of banking services); In re Crocker National
Bank, 223 USPQ 152 (TTAB 1984) (WORKI NG CAPI TAL ACCOUNT

not merely descriptive of banking services, with

16
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di scl ai mer of “account”; Plus Products v. Pharmative
Phar maceuti cal Corporation, 221 USPQ 256, 259 (TTAB
1984) (counterclaim petition denied as PLUS not nerely
descriptive of various food fortifiers and food

suppl enents); In re The House Store, Ltd., 221 USPQ 92
(TTAB 1983) (THE HOUSE STORE not nerely descriptive of
retail store services in the field of furniture and
housewares, with “store” disclainmed;, and In re TMS

Cor poration of the Americas, 200 USPQ 57 (TTAB 1978) ( THE
MONEY SERVI CE not nerely descriptive of financial
services. See also, The Money Store v. Harriscornp.

Fi nance, Inc. 689 F.2d 666, 216 USPQ 11, 17-18 (7th Cir.
1982) .

The record does not establish that the registered
mar k Bl KESOURCE (shown in a special formdrawi ng) is
merely descriptive under Section 2(e)(1) of the Trademark
Act. The mark is certainly suggestive of the services
for which it is registered, but this characteristic
relates to the strength of the mark and is not fatal to
its registrability. Even if it had been clearly
established that the registered BI KESOURCE mark is a weak
mar k (whi ch has not been established), weak marks remain
entitled to protection against registration by a

subsequent user of the same or simlar mark for the sanme

17
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or related goods or services.' See Hollister
| ncorporated v. lIdent A Pet, Inc., 193 USPQ 439 (TTAB
1976) .

OQur primary review ng court, the Court of Appeals
for the Federal Circuit, has made clear that
descriptiveness issues generally cannot be determ ned on
t he basis of anal ogies drawn fromterns other than the
mark that is registered or sought to be registered. See
In re Seats, Inc., 757 F.2d 274, 225 USPQ 364 (Fed. Cir.
1985). See also, Levi Strauss & Co. v. R Josephs
Sportswear, Inc., 28 USPQ2d 1464 (TTAB 1993); and Fuji
Jyukogyo Kabushi ki Kaisha v. Toyota Ji dosha Kabushi ki
Kai sha, 228 USPQ 672 (TTAB 1985). That is, the issue
before us is whether the term “Bl KESOURCE” (in stylized
lettering), not “bike store” or “bike outlet” or “bike
dealer,” is merely descriptive of the involved services.
We cannot focus on the related terms, rather, we nust
focus on the registered mark itself.

Based on the record before us, we find that
petitioner has not met its burden of proof; and we

conclude that the registered mark BI KESOURCE (in stylized

1 W specifically note that respondent’s mark is registered on
the Principal Register with no disclaimer and no cl ai m of
acquired distinctiveness under Section 2(f) of the Trademark
Act .

18
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lettering) is suggestive rather than nmerely descriptive
of respondent’s services.

Deci sion: The petition to cancel is denied.

19



