11/ 20/ 01 THIS DISPOSITION
IS NOT CITABLE AS PRECEDENT

OF THE T.T.A.B. Paper No. 12
EJS

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Wesl ey Sni pes

Serial No. 75/733, 332

Lori M Stockton of Bl akely, Sokolff, Taylor & Zafman for
Wesl ey Sni pes

Wn Patrick Shanahan, Trademark Exam ning Attorney, Law
Ofice 113 (Odette Bonnet, Acting Managi ng Attorney)

Bef ore Seeher man, Wendel and Drost, Admnistrative
Trademar k Judges.

Opi ni on by Seeherman, Admi nistrative Trademark Judge:

Wesl ey Sni pes has applied to register LYRI CAL PASSI ON
PLAY as a trademark for goods identified, as anended, as a
“series of short filns in the fields of drama, conmedy, and
action that are thematically notivated by the stories that
i nspi re popul ar songs.”! Registration has been finally

refused pursuant to Section 2(e)(1l) of the Trademark Act,

1 Application Serial No. 75/733,332, filed June 21, 1999, and
asserting a bona fide intention to use the mark in comerce.
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15 U.S.C. 1052(e)(1), on the ground that the mark is nerely
descriptive of applicant’s goods.?

The appeal has been fully briefed;® an oral hearing was
not requested.

A mark is nerely descriptive, and therefore prohibited
fromregistration by Section 2(e)(1) of the Trademark Act,
if it imrediately conveys know edge of the ingredients,
qualities, or characteristics of the goods with which it is
used. In re Gyulay, 820 F.2d 1216, 3 USPQR2d 1009 (Fed.

Cir. 1987).

It is the Exam ning Attorney’s position that LYRI CAL
PASSI ON PLAY is nerely descriptive of the identified goods
because it “readily describes dramatic filns that are
thematically notivated by the stories that inspire popular
song.” Brief, p. 3. In particular, the Exam ning Attorney
mai ntai ns that the term PASSI ON PLAY descri bes through
cinematic representations the life, sufferings and death of

religious, spiritual and tragic figures, and that when

2 During the course of exam nation the Examining Attorney had

al so refused registration on the ground of deceptive

m sdescri pti veness. However, this refusal was subsequently

wi t hdrawn. Consequently, the only ground for refusal which is
before us on appeal is that of nmere descriptiveness.

® Wthits reply brief applicant has subnitted the conpl ete copy
of an article from*“The New Republic,” an excerpt of which had
been submtted by the Exam ning Attorney with the first Ofice
action. Al though the better practice would have been for
applicant to have submtted the article with his response to that
action, out of fairness we have considered the article.
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viewed in its entirety, LYRI CAL PASSI ON PLAY “nerely
i ndi cates that the passion play thenes have a |yrical
characteristic attributed to them” Brief, p. 6. He
continues that the mark “readily describes that the
Applicant’s filnms include passion play thenes with |yrical
characteristics.” |d.

In support of the refusal the Exam ning Attorney has
made of record dictionary definitions for “Passion play,”

n 4

i.e., “a play representing the Passion of Chri st and

“lyric”, which is defined variously as “lyrical” and

“Music. O, relating to, or being nusical drama, especially

n5

opera: the lyric stage. “Passion” is further defined as

“the sufferings of Christ in the period follow ng the Last
Supper and including the Crucifixion” and “A gospel
narrative, musical setting, or serial pictorial
representation of the Passion.”® Wth his brief the

Exam ning Attorney has also submtted the foll ow ng

n 7 and ulyricn:S

definitions of “passion play
Passion play: Oten cap 1% P.: a
dramatic representati on of the scenes
connected with the passion of Jesus; a
dramatic representation of the

* New Riverside University Dictionary, © 1994.

® The Anerican Heritage Dictionary of the English Language, 3d
ed. © 1992).

® New Riverside University Dictionary, supra.

" \Webster’s Third New International Dictionary, unabridged ©
1986.

8 The Random House Col | ege Dictionary, revised ed. © 1982.
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suf ferings and death of an outstandi ng
religious or spiritual |eader

Lyric: also, lyrical. Pertaining to,
rendered by, or enploying singing.

We grant the Exami ning Attorney’ s request that we take
judicial notice of these definitions.?®
The Exam ning Attorney has al so nmade of record a
nunber of excerpts taken fromthe NEXI S dat abase.
Appl i cant has objected to those excerpts which indicate
they are fromwre service reports or foreign publications.
Because there is no evidence that these articles circul ated
in the United States, we have not considered them
The remai ni ng excerpts show use of “passion play” in
its traditional sense, i.e., a dramatic representation of
t he Passion of Jesus, as follows:
Oto Huber, director and script editor
for the Cberamrergau “Passion Play,”
will speak at a public forumat 7:30
toni ght at BMH-BJ Congregation, 560 S.
Monaco Par kway.
The “Passion Play” dates to 1634 when
villagers in Cberamergau vowed t hey
woul d stage the play every 10 years if

they were spared fromthe Bl ack Pl ague.
“The Denver Post,” My 27, 1999

* % %

® The Board may take judicial notice of dictionary definitions.

Uni versity of Notre Dame du Lac v. J. C. Cournet Food Inports
Co., Inc., 213 USPQ 594 (TTAB 1982), aff’'d, 703 F.2d 1372, 217
USPQ 505 (Fed. Cir. 1983).



Ser.

No. 75/733,332

Two filnms based on the passion of
Chri st appeared in 1897: “Lear Passion”
(France) and “The Horitz Passion Play”
(United States, but filmed in Bohem a).
The next 20 years saw ot her passion

pl ays, lives of Christ and epics |ike

t he Judean episode of DW Giffith's
“Intol erance” (1016).

“Anerica,” May 8, 1999

Since t he nedium s energence in the

| ate 1890s, fil mmakers have been
inspired tinme and again by stories from
the O d and New Testanents. Packed
with filmclips, this one-hour
docunentary takes us from sone of the
earliest attenpts at filnmed passion

pl ays through DW Giffith's

“I ntol erance, ” ...

“Los Angeles Tinmes,” March 30, 1999

The nost interesting thing about the
hour for this viewer is the way that
early biblical dramatizations — the
passion plays — influenced later film
depictions of biblical stories.

“The Times Picayune,” March 30, 1999

The | ongest running of such dramas is

t he Passion Play at Cberanmergau,
Germany. Begun in the m d-1600s as
fulfillment of a vow made in seeking a
di vi ne...

“The Salt Lake Tribune,” April 22, 2000

And then there’s the 2,000-year
controversy of the Passion Play
interpretation of the Crucifixion.
VWhile the fil mdoes not skirt the issue
of Jewi sh conplicity in Christ’s

deat h...

“Newsday,” May 14, 2000
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The excerpts al so show use of “passion play” as what
appears to be an analogy to the traditional Passion play,
but in connection with a figure other than Jesus:

Spi el berg offers us inmportant clues
that el evate “Saving Private Ryan”
above nmere filmto sonething like the
status of a passion play.

“Star Tribune,” August 9, 1998

May 17-June 24: *“The Harvey M| k Show
— A Passion Play,” book and lyrics by
Dan Pruitt...

“The New York Times,” May 7, 2000

.lts manhunt takes on a rabid despair
as a tense nei ghborhood watch ... turns
into a seething | ynch nob of theatrical
proportions...

One of Lee’s unsung gifts as a

fil mmaker in his discovery of that

pl ace between eye-poppi ng surrealism
and wenching G eek tragedy. His filns
are cinematic passion plays sonetinmes
given to ranbling, such is the case in
“Sumrer of Sanf on one or two
occasions. But it climxes al nost

bi blically, avoiding the discursive
comrentary that fractured “Jungle
Fever’s” nost allegorical nonents, and
draws its archetypes into the passion
play that closes the film

“The San Franci sco Exam ner,” July 2,
1999

Finally, the excerpts appear to use the term “passion

play” in reference to the neaning of “passion” as “a
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power f ul

or greed;

enotion or appetite, as |love, joy, hatred,

ardent, adoring |ove; strong sexual desire.

Like the Gshima film[In the Real m of

t he Senses] and Bertol ucci’s Last
Tango, Breillat’s passion plays unfold
in enotional belljars alnost entirely
insul ated fromthe concerns of the
mundane world. In the hernetic

at nosphere of these novies, both |overs
and those of us marking tinme in the
dark |l ose sight of any horizon but that
of the flesh. So intense are their

i mmol ati ng enbraces, it’s sonetines
hard to renenber whether these nen and
wonen have nanes or public faces.
“Fil m Comment,” Septenber 1, 1999

* % %

Thr oughout much of his career, director
Bernardo Bertol ucci has been interested
in the passions that can ari se between
near strangers.

In 1973, he dealt with such a thene in
his signature film “Last Tango in
Paris,” with Marlon Brando pl aying a
man deeply obsessed with a woman he
barely knew.

There’s a simlar passion play in
Bertolucci’s latest film “Besieged,”
with the newy entwi ned |overs this
time played by Davis Thewis as M.

Ki nsky, a pianist, and Thandi e Newt on
as Shandurai, a nedical student...

“M | waukee Journal Sentinel,” July 23,
1999

..he wanders into a Gypsy enclave in
Romani a, searching for the singer Nora

1 New Riverside University Dictionary, supra.

anger,

»n 10
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Luca — he has a tape of a song by her
that was his dead father’s favorite
tune. Hi s search isn’'t rewarded,

except by digression, as he's virtually
adopted by a fiddler nanmed |zidor
(I'sidor Serban), falls for Sabina (Rona
Hartner), and watches many a Gypsy
passion play of |ove and | oss.

Gatlif’s filmis rude and raw and

nmusi cal ...
“Seattle Weekly,” August 20,

* % %

1998

..Rot h” s under st andi ng of just how
easily public sentinent can inform

private crises, turning our

nost

personal dranas into passion plays.
The truth about us is endless,” he

declares. “As are the lies.’

“Literary Supplenent,” My 19, 2000

Passi on Pl ay

Revival of a 1981 drama about an
adul terous rel ati onship, wth onstage
troubl es representing the main

characters’ secret sel ves.
Ni chol s.

By Peter

“Facts on File Wrld News Digest,”

May 18, 2000

When the mark LYRI CAL PASSI ON PLAY is applied to a

“series of short films in the fields of drama, comedy, and

action that are thematically notivated by the stories that

i nspi red popul ar song,” we cannot say,

based on this

record, that the mark is nmerely descriptive of the

identified goods. On the contrary, the record shows that

the term PASSI ON PLAY has a vari ety of neanings, and does

not have a preci se neani ng when applied to these goods.
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The word LYRI CAL does not serve to clarify the nmeani ng of
PASSI ON PLAY. Consuners woul d not i mredi ately understand
whet her LYRI CAL PASSI ON PLAY, used in the context of
applicant’s goods, refers to filns about the | ast days of
Jesus, or about figures undergoing suffering and death, or
about depictions of powerful enotions.

The Exam ning Attorney contends that the word LYRI CAL
when conbi ned with PASSI ON PLAY in the mark LYRI CAL PASSI ON
PLAY, indicates that the passion play thenes “have a
lyrical characteristic attributed to theni and that
applicant’s filnms “include passion play themes with |lyrica
characteristics.” Brief, p. 6. The only indication the
Exam ni ng Attorney provides of what these “lyrical
characteristics” are is his references to “lyrical” as
meani ng “having the formand general effect of a song” and
“enpl oyi ng singing,” and his contention that a song or
singing could be a characteristic or feature of applicant’s
filnms.

It is not clear to us, sinply fromthe dictionary
definitions, that LYRICAL immediately and directly conveys
i nformati on about a characteristic of applicant’s short
films. Even if we accept the Exam ning Attorney’s
contention that singing could be a characteristic of

applicant’s filnms, LYRI CAL has a doubl e entendre because
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the films are inspired by the lyrics of popular songs, and
these “lyrics” are “lyrical” (characterized by strong
feeling). In this connection, we take judicial notice of
an additional definition of “lyric”, which was part of the
di ctionary excerpt submtted by the Exam ning Attorney with
his brief, as neaning “expressing or characterized by
strong, spontaneous feeling.”

Thus, both parts of the mark, LYRI CAL and PASSI ON
PLAY, have a multiplicity of meanings when used with the
identified goods. When these words are conbi ned as LYRI CAL
PASSI ON PLAY, and the resulting mark is viewed in
connection with the identified goods, LYRI CAL PASSI ON PLAY
does not immedi ately and directly convey to consuners
i nformati on about the characteristics of applicant’s goods.
Rat her, imagi nation, thought or perception would be
required to reach a conclusion as to the nature of the
goods. See Philip Murris v. R J. Reynolds, 207 USPQ 451
(TTAB 1980) (SOFT SMXE not nerely descriptive, only
suggests characteristics of snoking tobacco). Thus, we
find that LYRI CAL PASSI ON PLAY is not nerely descriptive,
but only suggestive of applicant’s goods.

Decision: The refusal of registration is reversed.
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