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Trademar k Judges.

Opi ni on by Seeherman, Adm nistrative Trademark Judge:

Northridge Cellular, Inc. has appealed fromthe final
refusal of the Trademark Examining Attorney to register
2-WAY W RELESS as a mark for “retail store services
featuring cellular tel ephones, pagers, and wrel ess
equi pnent and accessories therefor.”EI Regi strati on has been

refused pursuant to Section 2(e)(1l) of the Trademark Act,

! Application Serial No. 75/687,288, filed April 19, 1999, and
asserting a bona fide intention to use the mark in comerce.
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15 U.S.C.. 1052(e)(1), on the ground that applicant’s mark
is nerely descriptive of its services.

The appeal has been fully briefed, but an oral hearing
was not requested.

W affirmthe refusal of registration

A mark is nerely descriptive if it inmmediately conveys
i nformation concerning a quality, characteristic, function,
ingredient, attribute or feature of a product or service.
In re Venture Lendi ng Associ ates, 226 USPQ 285, 286 (TTAB
1985. See also, Inre Gyulay, 820 F.2d 1216, 3 USPQ2d 1009
(Fed. Gir. 1987).

The evi dence of record, consisting of articles taken
fromthe NEXI S database and third-party registrations, show
that "2-WAY WRELESS” is a descriptive termfor, inter
alia, pagers and cellular telephones. See, for exanple,
the foll owm ng NEXI S excerpts:EI

Wien a | ender wants to order a broker
price opinion, appraisal, or |ook at a
photo, the two way w rel ess pagers and
e-mai |l features speed up that process.
“Mort gage Technol ogy,” March 2000
Metrocall, with 6 mllion custoners,
and its partners are betting that

I nternet access on two-way wirel ess

pagers...
“The Washi ngton Post,” February 7, 2000

2 See, also, Regi strati on No. 2,006,525 for one-way and two-way

Wi rel ess personal comuni cations devices, nanely, pagers, nobile
t el ephones and wirel ess nodens.
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Bel | South Wreless Data LP is using
‘Rbco Software Inc’s enterprise
application integration technology to
link the systens...that help it set up
two-way W reless pagers for new

cust oners.

“I nformati onweek,” Decenber 6, 1999

In South Anerica, Africa, Asia, and
many island countries, cellular and PCS
phones are the only solution because an
infrastructure of wi red comruni cations
services does not exist. Al nost half

of all new sales of two-way wrel ess

equi pnrent will be in these areas.
“El ectroni c Buyers’ News,” January 8,
1996

Newt on source, retailer of Apple
Computer Inc’s MessagePads, New on
personal digital assistant technol ogy
and two-way w rel ess communi cations
products and services, opened a new
store May 10 in Chicago.
“Wrel ess Wek,” My 20, 1996
Applicant does not dispute that 2-WAY W RELESS i s
nmerely descriptive of the goods to be sold inits retai
stores. Indeed, applicant acknow edges that “the phrase
describes two characteristics of certain radio products.”
Brief, p. 3.
However, it is applicant’s position that 2-WAY
W RELESS is not nmerely descriptive of its retail store
services because it is not the generic nanme of any product

sold in applicant’s stores. Applicant points to In re

France Croissant, Ltd., 1 USPQ2d 1238 (TTAB 1986) and In re
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Pencils, Inc., 9 USPQ2d 1410 (TTAB 1988) as standing for
the proposition that “when the mark under consideration is
for retail services and the mark makes reference to the
products sold in those stores, if the entire mark is
not hi ng nore than the generic nane for the products,
registration will not be allowed.” Brief, p. 3. Applicant
extrapol ates fromthese cases that if the mark is not the
generic nane for the products, it is registrable even if it
describes a nmajor characteristic of the products.

In France Croi ssant the Board found LE CRO SSANT SHOP

and design to be nerely descriptive of restaurant services,
noting that, as stated in In re Le Sorbet, Inc., 228 USPQ
27 (TTAB 1985), a mark for restaurant services which
conprises the generic nane of a food which is the specialty
of the house is nerely descriptive of the restaurant
services. The Board also found, in the Pencils case, that
the word PENCI LS was nerely descriptive of one of the itens
sold in retail stationery and office supply stores.

However, although these cases stand for the
proposition that marks which are the generic terns for
itens sold through the stores are nerely descriptive of the
retail store services, we cannot agree with applicant’s
corollary conclusion, nanely, that if the mark is not the

generic nane for the goods which are sold, the mark cannot
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be nmerely descriptive of the retail store services. On the
contrary, marks which describe a characteristic of the
goods sold through an applicant’s retail store services
have been found to be nerely descriptive. See, for
exanple, In re Anania Associates, Inc., aka, Of the Rack,
223 USPQ 740 (TTAB 1984), which held OFF THE RACK nerely
descriptive of retail nmen’s apparel store services, and In
re Melville Corporation, 228 USPQ 970 (TTAB 1986), which
hel d BRAND NAVES FOR LESS nerely descriptive of retai
store services in the clothing field. And, nore recently,
the Court of Appeals for the Federal Crcuit found that
1-888-MA-T-R E-S-S was nerely descriptive of tel ephone
shop-at-hone services in the field of mattresses. The
Court concluded this because the mark i mmedi ately conveys
the inpression that a service relating to mattresses is
avai l abl e by calling the tel ephone nunber. The Court never
made a finding that 1-888-MA-T-R-E-S-Sis a generic term
for the goods sold through applicant’s services although,
if applicant’s position were correct, such a concl usion
woul d have been necessary to support the finding that
1-888-M A-T-R-E-S-S was nerely descriptive.

In view of the foregoing, we reject applicant’s

contention that a mark for retail store services can be
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found nerely descriptive only if it is the generic nane of
t he goods sold by the retail store.

Applicant has also cited certain other cases,
i ncluding Magi c Wand, Inc. v. RDB, Inc., 940 F.2d 638, 19
UsP2d 1551 (Fed. Gr. 1991) and In re Seats, Inc., 757
F.2d 274, 225 USPQ 364 (Fed. G r. 1985) for the proposition
that “the fact that a word is descriptive of a
characteristic of products sold at applicant’s store i s not
a circunstance that, by itself, constitutes a bar to
registration.” Brief, p. 3. However, these cases do not
support the proposition for which they are cited. Neither

the Magi c Wand nor the Seats cases involved the question of

whet her the involved termwas nerely descriptive. In Mgic
Wand, the petition for cancellation was brought nore than
five years after the issuance of the registration, and
therefore nere descriptiveness was not a ground. In Seats,
the i ssue was genericness and/ or whether the mark was

regi strabl e under the provisions of Section 2(f) of the
statute (acquired distinctiveness).

In conclusion, it is not necessary, in order to
support a finding of nere descriptiveness, that the Patent
and Trademark O fice show that the applied-for mark is a
generic termfor the goods sold through the retail store

servi ces. In this case, the O'fice has net its burden of
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proving that the mark is nerely descriptive by show ng that
2- WAY W RELESS i nmedi ately conveys information about a
characteristic of the goods applicant sells through its
“retail store services featuring cellular tel ephones,
pagers, and w rel ess equi pnment and accessories therefor.”
Accordingly, the mark is merely descriptive of these

servi ces.

Decision: The refusal of registration is affirned.



