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Bef ore Hai rston, Wendel and Rogers, Admnistrative
Trademar k Judges

Opi ni on by Wendel, Adm nistrative Trademark Judge:
Republ i c Tobacco L.P. has filed an application to
regi ster TOBACCO WRAPS for “cigarette rolling papers nmade
with tobacco |eaves.”?!
Regi stration has been finally refused under Section
2(e)(1) on the ground that the mark, if used in connection

wi th applicant’s goods, would be nerely descriptive

thereof. The refusal has been appeal ed and applicant and

! Serial No. 75/657,359, filed March 10, 1999, based on an
al l egation of a bona fide intention to use the mark in comerce.
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t he Exami ning Attorney have filed briefs. An oral hearing
was not requested.

As a prelimnary matter, the Exam ning Attorney has
objected to the copies of third-party registrations which
applicant has attached to its brief as being untinely new
evi dence under Trademark Rule 2.142(d). Applicant contends
that it is sinply curing the defect previously pointed out
by the Exam ning Attorney when applicant submtted only
listings of the registrations. Applicant requests that the
copi es be considered as acceptabl e versions of evidence
previously submtted. In the alternative, applicant
requests that the Board suspend the appeal and remand the
case to the Exam ning Attorney for consideration of the
evi dence.

The copies of the third-party registrations attached
to applicant’s brief in Exhibit B are clearly untinely
under Trademark Rule 2.142(d). Applicant could have tinely
corrected the defect pointed out by the Exam ning Attorney
by filing the evidence as part of a request for
reconsi deration.? Applicant did not avail itself of this

opportunity and accordingly the evidence in Exhibit B wll

2 W also note that the third-party registrations of Exhibit Bto
the brief cover nore than the nmarks earlier noted by applicant,
the “WRAP” regi strations not having been previously |isted.
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be given no consideration.® Applicant’s alternative request
for a remand is denied, there being no good cause therefor.
Turning to the refusal under Section 2(e)(1), the
Exam ni ng Attorney argues that the term TOBACCO WRAPS, when
used in connection with applicant’s cigarette rolling
papers nmade of tobacco, nmerely describes a feature of and a
use for the goods. 1In the first place, the Exam ning
Attorney argues, the termnerely describes applicant’s
goods as a “wap” nade of tobacco | eaves used to roll and
encl ose “tobacco.” O, looking at the termin another way,
the termnerely describes the goods of applicant as
cigarette rolling “waps” nade of “tobacco.” The
Exam ning Attorney has introduced dictionary definitions of
the terms “tobacco” and “wap” to support his refusal,* as
wel | as evidence both fromthe NEXI S database and the web
page of a conpetitor of the use of the term“wap” to

descri be tobacco or cigar rolling materials.

W would add that, even if this evidence had been consi dered,
our deci sion woul d be the sane.

* The definitions relied upon by the Exam ning Attorney are as
fol | ows:
t obacco any of the various plants of the genus
N cotiana, especially N tabacum native to
tropical Anerica and widely cultivated for its
| eaves, which are primarily used for snoking.
wr ap n. W appi ng or w apper
v. to enclose, especially in paper, and fasten.
Al'l definitions come from The American Heritage D ctionary of the
Engl i sh Language (3'® ed. 1992).
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Appl i cant argues that thought and inagination are
necessary to determ ne the specific nature of the goods
with which applicant uses the mark TOBACCO WRAPS.
Applicant contends that the conbination of the two
descriptive words TOBACCO and WRAPS does not result in a
conmbi nation which is nmerely descriptive but rather one
whi ch creates anbiguity and thus requires thought and
perception on the part of the public. Applicant insists
that WRAP brings to m nd various connotations, either that
of the “contenporary fascination with wapped foods,” or
that of the superiority of cigars over cigarettes, since
the term “wapper” has |ong been used for the finishing
| eaf for cigars, or that of the nethod of use of the
object. The term TOBACCO is argued to al so raise
conflicting inpressions since cigarette rolling papers are
conventionally made of wood pul p paper, whereas applicant’s
products are nmade substantially of processed tobacco
| eaves. As a whol e, applicant argues that TOBACCO WRAPS
requires the public to use sone thought to deci de whet her
it refers to qualities of the papers thenselves or to the
mat eri al s being roll ed.

I n addi tion, applicant argues that the Exam ning
Attorney has failed to provide evidence that “tobacco

wraps” has been used descriptively for cigarette rolling
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papers. Applicant insists that the only uses shown by the
Exam ning Attorney, particularly that of the use by a
conpetitor, relate to cigar wappers, not cigarette rolling
papers.

A termor phrase is nerely descriptive within the
meani ng of Section 2(e)(1) if it imrediately conveys
information about a characteristic, function, feature or
use of the goods with which it is being used or is intended
to be used. See In re Gyulay, 820 F.2d 1216, 3 USP@2d 1009
(Fed. Cir 1987); In re Abcor Devel opnent Corp., 588 F.2d
811, 200 USPQ 215 (CCPA 1978). \Wether or not a particul ar
termor phrase is nerely descriptive is determned not in
t he abstract, but rather in relation to the goods for which
registration is sought, the context in which the
designation is being used, and the significance the
designation is likely to have to the average purchaser as
he or she encounters the goods bearing the designation,
because of the manner in which it is used. See In re
Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979).

We find the dictionary definitions relied upon by the
Exam ning Attorney sufficient in thenselves to establish
the descriptiveness of TOBACCO WRAPS, when used in
connection with cigarette rolling papers made with tobacco

| eaves. In one sense, the “waps” are w appers used to



Ser No. 75/657, 359

encl ose other material and this other material is

“tobacco,” thus, they are “waps” for “tobacco.” In

anot her sense, the “waps” are thensel ves made of “tobacco”

and thus are “tobacco waps.” Either way, the term TOBACCO

WRAPS is nerely descriptive of applicant’s goods. Sinply

because the term may convey information with respect to

applicant’s goods in two ways does not detract fromthe

descriptive nature of the termor render the term

anbi guous. See In re Bed & Breakfast Registry, 791 F. 2d

157, 229 USPQ 818 (Fed. Cir. 1986) (affirm ng refusal based

on Board’'s conclusion that BED & BREAKFAST REGQ STRY “woul d

be understood to describe a register of bed and breakf ast

| odgi ngs, and may convey the related thought of registering

at a bed and breakfast lodging.”); In re Vehicle

I nformati on Network Inc., 32 USPQ2d 1542 (TTAB 1994)(“as to

each of these possibilities, the words sought to be

regi stered woul d be i medi ately understood to convey

i nformati on concerning the nature of the services.”).
Furthernore, as has often been stated, the

descriptiveness of atermis not determned in a vacuum

but in relation to the goods with which the termis being

used, or is intended to be used. The question is not

whet her consuners, upon encountering the term TOBACCO

WRAPS in itself, would fully conprehend the nature of the
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goods with which it is intended to be used. |Instead, the
guestion is whether consuners, upon seei ng TOBACCO WRAPS
bei ng used in connection with cigarette rolling papers nade
wi th tobacco | eaves, would i nmedi ately conprehend the
informational significance of the term W are convinced

t hat consuners woul d i nredi ately understand the descriptive
significance of TOBACCO WRAPS when viewed in connection

wi th applicant’s goods, whether as describing the cigarette
papers as “waps” for “tobacco” or as “waps” made of
“tobacco.” No thought or inmagination is necessary to nmake
this correl ation.

Finally, even if there were no evidence of use of the
term “tobacco waps” by others in the field for cigarette
rolling papers, this would not be dispositive where, as
here, the term unquestionably projects a nerely descriptive
connotation. See In re Polo International Inc., 51 USPQd
1061 (TTAB 1999). Moreover, we find that there is sone
evi dence of record of use of the termby at |east one
conpetitor. Although it is true that the excerpts fromthe
NEXI S dat abase all refer to tobacco being used for “cigar

wraps, "> the web page introduced by the Examining Attorney

> W have considered the full version submitted by applicant of
the excerpt relied upon by the Exam ning Attorney with respect to
the usage of “netallized paper for a cigarette wap” and agree

t hat when taken in proper context this reference is to a wap
used to package the cigarettes within the individual packs and
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does contain references to an “all natural tobacco w ap”
and to the use of this wap for “hand-rolling their
favorite tobaccos or [to] creatively roll their own cigars,
wi t hout the harsh taste of paper.” As such, it would
appear that the use of a “tobacco wap” for the rolling of
cigarettes, as well as cigars, has been contenpl ated by at
| east one conpetitor.

Accordi ngly, we find TOBACCO WRAPS woul d be nerely
descriptive, if used as intended with applicant’s cigarette
rolling papers made with tobacco | eaves.

Decision: The refusal to register under Section

2(e)(1) is affirned.

not to one for making the cigarette per se. As such this
reference is irrelevant.
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