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Trademark Trial and Appeal Board
In re Petrol eum Comruni cations, Inc.
Serial No. 75/613,912

John S. Egbert of Harrison & Egbert for Petrol eum
Communi cati ons, I nc.
Andr ea Koyner Nadel man, Trademark Exam ning Attorney, Law
Ofice 110 (Chris A F. Pedersen, Managi ng Attorney).
Bef ore Simms, Seehernman and Drost, Adm nistrative Trademark
Judges.
Qpi nion by Drost, Admi nistrative Trademark Judge:

On Decenber 28, 1998, Petrol eum Comruni cations, Inc.
(applicant) filed a trademark application to register the
mar k FI BERWEB for services identified as “providing
t el econmuni cati ons services in the oil and gas industry,

nanely, tel ephone communication, cellular tel ephone

services and electronic paging” in International C ass 38.EI

! Serial No. 75/613,912. Applicant originally clained a date of
first use and first use in commerce of October 1998. However,

after the Exam ning Attorney refused to register the mark on the
ground that applicant had not used the mark in comerce prior to
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The Exam ning Attorney refused to register the mark on
the ground that the mark, when applied to the services, is
nmerely descriptive. 15 U.S.C. § 1052(e)(1).

The Exam ning Attorney’s position is that the mark
FI BERWEB “i nmedi ately, and w thout conjecture or
specul ati on, describes a significant feature or
characteristic of applicant’s services, nanely, that they
are tel econmuni cation services that are provided through a
fiber web.” Brief at 7. The Examining Attorney relies on
dictionary definitions, NEXIS printouts and applicant’s
literature to support her position.

First, the term“fiber” is defined as “a shortened way

of saying ‘fiber optics. Newt on’ s Tel ecom Di ctionary

(1998), 294. A “web” refers to “a conplex, interconnected
structure or arrangenent: a web of telephone wires.” The
American Heritage Dictionary of the English Language, (3'°

Ed. 1992).

the filing date of the application, applicant anended the
application to request registration under Section 1(b) of the
Trademark Act, alleging a bona fide intent to use the mark in
commerce. See “Trademark Law Treaty | nplenentati on Act Changes,”
64 FR 48899 (Septenber 8, 1999); Exam Guide No. 3-99 (Cctober 30,
1999), § IIl1.C 5.
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Second, the Exam ning Attorney has submtted

LEXISINEXIS articles that show that the term “fi ber web”

(highlighted in bold below “has a recognized nmeani ng

Wi thin the conmunications industry.” Brief at 4.

The fear of some cabl e operators and consuner groups
is that the tel ephone industry will |ean on

rat epayers, a captive audience for |ocal phone
service, to build the expensive fiber web. Bergen
Record, August 27, 1993, p. Q01.

Still, the widespread fiber web will provide a
pl at f orm capabl e of delivering “plain old tel evision
services,” he said. “Wth the cable conpani es novi ng

into tel ephone conpany territory, every tel ephone
conpany has to do sonething in defense. The anal yst
comunity views it as a positive nove.” San Diego
Busi ness Journal, Novenmber 15, 1993, 8§ 1, p. 1.

But both GIE and Pacific Bell, along with | ocal phone
conpanies in other states that plan to dive into the
vi deo business, face a struggle to |line up programm ng
to send over their fiber webs. Pacific Bell has
announced no progranm ng deals since its announcenent

| ast Novenber that it would spend $16 billion over the
next 7 years to deliver video services to 5 mllion
hones. Los Angeles Tines, My 25, 1994, part D, p. 1.

Wthin a few years, neanwhile, D nension Cable is

pl anning to use its high-capacity fiber web to carry a
broad range of voice, data and video signals,
spokesman |van Johnson said. Though Tel eport is
positioned to offer |ocal phone service, Dinension nay
eventual ly offer sonme conbi nati on of cable-TV,

conputer data-line or phone service, Johnson said.
Phoeni x Gazette, April 6, 1995, Al2.

Conpetitive access providers have arisen recently. By
hiring a CAP, corporate clients sonetines slash phone
bills by skirting the fiber web and sw tches of
regional bells such as U S West. Denver Business

Ti mes, Novenber 17, 1995, p. A26.
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A statewi de electric authority wants to link its 48
menbers, including Marietta, through a $40 million

fi ber web. The network proposed by the Mini ci pal

El ectric Authority of Georgia (MEAG Power) would
provi de not only an in-house conmuni cati on system but

a springboard to the world. “Marietta’s just the
vanguard of other nunicipalities that want to offer
sonme kind of telecomrunications services.” Atlanta

Journal and Constitution, My 30, 1996, p.2B.

Two other articles al so show use of the terns “fi ber” and

“ V\Bb”

appl i

in the conmuni cations industry.

Sprint and MCI are the big dogs in |ong-distance, but
they are struggling to connect their vast web of fiber
to custoners in local markets. Kansas City Star,
January 14, 2000, p. C1.

As the world becones increasingly wired for the
Internet, it’s becone nore inportant for conpanies to
keep track of the growing web of fiber that is in

pl ace. The Col unbi an, January 6, 2000, p. C1.
Finally, the Exam ning Attorney relies upon

cant’s literature, which clearly refers to applicant’s

pl ans to provide tel ecomruni cation services through a fiber

optic cable.

concl

Qperators in the Gulf need the broadband coverage that
only fiber can deliver. A nmulti-connection fiber
optic will provide a high level of reliability, broad
bandwi dth and solid availability for users.

Fi ber Wb — Subsea Fiber Optic Network in Late 1999.
Due in late 1999, this 750 mle subsea fiber optic
network will provide all digital, high-speed voice,
data and video fromoffshore to the world.

Based on this evidence, the Exam ning Attorney

uded that the term FIBERWEB is nerely descriptive in



Ser. No. 75/613,912

relation to applicant’s tel ecommunication services because
the purchasing public will imedi ately conprehend the
meaning of the termin relation to the services.

Applicant disagreed with the Exam ning Attorney’s
concl usion and argued that the term FI BERWNEB does not
i mredi atel y suggest to the consuner what the term neans,
but rather it requires “[a]ln exercise of inagination,
cognition, nental processing or gathering of further
information” for consuners “to readily perceive the
significance of the mark.” Brief at 3. Wile admtting
that “the word ‘ FIBER could be a descriptive ternf and
that “the word ‘WEB” could be a descriptive term”
applicant alleges that the “nmere conbination of ‘FIBER and
‘WEB' does not convey the exact nature of the goods.”
Reply Brief at 0. Bl Applicant further argues that the
LEXI S/INEXIS printouts are not rel evant because they show
usage by newspaper witers, not purchasers, and that there
is no evidence that “anyone has used or is using ‘FI BERNEB
descriptively, in respect of the communication services of
the Applicant.” Brief at 4. Furthernore, applicant

di scusses its prior application, which is now

2 \VWiile we will take judicial notice of the definition applicant
submtted with its Reply Brief, we will not consider the
LEXIS/NEXI'S printouts containing articles that were not
previously of record. 37 CFR 2.142(d).
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abandoned, but which had been allowed, for the sanme mark
and services, as additional support for its position that
its mark is not descriptive.
After the refusal was made final, this appeal
foll owed. Applicant and the Exam ni ng AttorneyEI have fil ed
briefs. An oral hearing was not requested. W affirmthe
Exam ning Attorney’s refusal to register applicant’s mark.
We begin our analysis by noting that a mark is nerely
descriptive if it imrediately describes the ingredients,
qualities, or characteristics of the goods or services or
if it conveys information regarding a function, purpose, or

use of the goods or services. In re Abcor Devel opnent

Corp., 588 F.2d 811, 200 USPQ 215, 217 (CCPA 1978). A term
may be descriptive even if it only describes one of the
qualities or properties of the goods or services. Inre
Gyul ay, 820 F.2d 1216, 1217, 3 USPRd 1009, 1009 (Fed. Gr.
1987). We look at the mark in relation to the goods or
services, and not in the abstract, when we consider whet her
the mark is descriptive. Abcor, 588 F.2d at 814, 200 USPQ
at 218.

The Exam ning Attorney’ s evidence denonstrates that at

| east some of applicant’s tel ecommunication services wll

% The current Examining Attorney was not the original Exanining
Attorney.
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be performed over a fiber optic network. The Exam ning
Attorney’s dictionary definition identifies “fiber” as a
shortened way of saying fiber optic. Applicant itself uses
this shorthand when referring to its services (“Operators
in the Gulf need the broadband coverage that only fiber can
deliver”). The term“web,” defined as “a conpl ex

i nterconnected structure or arrangenent,” would appear to
be descriptive of applicant’s “750 m | e subsea fiber optic
net wor k. ”

In order to determi ne whether a termis descriptive,
we nust consider the mark as a whole. In this case, we do
not have to speculate as to whether the individual terns
retain their descriptive qualities when they are conbined.
The LEXI S/ NEXI S evi dence erased any doubts we may have had
concerning the descriptiveness of the term That evidence
shows that the term“fiber web” is a termused in the
comuni cations industry. Applicant’s literature clains
that its “network will provide all digital, high-speed
voi ce, data and video.” The LEXIS/NEXI S evidence shows use
of the term“fiber web” with voice, data and vi deo
services. For exanple, Dinension cable plans “to use its
hi gh-capacity fiber web to carry a broad range of voice,

data, and video signals.” These services would include the

t el ephone conmmuni cation services identified in applicant’s
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application. GIE and Pacific Bell, along with | ocal phone
conpani es are also planning to dive into the video

busi ness, and send programm ng “over their fiber webs.”
The Municipal Electric Authority of Georgia is linking its
menbers through a fiber web and one of its nenbers
(Marietta) wants “to offer sonme kind of tel econmunications
service.” Long distance providers, M and Sprint, are
descri bed as having “webs of fiber.”

Therefore, when viewed in the context of applicant’s
t el econmuni cation services in the oil and gas industry, the
term “Fl BERAEB” describes a function, feature or
characteristic of the services, i.e., that the
t el econmuni cati on services are conducted over a fiber web
or a web of fiber.

Finally, we briefly discuss three of applicant’s
argunents. First, applicant enphasizes that the terns
“fiber” and “web” have nultiple neanings. Wile this is
obviously true, we are only concerned with the neaning the
terms may have in relation to applicant’s tel ecomruni cation
services. W do not viewthe terns in the abstract.
Viewed in this context, the Exam ning Attorney’ s evi dence
supports the finding that the term FI BERANEB woul d be

descriptive.
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Second, applicant now points out that no story has the
words “fiber” and “web” *“put together as in the present
mark ‘FIBERWEB' ”. Reply Brief at 5. The absence of a
space does not convert a descriptive terminto a suggestive

term Abcor. In this case, the commercial inpressions are

the same with or without the space.

Al so, applicant refers to a prior allowance of a now
abandoned application for the sane mark and services as
evi dence that reasonable m nds could differ about the
descriptiveness of applicant’s mark. W do not have the
record of that case before us, including whether the prior
intent-to-use application contained the sanme literature
that applicant submtted with this application. But in the
present case, there is clear evidence that |eaves us with
no doubt that the mark describes applicant’s services.
Under these circunstances, we nmust affirmthe Exam ning
Attorney’s refusal to register applicant’s nark.

Decision: The Exam ning Attorney’s refusal to
regi ster on the ground that the mark FIBERWEB is nerely

descriptive of the involved services is affirned.



