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Qpi nion by Drost, Admi nistrative Trademark Judge:
On Cctober 7, 1998, Synplicity, Inc. (applicant) filed
a trademark application to register the mark CERTIFY for

goods identified as “conputer software for conputer aided

el ectronic circuit design” in International C ass 9.EI

! Serial No. 75/566,083. The application alleges a bona fide
intent to use the mark in commerce. In its Amendnment to All ege
Use, applicant alleged a date of first use and a date of first
use in commerce of COctober 22, 1998.
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The Exam ning Attorney refused to register the mark on
the ground that the mark, when applied to the goods, is
nmerely descriptive. 15 U.S.C. § 1052(e)(1).

The Exam ning Attorney’s position is that, inasnmuch as
the term“verify” is descriptive of applicant’s software
and “verify” and “certify” are near synonynms, the term
CERTIFY is nmerely descriptive when applied to applicant’s
sof t war e.

In her first Ofice action, the Exam ning Attorney
cited a dictionary definition of “certify” to mean, “to
guarantee as neeting a standard.”EI The Exam ni ng Attorney
held that the mark woul d be descriptive for applicant’s
sof tware because either it acts to create electronic
circuit designs, which neet a certain standard, or it acts
as a person who certifies that electronic circuit designs
meet a certain standard.

In response to the Exam ning Attorney’s inquiry in the
first Ofice action (p. 1), applicant indicated the term
“CERTIFY has no significance in the relevant trade,

i ndustry or as applied to the goods.” Applicant also
mai ntai ned that the “mark Certify has no descriptive or

suggestive connotation to the goods at hand” (p. 3) and

2 The American Heritage Dictionary of the English Language, Third
Edition, (1992).
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that the mark “has not been shown to be a common
descriptive nane of the product for which registration is
sought, nor has it been shown to be revelatory of the
product’s function” (p. 5).

The Exam ning Attorney made the refusal final on the
ground of descriptiveness in her second Ofice action. 1In
that action, she relied on a product catal og and
information fromapplicant’s website. Fromthe catal og,
she quoted the foll ow ng | anguage: “Certify is the first
and only synthesis product . . . ASIC [Application Specific
Integrated Gircuit] prototyping and verification using
mul tiple FPGAs [ Fiel d-Programmable Gate Arrays].”

In addition, the Exam ning Attorney (p. 2) quoted
extensively fromapplicant’s literature to denonstrate that

applicant’s goods have a verification function:

Applicant’s web site explains . . . “Verification is
t he biggest bottleneck for today’'s conplex ASIC
designs . . . the bottleneck comes formverifying that

the ASIC design is correct before noving to production

. Certify conmbines RTL multi-chip partitioning
mnth FPGA synthesis techniques, and is the first and
only synthesis product targeting ASIC prototypi ng and
verification using multiple FPGAs . . . Synplicity’'s
Certify product enables system|evel verification for
ASI C and SoC designs by providing at or near-speed
functional prototypes from RTL code. Design
verification requirenents vary dependi ng on the
specific design chall enge that nmust be sol ved
[Certify] makes it possible to perform extensive
verification of designs in hardware . . . Certify
fills this verification gap through providing an RTL
| evel solution for proving core functionality.
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In addition, the Exam ning Attorney provided
dictionary definitions of “verification” as “a confirmation
of truth or authority; the evidence for such a
confirmation; the act of verifying or the state of being
verified” and “verify” as “to determne or test the truth
or accuracy of.”EI

Wth this evidence, the Exam ning Attorney held that
the software “is used to guarantee that the designs neet a
certain standard, i.e. to certify the functionality of the
designs” (p. 2) and the mark was, therefore, nerely
descriptive.

When the Exam ning Attorney nade the refusal final
applicant filed a notice of appeal and a request for
reconsi deration. Applicant disagreed with the Exam ning
Attorney’s suggestion that the words “verify” and “certify”
have the identical or interchangeabl e neanings. “The
appl i cant does not neke any clains nor does the software
performany type of certification. It is nmerely a tool
that can be used in the process of verifying the design of
an application specific integrated circuit. Applicant
reiterates the software CERTIFY does not actually certify

anyt hing.” Request for Reconsideration, pp. 2-3.

:1d.
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The Exam ning Attorney adhered to her refusal on
reconsi deration and cited three additional definitions.
The first defined “certify” to nmean “to give certain
information of; to nmake certain, as a fact, to verify.”EI
Anot her dictionary listed “verify” as a simlar word for
“certify.”EI The sane source identified “certify” as a
simlar word for “verify.”EI

In its Appeal Brief, applicant submts that
“certification” and “verification” are distinctly different
processes. “Products nmay be verified by an engi neer but
not be certified to neet ant particular standard.” Brief,
p. 3. Responding to the definitions the Exam ning Attorney
made of record in her decision on reconsideration,
applicant pointed out that the dictionaries were non-
technical dictionaries and that the Exam ning Attorney did
not show sufficient correlation between the terns “certify”
and “verify” in the electronic design automation field.
“Applicant’s software is nerely a tool that can be used in
the process of verifying the design of an application
specific integrated circuit.” Brief, p. 4. Finally,

“Applicant contends that its software does not guarantee or

* ARTFL Project: Whbster Dictionary (1913).
> Wordsnyth: The Educational Dictionary-Thesaurus.
®1d.
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verify the functionality of circuit designs but nerely
verifies that the design is correct.” Brief, p. 5.

In her Appeal Brief, the Exam ning Attorney argued
that “certify” and “verify” are synonynms or simlar words
and applicant’s software perforns verification functions.
She reasoned that:

[1]f the applicant admts that the software is used to

“verify” the designs, i.e. “to establish the truth or

accuracy of; confirnf the designs, then it is

axiomatic that the software is used to “certify” the
designs, i.e. “to affirmthe accuracy or certainty of,
confirnmi the designs.

Brief, p. 5.

We begin our analysis by noting that a mark is nerely
descriptive if it imrediately describes the ingredients,
qualities, or characteristics of the goods or services or

if it conveys information regarding a function, purpose, or

use of the goods or services. |In re Abcor Devel opnent

Corp., 588 F.2d 811, 200 USPQ 215, 217 (CCPA 1978). A term
may be descriptive even if it only describes one of the
qualities or properties of the goods or services. Inre
Gyul ay, 820 F.2d 1216, 1217, 3 USPQ2d 1009, 1009 (Fed. Gr
1987). We look at the mark in relation to the goods or
services, and not in the abstract, when we consider whether

the mark is descriptive. Abcor, 588 F.2d at 814, 200 USPQ

at 218.
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The issue in this case is straightforward: |Is the
term CERTI FY nerely descriptive of conputer software that
has a verification function. The Exam ning Attorney’ s case
rests on two pillars. The first pillar is that applicant’s
software has a verification function. The evidence is
overwhel m ng that applicant’s software perforns a
verification function. Applicant admts that its “software
is nerely a tool that can be used in the process of
verifying the design of an application specific integrated
circuit.” Applicant’s Appeal Brief, p. 4. Applicant’s
literature supports the position that applicant’s software
perfornms a verification function:

First and only synthesis product targeting ASIC
prototyping and verification using nmultiple FPGAs.

Verification is the biggest bottleneck for today’s
conpl ex ASIC desi gns.

The bottl eneck cones formverifying that the ASIC
design is correct before noving to production.

This approach is at the heart of the Certify solution,
i nproving prototype performance, and all ow ng
designers to verify their designs at near real-tine
speeds.

Since the main goal of prototyping is to verify the

ASI C design, designers are very reluctant to nake
changes to the HDL source solely for the purpose of

pr ot ot ypi ng.
The record establishes the terns “verify” or

“verification” would describe a feature or function of
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applicant’s software. However, the mark in this case is
“certify.” The only evidence of the descriptiveness of the
word “Certify” consists of several dictionary definitions.
Certify has been defined as: (1) to guarantee as neeting a
standard and (2) to give certain information of; to nmake
certain, as a fact, to verify. There is no evidence that

t he sof tware guarantees sonething as neeting a standard.
The second definition is obviously nore rel evant because it
is nore general (“to give certain information of; to nake
certain, as a fact”) and it al so concludes by including the
definition “to verify.” This definition appears to be a
1913 edition of Webster’s Dictionary. 1In addition, it is
an extrenely broad neaning of the word “certify.” Even if
current prospective purchasers were aware of this
definition, it is not clear what feature or function of
applicant’s software was i nmedi ately and unequi vocal ly
descri bed by the word “certify.”

In addition, the Exam ning Attorney submtted evidence
that shows that “verify” is |listed anong terns identified
as “simlar words” for “certify.” However, there is a
separate category for synonyns and “verify” does not appear
inthat list. Also included with “verify” as simlar words
are “corroborate,” “certificate,” “attest,” “substantiate,”

“docunent” and “establish.” Wrds appearing with “certify”
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as simlar words for “verify” include “testify,” “prove,”
“doubl e-check,” “w tness,” “check,” “substantiate” and
“docunent.” Again, “certify” is not identified as a
synonym of “verify.” Merely because “certify” appears in a

list of words that are simlar to a descriptive term does
not, by itself, establish that the word “certify” is,
itself, descriptive and that prospective purchasers wll

i mredi ately understand that “certify” describes the

verification function in applicant’s software. See In re

Seats, Inc., 757 F.2d 274, 225 USPQ 364 (Fed. Cr. 1985)

(Federal Circuit reversed Board' s decision view ng the mark
“seats” as a synonymfor “tickets” or “reservations”).
Thus, the nost rel evant evi dence supporting the
argunent that “certify” is descriptive of a verification
function in software is limted to a single, nebul ous, and
possibly old dictionary definition and the fact that the
words “certify” and “verify” are identified as simlar
words. It is a well-established principle of trademark
law, that if we have any doubts about the descriptiveness
of a mark, we are to resolve themin the applicant’s favor.
In this case, we cannot say that we have no doubt that the
mar k CERTIFY is descriptive of conputer software for
conputer aided electronic circuit design. Therefore, we

nmust resolve themin applicant’s favor.
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Decision: The refusal to register applicant’s mark
CERTI FY for the identified goods on the ground that the

mark is merely descriptive is reversed.
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