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James E. Austin of Beyer Waver & Thonmas, LLP for
Cytoki netics, Inc.
John M Gartner, Trademark Exam ning Attorney, Law Ofice
102 (Thomas Shaw, Managi ng Attorney).
Bef or e Hohei n, Chapman and Wendel, Adm ni strative Trademark
Judges.
Qpi ni on by Chapman, Adm nistrative Trademark Judge:
Cytokinetics, Inc. has filed an application to
regi ster on the Principal Register the mark CYTOKI NETI CS
for the follow ng services, as anended: “consultation and
research services relating to drug di scovery and

devel opnment and patient diagnosis” in International C ass

42, 1

! Application Serial No. 75/557,383, filed Septenber 23, 1998,
based on applicant’s assertion of a bona fide intention to use
the mark in comerce.
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The Exam ning Attorney refused registration under
Section 2(e)(1) of the Trademark Act, 15 U S. C
81052(e) (1), on the basis that when used in connection with
applicant’s services, the term CYTOKINETICS is nerely
descriptive of them

When the refusal was nade final, applicant appealed to
this Board. Both applicant and the Exam ning Attorney have
filed briefs. Applicant did not request an oral hearing.

Applicant explains its business and the science
involved in its business as follows (citations to exhibits
omtted):

Cytokinetics, Inc.’s research and drug
devel opnment efforts target proteins that
make up the cytoskeleton. Such proteins
are involved in various diseases;
therefore, Cytokinetics, Inc. seeks to
devel op new t herapi es for cancer,

cardi ovascul ar di seases, and infectious
di seases by focusing on cytoskel et al
prot ei ns.

The cytoskel eton of a cell is nade up of
[a] network of protein filanents. The
cytoskel eton ‘plays a fundanental role
in all aspects of cell nechanics,

i ncluding cell division, intracellular
transport, cell notility and the
establ i shment and regul ati on of cell
polarity and organi zation.’

Cell divisionin nmulti-celled organisns
occurs when 1) the cell nucleus divides,
a process known as mtosis; and 2) the
cytoplasmof the cell splits in two, a
process known as cytokinesis. (Brief,

pp. 3-4)
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Applicant contends that the term CYTOKINETICS is a
coined termidentifying applicant; that the prefix “cyto”
suggests a relationship to cells, and the suffix “kinetics”
suggests novenent; that the conbinati on CYTOKI NETI CS coul d
suggest any one of many different neani ngs dependi ng on the
context in which it is used (for exanple, in cell biology
and physiology it mght refer to “the novenent of
organelles inside the cell or to different aspects of cel

notility,” while in pharnmacology it mght refer to “the
dynam cs of cellular population changes or to effects on
cel l ul ar popul ati ons nedi ated by hornones call ed
cytokines,” brief, p. 6); that the termdoes not directly
and i nmedi ately convey any precise significance or

i nformati on about applicant’s services; that there is no

evidence that the term CYTOKINETICS directly equates to the

study of the cytoskeletonﬂcn cyt oskel eton proteins; and

2 Pursuant to TBMP §712 and the rules and cases cited therein, we
take judicial notice of the definition of “cytoskel eton” set
forth in The Random House Dictionary of the English Language
(Unabri dged) (2nd ed. 1987):

“n. Cell Biol. Ashifting lattice

arrangenent of structural and contractile

conmponent s distributed throughout the cel

cytopl asm conposed of microtubules,

mcrofilaments, and larger fil anents,

functioning as a structural support and

transport mechanism [cyto- + -skeleton] —

cyt oskel etal adj.”
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that there is no evidence that conpetitors use or need to
use the term CYTOKINETICS to describe simlar services.

As evidence in support of its position, applicant
subm tted the declaration of David Drubin, Ph.D, a
prof essor of genetics at the University of California,

Ber kel ey, and a nenber of applicant’s Advisory Board; a
copy of a page froma 1992 dictionary showing the term
“cytokinesis,” wthout reference to the adjective
“cytokinetic”; and (with its main brief), on-line
dictionary definitions of the terns “cyto” and “kinetics.”EI
In addition, applicant had submtted, in response to the
Exam ning Attorney’s request for information, a packet of

i nformation regardi ng applicant and the services it intends
to offer under the term CYTOKI NETI CS.

The Exam ning Attorney contends that the term
“CYTOKINETICS” is not a coined term but rather is a
dictionary termused to refer to the division of the
cytoplasmof a cell follow ng the division of the nucleus;
that the termis widely used by scientists and descri bes

“cell behavior, nost especially in the area of cancer

3 The Exanmining Attorney objected to the later-filed dictionary
definitions as being untinmely under Trademark Rule 2.142(d).
However, the on-line dictionary involved is the Anerican Heritage

Dictionary of the English Language (3rd ed. 1996). |nasnuch as
we find it appropriate to take judicial notice of definitions
fromthis dictionary, the Examning Attorney’ s objection is
overrul ed.
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research” (Final Ofice action, p. 2); and that the termis
nerely descriptive of applicant’s consultation and research
services relating to drug devel opnment and patient diagnhosis
involving research in the area of cell division or cel
behavi or.

As evidence in support of the refusal to register, the
Exam ning Attorney relies on the dictionary definition
whi ch he submitted of the term “cytokinesis”; over 50
excerpted stories fromthe Nexis database which include
uses of the term “cytokinesis” or “cytokinetic(s)”; and
pages printed fromseveral different websites which include
uses of the term “cytokinetics.”

In the on-line American Heritage Dictionary of the

Engl i sh Language (3rd ed. 1992E% submtted by the Exam ning

Attorney, the term*“cytokinesis” is defined as follows:
“noun The division of the cytoplasm of
a cell following the division of the
nucl eus. —cytokinetic adjective.”

In addition, we take judicial notice of the follow ng

definition of “cytokinesis” from The Random House

Dictionary of the English Language (Unabridged) (2nd ed.

1987)

4 For reasons unknown to the Board the two on-1ine Anerican
Heritage dictionaries referred to in footnote 3 and above carry
two different dates, 1992 and 1996.
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“n. Cell Biol. The division of the cel
cytoplasmthat usually follows mtotic
or neiotic division of the nucl eus

[ 1915-20; cyto- + -kinesis] -
cytokinetic adj.”

Several representative exanples fromthe excerpted
Nexi s stories show ng use of the term “cytokinetic(s),”
especially in relation to drug research and devel opnent,
are reproduced bel ow (enphasi s added):

Title: Prognostic significance of
pretreatnent proliferative activity in
adult acute | eukem a

...0Once in conplete rem ssion, an
initially high |abeling i ndex was an
unfavorable sign wth respect to I ength
of rem ssion, regardless of the
patient’s diagnosis. The results of
this study are supportive of studies in
experinmental systens denonstrating the
i nportance of cytokinetic factors in
the adm ni stration of chenotherapy and
suggest that such factors may be of
clinical inportance in selecting
approaches to therapy. “EMBASE (The
Excerpta Medi ca Dat abase)” 1977;

Headline: Primed for G owh

Rem cade was approved for marketing by
the U S. Food and Drug Adm nistration
Aug. 24, 1998. Previously, the drug
was known as Avaki ne. The nane,
however, was changed at the request of
t he Food and Drug Admi nistration. The
regul atory agency prefers to reserve
the suffix ‘kine’ for products that

i nvol ve cytokinetic therapy. “Md Ad
News, ” Novenber 1998;

Title: Effect of Flavone Acetic Acid on
Lew s Lung Carcinoma: Evidence for an
| ndi rect Effect
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...FAA is highly active against a
slowy growi ng variant of the LL

carci noma, which has different
cytokinetics fromthe original in vivo
tumor and whi ch has devel oped
resistance to two drugs. “Journal of
the National Cancer Institute,” Apri
20, 1998;

Title: Phase | Study of Conti nuous
Venous | nfusion of Floxurdine (5-FUDR)
Chenot her apy

The conti nuous-infusi on schedul e for
delivery of cancer chenot herapy has

t heoreti c advant ages based on

consi derations of drug pharnacol ogy and
tunmor cell cytokinetics. ..., “Cancer
Treat nent Reports,” Septenber 1983;

Title: Unresol ved |Issues in Conbination
Chenot her apy

... The point is that a postul ated
mechani sm of interaction between two or
nore drugs — whether the interaction is
on a biochem cal, pharmacokinetic, or
cyt oki netic basis — may obviously be
valid notivation for a clinical trial
In fact, these kinds of hypothesis-
based trials may be our best hope for
further inprovenents in conbination
chenot herapy using the avail abl e drugs.
“Cancer Treatnent Reports,” January
1986;

Title: Cycl ophospham de/ Et oposi de:

Ef fecti ve Reduction Therapy for
Children with Acute Nonl ynphocytic
Leukem a in Rel apse

...in a study designated AM.-80, which
i ncl uded constant-i nfusion cytarabine
(ara-C), nmaxi mal doses of

ant hracycl i nes, and VP-16/5-Az, and one
in an earlier clinical trial that
featured cytokinetic-based therapy.
“Cancer Treatnent Reports,” July/August
1985;
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Title: Arterial Drug Infusion Wth

Ext racor poreal Renova
...admnistration of a drug, both tunor
and sensitive normal tissues are
perfused by arterial blood at the sane
concentration so that a pharmacokinetic
advant age woul d not normally be
obt ai ned, and any selectivity would
depend on bi ochem cal or cytokinetic
factors. “Cancer Treatnent Reports,”
February 1984;

Title: Crcadian cell kinetics in
humans. Aspects related to cancer
chenot her apy

...cell kinetics, has been the

devel opment fromthe 1950s and onwards
of several nethods for studying kinetic
paranmeters in different mamal i an
tissues. ... Results fromcytokinetic
studies in the human have al so

accunul ated t hrough the years.

Thus, these studi es have denonstrated
that there exist rhythnms in bone marrow
and gut cytokinetics which increases
the likelihood that certain tines of
day will be less toxic for the

adm ni stration of cytotoxic drugs.
“National Library of Medicine Medline
Dat abase,” “Cite: In Vivo Nov/Dec
1995”7 ;

Headl i ne: Screeni ng manmogr aphy and
public health policy; the need for
perspective

...In view of what we know about the
cytoki netics of the disease, we should
not be surprised that the eventual

out cone (death due to breast cancer)
for the large majority of wonen is
unaf fected by screeni ng mammogr aphy.
“The Lancet,” July 1, 1995;

Title: Curative chenotherapy for acute
nyel oid | eukem a: the devel opnent of

hi gh-dose ara-C fromthe | aboratory to
t he bedsi de
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... The clinical devel opnent of ara-C
for the treatnment of acute nyel oid

| eukemi a (AM.) provides a useful
paradi gm for the study of this process.
An under standi ng of the cellular

phar macol ogy, cytokinetics and

phar macoki netics of ara-C in | eukemc
m ce showed substantial schedul e-
dependency. “National Library of
Medi ci ne Medline Database,” “Cte:

I nvest New Drugs 1996”;

Title: Strategies in the treatnent of
acut e nyel ogenous | eukem a
...Prognostic factors which predict for
out cone i ncl ude phenotypi ng,
cytogenetics, cytokinetics, drug

resi stance and age. ..., “National

Li brary of Medicine Medline Database,”
“Cite: Leuk Res 19927;

Title: Cytokinetics and chenot herapy of
psori asi s

The successful treatnent of psoriasis
with folic acid antagoni sts during the
past 25 years has led to extensive
research in the areas of cytokinetics
and chenot herapy. ..., “National

Li brary of Medicine Medline Database,”
“Cite: J Invest Dermatol 1976”; and

Title: Phase | Trial of Cytarabine and
Hydr oxyur ea

<4> Reprint request to: Dr. Stephen B
Howel | , Laboratory of Pharmnmacol ogy and
Cyt oki netics, University of California
at San D ego Cancer Center,..., “Cancer
Treat ment Reports,” Decenber 1983.

Two exanpl es of the pages printed froma few different

websites include the foll ow ng uses of

enphasi s added):

“cyt okinetics”

(bol d
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(1) Adel K. El-Naggar, M D., Ph.D.

Chi ef, Section of Cytokinetics and Service Flow
Cytonetry

Research Interests: Flow cytonetry, Ml ecul ar and
genetic markers in cancer, Head and neck

neopl asi a, Transl ation nol ecul ar bi ol ogy

Depart ment of Pat hol ogy

The University of Texas M D. Anderson Cancer
Cent er

http://utndacc. uth. tnc. edu] and

(2) The International Uni on Agai nst Cancer
International Directory of Cancer Institutes and
Or gani sati ons

City of Hope National Medical Center

Experinental cancer research: Differentiation;
Cyt oki netics; Experinental Pathol ogy;

Phar macol ogy; Drug Resistance; Ml ecul ar C oning;
Enzynol ogy, Liposones; Marrow

Transpl antation;....,

ht t p: / / ww. gl obal i nk. or g/ di rectory/usch|

nnc.htm.|

The test for determ ning whether a mark is nerely

descriptive under Section 2(e)(1l) of the Trademark Act is
whet her the term i mredi ately conveys information concerning
a significant quality, characteristic, function,

ingredient, attribute or feature of the product or service
in connection with which it is or will be used. See In re
Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215 (CCPA
1978); In re Venture Associates, 226 USPQ 285 (TTAB 1985);
and In re Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979).

The determ nation of nmere descriptiveness nmust be nade in

relation to the goods or services for which registration is

10
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sought, the context in which the termis being or will be
used on or in connection with those goods or services, and
the inmpact that it is likely to nake on the average
purchaser of such goods or services. See Inre
Consolidated Ci gar Co., 35 USP@@d 1290 (TTAB 1995); and In
re Pennzoil Products Co., 20 USPQRd 1753 (TTAB 1991). That
is, the question is not whether soneone presented with only
the mark coul d guess what the goods or services are.
Rat her, the question is whether sonmeone who knows what the
goods or services are will understand the mark to convey
information about them See In re Honme Buil ders
Associ ation of Geenville, 18 USPQ2d 1313 (TTAB 1990); and
In re American Greetings Corp., 226 USPQ 365 (TTAB 1985).
In light of the dictionary definitions show ng that
“cytokinetic” is the adjectival formof the noun
“cytokinesis,” applicant’s argunent that the term
“cytokinetics” is a “coined” termis unpersuasive. Gven
that the dictionaries were published well prior to
applicant’s founding in 1998, it is inplausible that the
termwas “coined” by applicant. To the extent applicant
argues, w thout having clearly made such an argunent, to
the effect that the addition of the letter “s” nakes it a
“coined” term we sinply disagree. The termis nerely

descriptive of consultation and research services relating

11
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to drug discovery and devel opnent and patient diagnosis
whi ch are based on studies of, inter alia, cytokinetic
activity in cells.

Mor eover, applicant’s services are broadly descri bed
as involving “research services relating to drug di scovery
and devel opnment and patient diagnosis,” and “cytokinetic”
research or study is enconpassed within this broad
description of applicant’s research services. Even if
applicant limts its activities to research concerning the
cytoskeleton, it is clear that applicant conducts drug
research centered around cell biology, which includes
cytokinesis. Applicant submtted a paper titled “17 Cel
Division,” in which one of the subheadings is “The
Cyt oskel eton Carries Qut Both Mtosis and Cytokinesis.”

Even if, as argued by applicant, the term
“cytokinetics” may have different neanings in different
specific scientific fields of study, there is anple
evi dence of record to show that the termis nerely
descriptive of applicant’s identified services.EI I n
addition to the dictionary definitions, the Nexis stories

and the website printouts which establish that applicant’s

> W are not convinced otherwi se by the declaration submitted by
applicant of David Drubin, Ph.D., a professor of genetics. W
note particularly that he is a nenber of applicant’s Advisory
Board, and thus there is a self-serving aspect to his declaration
whi ch cannot be i gnor ed.

12



Ser. No. 75/557383

mark is nmerely descriptive, there is also applicant’s own

i nformational subm ssion, which clearly relates applicant’s
research services to cell division, including cytokinesis.
The following are quotes fromarticles submtted by
applicant (bold enphasis added):

Sabry [Janes Sabry, applicant’s

presi dent and chi ef executive officer]
said Cytokinetics is the first and only
conpany focused on the cytoskel eton,
which is the multi-conponent framework
involved in all aspects of cell
mechani cs, including cell division,
notility, transport and regul ation of
cell polarity and organi zation. This
wll lead to novel drug targets, drug
cl asses and nechani sns of action, Sabry
told Biowrld Today.

The conpany’s initial focus will be in
the areas of cancer, infectious

di seases and cardi ovascul ar di sease,
with a first partnership expected in
1999. “New Firm Focuses on

Cyt oskel et on Research,” Bi oWwrld Today,
Decenber 31, 1998; and

Cytokinetics Inc. is focused on the
cyt oskel et on—which is conprised of the
structures of the cell involved in the
dynam ¢ ‘urban design’ of cellular
functi on and nechanics, including cel
division, intracellular transport, cel
notility and the establishnment and
regul ation of cell polarity.
“Cytokinetics: The cell is acity,”

Bi oCentury, Decenber 21, 1998.

W agree with the Exam ning Attorney that the applied-
for mark CYTOKINETICS i nmedi ately and directly conveys

i nformati on about a significant feature or aspect of

13
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applicant’s “consultation and research services relating to
drug di scovery and devel opnent and patient diagnosis”;
specifically, that a significant aspect of applicant’s
services is conducting research in the field of drug

di scovery and devel opnent involving the study of all cel
mechani cs including cell division. Cearly, applicant’s
services (as identified) are associated with cytokinetic
study. The users and purchasers of applicant’s services,
who woul d i ncl ude such highly educated and sophi sti cated

i ndi vidual s as doctors and scientists, would undoubtedly
understand that applicant’s mark, if and when used in
connection with the identified services, relates to
cytokinetic research services. See In re Gyulay, 820 F.2d
1216, 3 USPQ2d 1009 (Fed. Cir. 1987); In re Omha Nationa
Corporation, 819 F.2d 1117, 2 USPQ@d 1859 (Fed. G r. 1987);
In re Intelligent Instrunentation Inc., 40 USPQ2d 1792
(TTAB 1996); and In re Tine Solutions, Inc., 33 USPQ2d 1156
(TTAB 1994).

Finally, even if applicant becane the first entity to
use the term“CYTOKINETICS” in relation to “consul tation
and research services relating to drug discovery and
devel opnent and patient diagnosis,” such is not dispositive
where, as here, the termunquestionably projects a nerely

descriptive connotation. See In re Tekdyne Inc., 33 USPQd

14
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1949, 1953 (TTAB 1994), and cases cited therein. W
bel i eve conpetitors would have a conpetitive need to use
this term In this regard we particularly note the

evi dence of use of the term “Cytokinetics” as part of the
nane of a section of a departnent at the University of
Texas and as part of the name of a |aboratory at the
University of California at San Diego. See 2 J. Thomas

McCarthy, McCarthy on Tradenmarks and Unfair Conpetition,

§11:18 (4th ed. 2000).
Decision: The refusal to register under Section

2(e)(1) is affirned.
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