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Qpi nion by Cissel, Adm nistrative Trademark Judge:

On August 18, 1998, applicant filed the above-
referenced application to register the mark “VI RTUALCAST”
for “conputer software for sinulating nmetal formng
processes,” in Cass 9. The application was based on
applicant’s assertion that it possessed a bona fide intent
to use the mark in comrerce in connection with these goods.

The Exami ning Attorney refused registration under

Section 2(e)(1) the Lanham Act, 15 U. S.C. 1052(e)(1), on
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the ground that the nmark sought to be registered is nerely
descriptive of the goods identified in the application. He
contended that the mark “nerely describes the virtual
reality feature of this specialized software which all ows
simulating netal casting operations.” |In support of the
refusal to register, he submtted copies of two third-party
regi strations of marks for conputer software on the
Princi pal Register wherein the word “virtual” has been
di sclai mred, and one third-party registration on the
Principal Register with a disclainer of the word “cast.”
The goods in that registration include netal castings.
Appl i cant responded to the refusal to register by
anmending the identification of goods in the application to
“conputer software for sinulating netal form ng processes,
nanely, conprehensive nold filling and solidification
sinmulation, with advanced user interfaces allow ng users to
define specific properties, store information and utilize
visualization tools,” in Cass 9. Applicant argued that
the mark is not nmerely descriptive of these goods, which
are software which “has nothi ng whatsoever to do with
virtual reality.” Thus, argued applicant, “the term
‘virtual’ as used in applicant’s mark is a suggestive term
not a descriptive one.” Cting thirty-one dictionary

definitions of the word “cast,” including “to forminto a
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particul ar shape by pouring into a nold,” applicant argued
t hat because the word “cast” has so many neanings, it does
not describe applicant’s goods with any degree of
particularity. Based on this, applicant took the position
that its mark i s suggestive, rather than descriptive, as
applied to its goods.

The Exam ning Attorney was not persuaded by
applicant’s argunents, however, and in the second Ofice
Action, he made final the refusal to register under Section
2(e)(1). Submtted with the final refusal was an excerpt
froma published article about the “Cast Metal Coalition,”
a group of netal-casting technical societies which pronotes
research and devel opnent in that industry. Also submtted
was an excerpt froma conputer glossary wherein the term
“virtual” is defined as “an adjective applied to al npost
anyt hing today that expresses a condition w thout
boundaries or constraints.” In the sane glossary, the term
“casting” is defined as a termused in progranmng to
designate “the conversion of one data type into another.”
Al so attached were copies of three other third-party
registrations. Two of these registrations are on the
Principal Register with disclainers of the word “virtual.”
The third mark al so includes the word “virtual,” but that

registration is on the Suppl enental Register.
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Applicant tinely filed a notice of appeal, which was
acconpani ed by a request for reconsideration.

The request for reconsideration argued that when
properly considered as a unitary conposite mark,

“VI RTUALCAST” is suggestive, rather than nerely
descriptive, of the goods identified in the application.
Applicant further argued that even if the mark i s broken
down into its conponent terns, it is nonethel ess only
suggestive in connection with these goods. Applicant
submitted copies of thirty-two third-party registrations
for marks which incorporate the word “virtual” w thout any
di sclaimer or claimof acquired distinctiveness, and fifty-
three third-party registrations for marks wherein “virtual”
is the sol e undiscl ai med conponent of marks with two or
nore conponents. Applicant argued that this evidence
establi shes the past practice in the Patent and Trademark
Ofice of registering on the Principal Register marks
conbining “virtual” with descriptive term nol ogy.

The Exam ning Attorney considered applicant’s
argunents and evi dence, but naintained the refusal to
register. Submitted with the Ofice Action naintaining the
refusal were excerpts apparently retrieved from an
aut omat ed dat abase. Although several show the term

“virtual cast” in the context of unrelated fields such as
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ort hopedi ¢ nedi cine, fossils or paleontology, two clearly
relate to netal form ng processes involving nolds. One
states that “VCF conputer nodel (Virtual Casting Furnace)
has been used to optim ze the casting conditions. A
variety of material quality criteria are determ ned by
conputer simulation. Based on the sinmulations, a concept
for an online process control is presented. The goal of
this concept is to develop strategies that m nim ze
deviations fromthe optinmal process control by the use of
conput er simulation during the casting process.” The
second apparently comes froma paper presented in 1996 to a
conference of photovoltaic specialists. The title of the
paper appears to be “Virtual casting — a dream cone true or
an expensive nightmare?” The abstract of the text is as
follows: “In this nodern high technol ogy age of virtua
reality ‘desk top’ or ‘virtual’ casting has becone the
dream of the foundry engineer... This article attenpts to
gi ve an objective view of the application of casting
sinmul ati on software and highlights the positive aspects and
the pitfalls.”

The Exam ning Attorney argued that these excerpts show
that “virtual casting” is a termused to identify conputer
sinmul ated netal form ng processing such as casting nolten

netal into noblds, and that in viewof this fact, the term
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applicant seeks to register, “VIRTUALCAST,” if used in
connection wth “conputer software for sinulating netal
form ng processes, nanely, conprehensive nold filling and
solidification simulation,” would i Mmediately and forthwith
convey significant information about the goods, i.e., that
t he purpose or function of the software is conputer

simul ati on of the casting process.

Bot h applicant and the Exam ning Attorney fil ed appeal
briefs, and applicant requested an oral hearing before the
Board. Some confusion arose regarding the scheduling of
t he hearing, however, and applicant did not appear for the
schedul ed hearing on Cctober 12, 2000. Applicant
subsequently withdrew its request for a hearing, choosing
torely onits brief.

The sol e issue before the Board in this appeal is
whet her the mark “VI RTUALCAST” is nerely descriptive within
t he neani ng of Section 2(e)(1) of the Act in connection
with the conputer software for sinulating netal formng
processes identified in the application. W find that it
is, so the refusal to register on this basis is well taken.

A termis considered to be nmerely descriptive of goods
wi thin the neaning of section 2(e)(1) Trademark Act if it
i medi ately and forthwith conveys information concerning a

significant quality, characteristic, feature, function,
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pur pose or use of the goods. 1In re Abcor Devel opnent
Corp., 588 F.2d 811, 200 USPQ 215 (CCPA 1978). It is not
necessary that a termdescribe all of the properties or
functions of the goods in order for it to be considered
nerely descriptive thereof; rather, it is sufficient if the
termdescribes a significant attribute or feature of them
Mor eover, whether a termis nmerely descriptive is
determned not in the abstract, but rather in relation to
the goods for which registration is sought, the context in
which it is or will be used on or in connection with those
goods, and the possible significance that the termwould
have to the average purchaser of the goods because of the
manner of its use. In re Bright-Crest Ltd., 204 USPQ 591
(TTAB 1979). \Wether consuners coul d guess what the
product is from consideration of the mark alone is not the
test. Inre Anerican Geetings Corp., 226 USPQ 635 (TTAB
1985). That particul ar words have other meani ngs in other
contexts is irrelevant. The issue is whether purchasers of
the particular goods in question would understand the mark
to convey information about a significant aspect of such
products.

On the other hand, a mark is only suggestive, and
hence registrable, if, when the goods bearing the mark are

encountered, a nulti-stage reasoni ng process, or the
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utilization of inmagination, thought or perception, is
required in order to determ ne what attributes of the goods
the mark conveys. See: Abcor Devel opnent Corp., supra, at
218, and In re Mayer-Beaton Corp., 223 USPQ 1347, 1349
(TTAB 1984). As has often been stated, there is a thin

| ine of demarcation between a suggestive mark and a nerely
descriptive one, with the determ nation of which category a
mark falls into frequently being a difficult matter

i nvol vi ng a good neasure of subjective judgnent. 1In re

At avi o, 25 USPQ@d 1361 (TTAB 1992) and In re TM5 Corp. of

t he Americas, 200 USPQ 57 (TTAB 1978).

In the instant case, the term sought to be registered
is merely descriptive of the goods with which applicant
intends to use it because if prospective purchasers of
applicant’s software for sinulating netal form ng processes
were to encounter the mark “VI RTUALCAST” in connection with
t hese goods, they would i medi ately understand the mark to
identify the purpose or function of the goods, nanely, that
applicant’s software enabl es users to conduct virtual
casting, i.e., conputer sinulation of the casting process,
in order to obtain the best results.

This case is very simlar to the one recently decided
by this Board in In re Styleclick.comlnc., __ USPQ@d

(TTAB 2001). In that case, the mark “VI RTUAL FASH ON' was
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held to be nerely descriptive of “conputer software for
consuner use in shopping via the gl obal conmputer network
featuring apparel, fashion, accessories, personal care
itens, jewelry and cosnetics.” Judicial notice was taken
of dictionary definitions of the term*“virtual” as follows:
“not physical. Exists in software only or the imagination

of the machine.” Net.speak-the internet dictionary (1994);

“used generally to describe sonething wthout a physical
presence or is not what it appears to be. Virtual reality,
for exanple, is made up of conputer-generated i mages and

sounds rather than actual objects.” The Conputing

Dictionary (1996); and “conceptual rather than actual, but

possessi ng the essential characteristics of a real

function.” The Illustrated Dictionary of M croconputers

(39 ed. 1990). Wien these neanings of “virtual” were
considered in light of the neaning of “fashion” in
connection with the recited services in that case, we found
that the use of “VIRTUAL FASHI ON' in connection with that
applicant’s services would i nmedi ately descri be, w thout
conjecture or speculation, a significant feature or
characteristic of the services, nanely that they involve,
inter alia, using a conputer to shop for fashions in a
virtual sense, i.e., with the enhancenents offered by

virtual reality.
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When the sanme nmeanings are attributed to the term
“virtual” in the instant case, and those connotations are
conbined with the plain descriptive neaning of the word
“cast” in connection with netal castingﬂ it is clear that
the mark “VI RTUALCAST” identifies the purpose or use of
applicant’s software, which applicant admts provides
conputer simulation of this nmetal form ng process.

We have reviewed all the third-party registrations
made of record by both applicant and the Exam ni ng
Attorney. Just as in the “VIRTUAL FASH ON' case, supra,
such third-party registrations are of little help in
determning the nerits of this appeal. As we stated in our
opinion in that case, while uniformtreatnent under the
Lanham Act is an admnistrative goal, the task of this
Board is to determ ne, based on the record before us,

whet her applicant’s mark is nmerely descriptive. Each case

nmust be decided on its own nerits. W are not privy to the
records in the files of the cited registrations, but in any
event, the determnation of the registrability of one
particular mark by an Exam ning Attorney is not

determ native in a case before the Board invol ving anot her,

L “Casting” is merely another way of identifying the process
described in the application as the nmetal form ng process of
“conprehensive nold filling and solidification.”

10



Ser No. 75/538, 498

different mark for different products or services. Inre
Nett Designs, Inc., 236 F.3d 1339, 57 USPQd 1564 (Fed.
Cir. 2001). Wiile it appears that the Ofice may not have
been consistent with respect to the registrability of marks
simlar to applicant’s mark, our |anguage and the
comercial use of it is always changing, and our job is to
try to resol ve appeal s based on contenporary conmopn usage
of words. When we do this in the case at hand, we nust
conclude that “virtual,” in the context of applicant’s
mar k, has a generally recogni zed neaning with respect to
conputers and software. Wen this non-source-identifying
prefix is coupled with the descriptive word “cast” in
applicant’s mark, the conbination, “VIRTUALCAST,”
considered inits entirety, is merely descriptive of the
conputer software identified in the application.

The fact that applicant has conbined these two
descriptive words without |eaving a space between them does
not alter the descriptive significance of the conbi nation
of them nor does the fact that applicant may be the first
or the only entity using this conbination in connection
wi th such software render the termany | ess descriptive.
In re Central Sprinkler Co., 49 USPQ2d 1194 (TTAB 1998).

As conmput er technol ogy continues to evol ve,

descriptive ternms incorporating the word “virtual” are

11
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certain to nultiply. Such ternms nust remain available for
conpetitors to use in connection wth their own products.
Deci sion: The refusal to register under Section

2(e) (1) is affirned.
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