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UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re First Security Capital, L.L.C
Serial No. 75/515,579

WlliamJ. Mason of Rhodes & Mason, PLLC for First Security
Capital, L.L.C
Robert C. Cark, Jr., Trademark Exam ning Attorney, Law
O fice 108 (David Shallant, Mnagi ng Attorney).
Bef ore Hai rston, Chapnan and Wendel, Adm nistrative
Trademar k Judges.
Qpi ni on by Wendel, Adm nistrative Trademark Judge:

First Security Capital, L.L.C. has filed an
application to register the mark ESOP QUALI FI ED ASSET LOAN
for “financial services, nanely, making |oans of up to 90%
of the value of the reinvested proceeds fromthe sale of a

conpany to an enpl oyee stock ownership plan.”EI

! Serial No. 75/515,579, filed July 8, 1998, claiming first use
dates of April 1998.
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Regi stration has been finally refused under Section
2(e) (1) of the Trademark Act on the ground that the mark is
nerely descriptive, when used in connection with
applicant’s services. The refusal has been appeal ed and
bot h applicant and the Exam ning Attorney have filed
briefs. An oral hearing was originally requested but
subsequent |y wai ved.

A termor phrase is nerely descriptive within the
meani ng of Section 2(e)(1) if it imed ately conveys
i nformati on about a characteristic or feature of the goods
or services with which it is being used. See In re Abcor
Devel opment Corp., 588 F.2d 811, 200 USPQ 215 (CCPA 1978).
Whet her or not a particular termor phrase is nerely
descriptive is determned not in the abstract, but rather
inrelation to the goods or services for which registration
is sought, the context in which the designation is being
used, and the significance the designation is likely to
have to the average purchaser as he or she encounters the
goods or services bearing the designation, because of the
manner in which it is used. See In re Bright-Crest, Ltd.,
204 USPQ 591 (TTAB 1979). It is not necessary that the
termor phrase describe all the characteristics or features
of the goods or services in order to be nerely descriptive;

it is sufficient if the termor phrase describes one
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significant attribute thereof. See In re Pennzoil Products
Co., 20 USPQed 1753 (TTAB 1991).

The Exam ning Attorney has made of record evidence
showi ng that ESOP is a conmonly used abbreviation for the
term “enpl oyee stock ownership plan.” Applicant
acknow edges the sane. The Exam ning Attorney has al so
made of record Nexis excerpts showi ng use in the financi al
field of ternms such as “asset |oan,” “fixed-asset |oan” or
“single asset loan.” |In addition, he has pointed to the
speci nens of record in which applicant describes its
services as providing loans on “qualified assets for
rei nvestments of ESOP proceeds.” On the basis of this
evi dence, the Exam ning Attorney finds ESOP QUALI FI ED ASSET
LOAN nerely descriptive when used in connection with
applicant’s financial services, which have been identified
as “making |l oans of up to 90% of the value of the
rei nvested proceeds fromthe sale of a conpany to an
enpl oyee stock ownership plan.”

Appl i cant argues that although the acronym “ESOP” and
words such as “qualified” and “asset” are frequently used
in the financial field, the conbination of these terns
found in applicant’s nmark woul d not i nmediately conmuni cate
to purchasers the particular type of services being

provi ded by applicant. According to applicant, in a
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conventional enpl oyee stock ownership plan (ESOP), the ESOP
borrows fromthe bank in order to purchase stock fromthe
enpl oyer, using the stock as collateral. Applicant’s
services, on the other hand, relate to secured | oans nade
to the enpl oyer who has received proceeds fromthe sal e of
stock to an ESOP and reinvested these proceeds.
Applicant contends that the nature of these services would
not be readily apparent from applicant’s mark ESOP
QUALI FI ED ASSET LOAN

The problemw th applicant’s argunment is that
applicant’s mark is not to be considered in the abstract,
but rather in relation to the specific services identified
in the application. Applicant’s services are identified as
i nvol ving the making of | oans to the individual having
reali zed proceeds fromthe sale of a conmpany to an ESOP and
havi ng rei nvested the sane. The issue of descriptiveness
is determ ned by considering the mark when used in
connection with these services. See In re Anerican
Greetings Corp., 226 USPQ 365 (TTAB 1985). There is no
potential, in viewof this identification, for purchasers
to believe that the | oan services being offered by
applicant under the mark ESOP QUALI FI ED ASSET LOAN are

directed to participants in the ESOP, rather than the
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i ndi vi dual who has obtained proceeds fromthe sale of stock
to an ESOP.

The only real question is the significance of the mark
ESOP QUALI FI ED ASSET LOAN as viewed by these potenti al
custoners for applicant’s |oan services. |n connection
with this question, evidence of the context in which
applicant is using the mark in advertising materials is
clearly probative of the reaction of prospective custoners
to the mark. See In re Pharmaceutical |nnovations, Inc.,
217 USPQ 365 (TTAB 1983). The speci nens of record, which
appear to be advertising nmaterials, specifically describe
applicant’s | oans as being made on “qualified assets for
rei nvest ment of ESOP proceeds” and urge potential custoners
to “unlock 90% of the equity in your assets reinvested from
an ESOP.” Fromthis description by applicant of its
services, we find it clear that prospective custoners would
i mredi ately grasp the informational significance of the
mar k ESOP QUALI FI ED ASSET LOAN as it is being used in
connection wth applicant’s services. These are | oans nade
on qualified assets for the reinvestnent of ESOP proceeds

or, in other words, ESOP QUALI FI ED ASSETS.
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Accordingly, we find the mark ESOP QUALI FI ED ASSET
LOAN to be nerely descriptive when used in connection with
applicant’s financial services of naking |oans of up to 90%
of the value of the reinvested proceeds fromthe sale of a
conpany to an enpl oyee stock ownership plan.

Decision: The refusal to register under Section

2(e) (1) is affirned.



