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Qpi nion by Drost, Admi nistrative Trademark Judge:

On April 2, 1998, Financial Engines, Inc. (applicant)
filed Trademark Application Serial No. 75/461, 553 seeking
regi stration of the mark FORECAST ENG NE (typed draw ng)
for goods ultimately identified as “conputer software for
financi al planning, investnent analysis, portfolio

all ocation and eliciting recommendati ons for selecting

specific financial instrunents” in International C ass 9.
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The application is based on applicant’s assertion of a bona
fide intent to use the mark in comerce.

The Exami ning Attorney refused to register the mark on
the ground that the mark when applied to the services is
nmerely descriptive. 15 U. S.C. 8 1052(e)(1l). After the
refusal was made final, this appeal followed. Applicant
and the Exam ning Attorney have filed briefs. An oral
heari ng was not requested.

The Exam ning Attorney argues that “the proposed mark
i mredi ately identifies the nature of applicant’s goods,
nanely, conputer software (i.e., an engine) that has
forecasting capabilities, specifically, the ability to
calculate and estimate financial data and figures on a
repetitive basis.” To support her refusal, the Exam ning
Attorney provides definitions for the words “forecast” and
“engines.”EI

First, the term*“forecast” is defined as “the
extrapol ation of the past into the future. Usually an
obj ective conputation involving data, as opposed to a

prediction, which is a subjective estimate incorporating

1 W take judicial notice of both the Exami ning Attorney’s and
applicant’s dictionary definitions submtted with their briefs as
wel | as our own added definition. University of Notre Dane du
Lac v. J.C. Gournet Food Inports Co., 213 USPQ 594, 596 (TTAB
1982), aff'd, 703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983).
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t he manager’ s antici pati on of changes and new i nfl uenci ng
factors.” Webster’'s New World of Conputer Terns (4'" ed.),
166. The Examining Attorney also included a definition of
“forecast” as “to estimate or cal culate in advance.”
Webster’s Il New Col l ege Dictionary (1995).

Simlarly, the Exam ning Attorney made of record two
definitions of the term“engine.” The first defined
“engine” as “[t]he portion of a programthat determ nes how
t he program manages and mani pul ates data.” Webster’s New
Worl d of Conputer Terns (4'" ed.), 144. The other defines
the termas “software that perfornms a primary and highly
repetitive function such as a database engi ne, graphics
engi ne or dictionary engine.” Freedman, The Conputer
d ossary, (8'" Ed. 1998), 140.

Based on these definitions, the Exam ning Attorney
concl udes that the mark FORECAST ENG NE for conputer
software for financial planning, investnent analysis,
portfolio allocation and eliciting recommendations for
selecting specific financial instrunments is nmerely

descriptive of the goods.EI

2 At this point, while the marks are identical and the goods and
services simlar, we note that the record in this case is very
different fromthe related case (Serial No. 75/451,194) that we
al so decide today. The related case involved a mark that was in
use in commerce with speci mens of use and evi dence that included
applicant’s press release and LEXIS/NEXIS articles. W note that
the Exami ning Attorney in the instant case attenpted to put in
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In its brief, applicant argues that the term FORECAST
ENG NE is not nerely descriptive of its product and that
the term “FORECAST ENG NE is a coined term a fanciful
conbi nati on that evokes a distinctive inpression.” Brief
at 3. Applicant also argues that the Exam ning Attorney
“makes a nental leap fromthe individual definitions to an
all eged ‘clear’ neaning to the average purchaser.” Br. at
4. Its reply brief, applicant argues that the termis
i ncongruous and that:

Applicant’s use of “FORECAST ENG NE’ nmay be viewed as

suggesting the power of Applicant’s software in

hel ping users to plan and take charge of their

financial future. The common dictionary definition of
‘engi ne’ supports this view

* * *

b. A mechanical appliance, instrunent, or tool:

engi nes of war

2. A loconotive.
Reply Br. at 3.

A mark is nerely descriptive if it imediately
describes the ingredients, qualities, or characteristics of

the goods or if it conveys information regarding a

function, purpose, or use of the goods. 1In re Abcor

Devel opnent Corp., 588 F.2d 811, 200 USPQ 215, 217 (CCPA

simlar evidence after the notice of appeal was filed but her
request for a remand was denied in an order of the Board dated
Sept enber 19, 2000.
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1978). A termmay be descriptive even if it only describes
one of the qualities or properties of the goods. Inre
Gyul ay, 820 F.2d 1216, 1217, 3 USPQ2d 1009, 1009 (Fed. Gr
1987). We look at the mark in relation to the goods or
services, and not in the abstract, when we consider whether
the mark is descriptive. Abcor, 588 F.2d at 814, 200 USPQ
at 218.

Here, we nust decide if potential customers when they
encounter the term FORECAST ENG NE for software for
financi al planning, investnent analysis and portfolio
allocation will imrediately understand that the term
describes a quality or characteristic of the software,
and/or that it conveys information regarding a function,
pur pose, or use of the software.

We start by rejecting two of the argunents that
appl i cant nmakes in support of its position that the
Exam ning Attorney erred in refusing to register
applicant’s mark. First, we reject applicant’s argunent
that the definition of “engine” as a | oconotive or
nmechani cal appliance suggests the power of applicant’s
sof tware and sonehow denonstrates that the termis not
nerely descriptive. W have no reason to believe that
“engi ne” would not be given its accepted conputer neaning

when the termis used in connection with conmputer software.
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Second, we find nothing incongruous about the use of
the term FORECAST ENG NE on financial planning software.
The key to determ ning whether a termis nerely descriptive
is toviewthe mark in relation to the goods and/ or
services, not in the abstract. An engine refers to a type
of software and forecasting includes estinmating or
calculating in advance. An engi ne woul d be expected to be
used in making forecasts or cal cul ations about the future
because it would involve the repetitive function of
calculating different scenarios. Financial planning, by
definition, involves nmaking cal cul ations or forecasts about
the future, otherwise it would not be planning. Investing
means “to utilize for future benefit or advantage.”
Webster’s Il New Riverside University Dictionary (1984),
641. It is not incongruous to use the terns “forecast” and
“engine” in these circunstances. Thus, the only question
is whether applicant’s mark i s suggestive of its goods or
nmerely descriptive.

W admt that this is a nuch closer case than
applicant’s rel ated case, which we deci de cont enporaneously
today. W do not have the evidence of applicant’s use and
ot her evidence that was in that case, and we have not
considered that evidence in reaching the result here. W

nmust decide if a prospective purchaser of financial
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pl anni ng software that makes recommendati ons for sel ecting
financial instruments, upon seeing the term FORECAST

ENG NE, woul d i nmedi ately understand that the term
describes a feature, function or characteristic of the
sof t war e.

Fromthe dictionary definition of “engine,” a
potential purchaser woul d understand that, unless the word
was used inaccurately, the software perforns a primary or
highly repetitive function such as a dat abase engi ne,
graphics engine or a dictionary engine. Applicant argues
that: “Financial planning, investnment analysis, portfolio
allocation and eliciting recomendati ons for specific
financial instrunments . . . are, by their very nature,
individually tailored, and are not ‘primary and highly

repetitive functions. Reply Br. at 2. Wiile that is
true of the ultimate recommendation, the underlying
econonmi ¢ analysis to arrive at that recommendati on woul d
i nvolve the highly repetitive nunber crunching analysis for
whi ch conputers are famous. This function is the type of
function that would be perforned by a software engine.

A desirable feature of software, as described in
applicant’s identification of goods, would be the inclusion

of a feature which forecasts i nvestnents based on econonic

vari ables that the individual or the individual’s
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i nvest ment advi sor inputs into a conputer program Even
the conputer’s ability to denonstrate potential investnent
scenari os based on forecasts of |ong-term econonic
conditions would be a highly desirable feature of the
software. Indeed, if financial planning software did not
contain a feature that nade forecasts using a software
engi ne, there would be a question of whether the termis
deceptively m sdescriptive of the goods.

We are cogni zant of the prohibition against dissecting
a mark and finding it descriptive based on its individual
conponents. W nust view the mark as a whole. At the sane
time, a mark is not nerely descriptive sinply because the
Exam ning Attorney did not produce evidence show ng use of

the exact term See In re Anerican Society of Cinica

Pat hol ogi sts, Inc., 442 F.2d 1404, 169 USPQ 800, 801 (CCPA

1973). The question is whether the mark as a whole is
nerely descriptive because a conbi ned term can have a non-
descriptive neaning that the individual descriptive terns

|l ack. See In re Colonial Stores, 394 F.2d 549, 157 USPQ

382 (CCPA 1968) (phrase SUGAR & SPICE from nursery rhyne
not nmerely descriptive for bakery products). Here, we are
unawar e of any non-descriptive neaning that the term
FORECAST ENG NE has, and its conbined neaning is exactly

what one woul d expect based on the words’ individual
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ma\anings.h_-I When the terns are conbi ned and used on software
for financial planning, investnent analysis, portfolio
al l ocation and eliciting recommendati ons for selecting
specific financial instrunents, we see no anbiguity. The
termwould tell prospective purchasers that the program
contains an engi ne that cal cul ates or forecasts financi al
projections to assist the purchaser in making investnent
deci si ons.

Decision: The refusal to register on the ground that
the mark FORECAST ENG NE is nerely descriptive of the

i nvol ved goods is affirned.

®Inits Reply Brief (p. 5), applicant refers to a registration
and several applications it owns. It identifies the mark in the
regi stration as FINANCI AL ENG NES, the mark in one pending
application as FI NANCI AL ENG NES | NVESTMENT ADVI SOR, and the
marks in the other pending applications as FORECAST ENG NES. The
printout to which applicant refers was not attached to its brief.
However, applicant has asked the Board to take judicial notice of
these facts. The Board does not take judicial notice of
applications or registrations. |In re Duofold, Inc., 184 USPQ
638, 640 (TTAB 1974). This is particularly inportant in a case
such as this where this informati on was submtted after the
Examining Attorney's brief and, thus, after any opportunity for
her to object. W note that the relevance of this evidence is
questionable. See In re Nett Designs, 236 F.3d 1339, 57 USPQd
1564, 1566 (Fed. Cir. 2001) (“EBven if sone registrations had sone
characteristics simlar to Nett Designs’ application, the PTO s
al | onance of such prior registrations does not bind the Board or
this court”).




