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Qpi nion by Drost, Admi nistrative Trademark Judge:

On March 16, 1998, Financial Engines, Inc. (applicant)
filed Trademark Application Serial No. 75/451, 194 seeking
regi stration of the mark FORECAST ENG NE (typed draw ng)
for services ultimately identified as “interactive, on-line
financial services, nanely, financial planning, investnent
anal ysis and consultation and portfolio allocation offered

via a gl obal conputer network” in International C ass 36.
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Applicant alleges that it first used the mark and first
used the mark in conmerce on February 23, 1998.

The Exami ning Attorney refused to register the mark on
the ground that the mark, when applied to the services, is
nmerely descriptive. 15 U. S.C. 8 1052(e)(1l). After the
refusal was made final, this appeal followed. Applicant
and the Exam ni ng AttorneyEI have filed briefs. An oral
heari ng was not requested.

Because we conclude that the mark FORECAST ENG NE i s
nerely descriptive when applied to interactive, on-line
financi al services, nanely, financial planning, investnent
anal ysis and consultation and portfolio allocation offered
via a gl obal conputer network, we affirmthe Exam ning
Attorney’s refusal to register applicant’s nark.

The Exami ning Attorney’ s position is that the mark
“imedi atel y and unequi vocal |y describe[s] a feature of the
applicant’s services, to wit: providing the on-line use of
software that perfornms the repetitive conputations for
calculating and estimating (i.e. forecasting) how specific
financial investnments mght performin the future.” Brief
at 6. The Examining Attorney relies on the follow ng

evi dence and argunents to support her concl usion.

! The current Exam ning Attorney was not the original exanining
attorney.
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First, the term*“forecast” is defined as “to cal cul ate
or estimate sonething in advance.” Anerican Heritage
Dictionary of the English Language (3% Ed. 1992). An
engine refers to “software that perforns a primry and
highly repetitive function such as a dat abase engi ne,
graphi cs engine or dictionary engine.” Freedman, The
Conputer G ossary, (8'" Ed. 1998).

Second, the Exam ning Attorney has submtted
LEXIS/INEXIS articles that show that the ternms “forecast
engi ne” or “forecasting engine’” are used “when referring to
sof tware prograns and on-line services that function to
project a set of outcones based upon controlled and
uncontrol |l ed data conbinations.” (Brief at 6).

Based on the LEXI S/ NEXI S evidenceq t he Exam ni ng
Attorney argues the term FORECAST ENG NE i s commonly used
to describe software and online services that perform
forecasting functions. “A key conponent of a forecasting
engine is its ability to generate different forecasts
reflecting the different ‘what if’ scenarios submtted by
the user.” Br. at 8.

Next, the Exami ning Attorney argues that applicant’s

speci nens of use “feature the use of a software engine to

2 W have not considered the Canadian article to which applicant
obj ect ed.
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forecast the financial performance of its user’s financial
i nvestnents” (brief at 8) as shown bel ow.

The | argest pension fund managers, who invest billions
on behal f of enployees, rely on “sinulation

technol ogy” to manage this uncertainty. This approach
generates thousands of “what if” scenarios that show
how nmuch their investnents m ght be worth in the
future.

Fi nanci al Engines brings this technology to

i ndividuals. Qur Forecast Engine™provides you with a
vi ew of how specific investnments mght performin the
future, including scenarios where markets perform
poorly. Each scenario is based on statistical
nodel i ng of key econom c indicators and how t hey

i nteract.

Finally, the Exam ning Attorney has pointed to
applicant’s own press rel ease quoted bel ow as evi dence of
t he descriptiveness of the term FORECAST ENG NE.

At the heart of the Advisor is the Forecast Engine™

This system forecasts the range of future retirenent

income likely to result fromowning any conbi nati on of

specific investnents.

State Street’s trained, licensed financial advisors

wi || use Financial Engines’ simulation engines to

forecast retirenent outconmes for Advice Account
parti ci pants.

Based on this evidence, the Exam ning Attorney
concl uded that the mark FORECAST ENG NE is nerely
descriptive for applicant’s services.

In its brief, applicant argues that the term FORECAST

ENG NE i s not nerely descriptive of its service and that

the term “FORECAST ENG NE is a fanciful, unitary phrase
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that is nebulous in neaning.” Br. at 4. “Not one article
denonstrates use of the wording FORECAST ENG NE in a nmerely
descriptive manner with respect to the services identified
in the instant application.” Br. at 7. Applicant also
argues that “a consumer nust make a ‘nental pause’ to
determ ne the significan[ce] of the mark as it relates to
applicant’s services.” 1d. In particular, applicant
clains that “engine” nost commonly refers to machinery or

| oconoti ves.

W begin our analysis by noting that a mark is nmerely
descriptive if it imrediately describes the ingredients,
qualities, or characteristics of the goods or if it conveys
information regarding a function, purpose, or use of the

goods. In re Abcor Devel opnent Corp., 588 F.2d 811, 200

USPQ 215, 217 (CCPA 1978). A termnay be descriptive even
if it only describes one of the qualities or properties of

the goods. In re Gulay, 820 F.2d 1216, 1217, 3 USPQd

1009, 1009 (Fed. Cir. 1987). W look at the mark in
relation to the goods or services, and not in the abstract,
when we consider whether the mark is descriptive. Abcor,
588 F.2d at 814, 200 USPQ at 218.

Thus, we nust deci de whet her the term FORECAST ENG NE

for applicant’s services describes a quality,



Ser. No. 451, 194

characteristic, ingredient, function, purpose or use of
t hese servi ces.

The evi dence supports the Exam ning Attorney’s
determ nation that the termdescribes a function, feature
or characteristic of the services. The Exam ning
Attorney’s dictionary definitions alone make it clear that
applicant’s termis merely descriptive. “To forecast”
means to calculate or estimate sonething in advance. It
cannot be seriously argued that applicant’s services do not
calculate investnents in advance. “Qur Forecast Engine™
provi des you with a view of how specific investnents m ght
performin the future, including scenarios where narkets
perform poorly. Each scenario is based on statistica
nodel i ng on key econom c indicators and how they interact.”
| ndeed, applicant’s own press rel ease states: “This system
forecasts the range of future retirenent incone.”
Applicant’s services calculate or forecast the potential
return of an investnment based on different assunptions.
Therefore, the term*“forecast” describes a function,
feature or characteristic of the services.

The next question is whether the term“engine” is also
descriptive of applicant’s services. Wile applicant has
argued that the termengine is nost comonly understood to

refer to machinery or a | oconotive, this ignores the
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requi renent that we not determ ne descriptiveness in a
vacuum but in relation to the goods or services. The
Exam ni ng Attorney has denonstrated that the term “engi ne”
has a common neaning when it is applied to software, i.e.,
software that perforns a primary or highly repetitive
function such as a database engi ne, graphics engine or
dictionary engine. Applicant’s on-line software neets the
definition of software the perforns a primary or highly
repetitive function.

However, a mark is not nerely descriptive sinply
because its individual conponents are descriptive. W nust
consi der whether the mark as a whole is descriptive. Wile
the words may individually be descriptive of the goods, the
mark as whol e may have a non-descriptive nmeaning. In other
words, the mark may be nore than sinply the sumof its

parts. See In re Colonial Stores, 394 F.2d 549, 157 USPQ

382 (CCPA 1968) (phrase SUGAR & SPICE from nursery rhyne
not nmerely descriptive for bakery products).

In this case, the evidence confirns that the mark when
viewed as a whole is nerely descriptive of the services.
The Exam ning Attorney has denonstrated through NEXI S
evi dence (exanples of which follow) that the term “forecast
engi ne” or “forecasting engine” is atermthat is comonly

used to descri be software.
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In other words, it should have the capabilities to
conbine nmultiple off-the-shelf software applications,
such as sal es forecast engines and Excel spreadsheets
to create an integrated solution. Journal of Business
Forecasting (Fall 1996), p. 2-23.

What to | ook for in a forecasting engine .

Does the forecast engine deliver forecasts and
statistical results such as R, nodel equation, an
audit trail of the expert system process, and table of
forecasts? Does the engine provide such output in
user defined files? Journal of Business Forecasting
(Fall 1996), p. 10-14.

Forecasting requires a significant anount of nunber
crunchi ng because the business rules are enornous —
consi der the forecast engi ne which produces
information, often through a round robin tournanent
approach. In the round robin, the sane data are
subjected to nmultiple forecasting techni ques, e.g.
naive extrapol ation, single- double or triple
exponenti al snoot hing and e-curve. Journal of Business
Forecasting (Sunmer 1995), p. 6-9.

The forecasting engi ne can be used to devel op and
assess financial as well as nerchandi se strategies.
Chain Store Age Executive with Shopping Center Age
(Cctober 1997), p. Sl14.

“ Once you’' ve got that, plugging in avail able
people is not all that difficult. That's where

[ software] vendors differentiate thenselves — in the
forecasting engine.” Supermarket News, (March 3,
1997), p. 25.

Thi s paper outlines a nunber of inportant issues that
shoul d be consi dered when acquiring or devel oping a
“forecasting engine.” Good managenent begins with a
pl an. Proper planning begins with an accurate
forecast. Journal of Business Forecasting Methods &
Systens (Fall 1996), p. 10-14.

. [ Nl eeds an advanced pl anning systemw th two
features, a “world class” forecasting engine and the
nmeans to share planning informati on with regional
offices. Traffic Wrld (June 8, 1998), p. 36.
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This data becones the project’s paraneters fed into
ForeSi ght’s forecasting engines. |InternetWek (Apri
20, 1998), p. 46.

What you want is an electronic tool and infrastructure
to cal cul ate when you can ship, and you need a
forecasting engine to conpensate for product
constraint. Conputer Reseller News (March 2, 1998).

Power Play to get forecasting engine. PC Wek
(Decenber 11, 1998), p. 49.

Applicant responded to this evidence by pointing out
that no article refers to financial services. However,
there is no requirenent that the Exam ning Attorney provide
an article showing a descriptive use of applicant’s exact
mark on its specific services. Even if applicant is the
only entity using the term it does not conpel a conclusion

that the mark is not nerely descriptive. See In re Hel ena

Rubi nstein, Inc., 410 F.2d 438, 441, 161 USPQ 606, 609

(CCPA 1969) (“Applicant’s long use of the wording, and the
fact that others have not used it up to this tine, does not
make it any | ess an apt description for the goods”); In

MBAssoci ates, 180 USPQ 338, 339 (TTAB 1973) (Whether a term

is unique or ordinarily used to describe a feature is not a
controlling factor). It is particularly unnecessary in a
case such as this where applicant’s own press rel ease
refers to its services as: “State Street’s trained,

| i censed financial advisors will use Financial Engines’

sinmul ati on engines to forecast retirenment outcones.” The
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press rel ease shows that applicant uses an engine to
forecast retirenent and investnent scenarios. Cearly, the
evi dence shows that the mark i nforns purchasers of a
function, feature, or characteristic of the services.
Applicant’s conbined termresults in no anbiguity, and the
mark is, therefore, descriptive of the services.

Finally, applicant argues that the Ofice s treatnent
of some prior registrations and applications justifies the
reversal of the Exam ning Attorney’ s refusal. These
regi strations and applications do not persuade us that the
Exam ning Attorney’s refusal should be reversed. First,
the nere fact that an applicant can point to five
regi strations involving different marks containing the
word “engine” hardly denonstrates that the Board shoul d
ignore the evidence of descriptiveness in this case. See

In re Nett Designs, 236 F.3d 1339, 57 USPQ2d 1564, 1566

(Fed. Gr. 2001) (“Even if sone registrations had sone
characteristics simlar to Nett Designs’ application, the
PTO s al |l owance of such prior registrations does not bind
the Board or this court”). Each case nust be deci ded on
its owmn nerits and we do not have the files of those cases
in front of us to explain why those marks issued.

Second, applicant also refers to two of its

applications for the identical mark FORECAST ENG NE, which

10



Ser. No. 451, 194

have been not been finally refused registration. However,
t he goods and services in those applications are not the
sane as the services in this application. Even if they
were rel evant, the evidence of descriptiveness should not
be ignored.

Finally, we note that applicant has failed to nention
anot her pending application it owns for the mark FORECAST
ENG NE for conputer software for financial planning,

i nvestnent analysis, portfolio allocation and
reconmendati ons for selecting specific financial
instrunents. That application (Serial No. 75/461,553) has
been finally refused registration by the Exam ning
Attorney and a decision will issue concurrently with this
deci si on.

Decision: The refusal to register on the ground that
the mark FORECAST ENG NE is nerely descriptive of the

i nvol ved services is affirned.
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