THIS DISPOSITION
03/26/01 | |S NOT CITABLE AS PRECEDENT
OF THE T.T.A.B.

Paper No. 11
RFC

UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re eOn Communi cati ons Corporation

Serial No. 75/439, 399
Betty K. Steel e of Baker, Donel son, Bearman & Cal dwel |l for
eOn Communi cati ons Cor porati on.
John C. Tingley, Trademark Exam ning Attorney, Law Ofice
106 (Mary 1. Sparrow, Managi ng Attorney).
Before Ci ssel, Hohein and Drost, Adm nistrative Trademark
Judges.
Qpi nion by Cissel, Adm nistrative Trademark Judge:

On February 24, 1998, the above-referenced application

was filedﬂtc)register the mark “VO CECLUSTERS’ on the

Princi pal Register for “voice processing systens conprised

of interactive conputer telephony integration,” in Cass 9.

! The application was originally filed in the name of Cortelco
Systens, Inc., a Delaware corporation, but applicant changed its
nane to eOn Communi cations Corp. as of Novenber 16, 1999, and
forwarded the anended certificate of incorporation to the

assi gnment division of the United States Patent and Trademark

O fice on March 8, 2000. The assignment is recorded on Reel
002045 at Frane 0490.
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The basis for filing the application was applicant’s
assertion that it possessed a bona fide intention to use
the mark in commerce in connection with the goods.

The Exami ning Attorney refused registration under
Section 2(e)(1) of the Lanham Act on the ground that the
mar Kk sought to be registered is nerely descriptive of the
goods set forth in the application. His position was that
“[t]he mark nerely describes a feature of the software used
in voice clusters tel ephone interaction.”

Attached in support of the refusal to register were
copies of excerpts froma nunber of itens retrieved froma
dat abase of publications. The first, fromthe New York
Times, relates to a nusical performance. It states:

“...cords that breathe in a snooth succession, or
overlap, or grow separated by cal m pauses. |n other
sections, the voices cluster to cause the acoustic
phenonenon of beats (throbbing phantom notes, in short
chromatic runs or sustained tones..

Anot her excerpt, |likewise of little probative val ue because
of its content, in addition to the fact that it is froma
newspaper fromoutside this country, relates to a novel.

It states:

“...a kind of collage of the experiences of

Anerica s Blacks, fromslavery to the 1920s. 1In true

Morrison fashion, a host of anonynous voices cluster

around the central story, and add their stories and
anecdotes to forma comon united history.
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Athird excerpt, titled “Practical production testing of
| SDN circuit boards,” is froma paper presented to a
conference of electrical engineers. |t states:

“...Abstract: with cluster specification or edge
connector specification tests. These specification
tests can be broken into three categories: digital
VLSl tests: S-bus cluster tests; and voice cluster
tests.”

A fourth excerpt is taken froma U S. Patent for “nodul ar-
accessi ble-units for use in floor, ceiling, wall or
partition systens.” It states:
“...accessi bl e node sites 215, and potenti al
nodul ar accessi ble node sites 216. Al so shown are
cluster panels 231 depicted as a data cluster panel
273, a voice cluster panel 274, and a power cluster
panel 275. The cluster panels feed one or nore
nodul ar accessi ble node sites 211, 215, and 216 with
matri x...a voi ce branch panel 278 feeding one or nore
voi ce cluster panels 274, and as a power branch panel
279 feeding one or nore power cluster panels 275.”
Responsive to the first Ofice Action, applicant
anended the identification-of-goods clause to read as
foll ows: “tel ephone apparatus, nanely a voice mail and/or
nmessagi ng server that controls and routes voice nmail to
multiple | ocations.”

Appl i cant al so provided argunent that the refusal to
regi ster was not well taken because the mark, in connection
with the products on which applicant intends to use it, is

suggestive, rather than nerely descriptive of the goods.

Applicant pointed out that the first article excerpt
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submtted by the Examning Attorney refers to a nusical
performance and the second apparently relates to a literary
device, both of which are altogether different from and
unrel ated to applicant’s tel ephone voice nmail and/or
nmessagi ng server that controls and routes voice nail to
mul tiple locations. Applicant further argued that the
ot her excerpts submtted by the Exam ning Attorney refer to
t el ephone swi tchi ng equi prent that controls tel ephone
lines, stations or trunks, all of which are different from
the server device identified in the application.
Simlarly, the references to voice cluster capacity are
argued by applicant to refer to the capacity of a PBX
system

The Exam ning Attorney was not persuaded by
applicant’s argunents, and in his second Ofice Action,
made the refusal to register under Section 2(e)(1) final.
Attached to that O fice Action was an entry froma gl ossary
of conputer term nology. The term*“cluster” is defined
therein as “sone nunber of disk sectors (typically two to
16) treated as a unit. The entire disk is divided into
clusters, each one a m ninmumunit of storage. Thus, a 30-
byte file may use up 2,048 bytes on disk if the disk

cluster is four 512-byte sectors.”
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Applicant tinmely filed a Notice of Appeal, acconpanied
by a request for reconsideration of the final refusal to
register. Submitted with the request for reconsideration
was the affidavit of Steve Jones, the co-director of the
Appl i ed Research Institute of the Center for Information
and Communi cation Services of Ball State University.
Attached as an exhibit to the affidavit was a letter M.
Jones offered regardi ng applicant’s “uni que tel ephony
system” In the letter, M. Jones states that when
“cluster” is analyzed in regard to shared networked
services, “...it represents the ability of a group of either
simlar or disparate systens to act as a singular system
t hrough shared resources.” He goes on to state his belief
that “...the particular nature of..[applicant’s] system
allows it to use the nonmencl ature chosen to define its’
(sic) purpose. It cannot be classified as sinply a voice
and fax sharing device because of the networking capability
that it possesses. It cannot be sinply defined as a
network server because it has the ability to present itself
as a transparent device to across the entire enterprise for
voi ce and fax services.”

The Trademark Trial and Appeal Board instituted the
appeal , but suspended action on it and remanded the

application file to the Exam ning Attorney for
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reconsi deration in view of applicant’s evidence and
argunents.

The Exam ning Attorney reconsidered the refusal to
regi ster, but maintained that the mark applicant seeks to
register is nmerely descriptive of the goods set forth in
the application. An excerpt froma tel ecommunications
dictionary was attached to his response. Init, the term
“cluster” is defined as a “collection of termnals or other
devices in a single location,” and as “a group of conputers
and storage devices that function as a single system”

The application file was then returned to the Board,
whi ch resuned action on the appeal. Applicant filed an
appeal brief and the Examning Attorney filed a brief in
response to it. Applicant did not request an oral hearing
before the Board.

Based on careful consideration of the record and
argunents before us in this appeal, we find that the
Exam ning Attorney has failed to establish the
descriptiveness of applicant’s mark.

The test for determ ning whether a mark is nerely
descriptive within the neaning of Section 2(e)(1) is well
settled. A mark is merely descriptive of the goods with
which it is or will be used if it immediately and forthwith

inmparts information, with some degree of specificity or
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particularity, about a significant ingredient, quality,
characteristic, function, feature, purpose or use of the
rel evant goods. In re Bright-Crest, Ltd., 204 USPQ 591
(TTAB 1979); In re Gyulay, 820 F.2d 1216, 3 USPQ@d 1009
(Fed. Cir. 1987); Inre Metpath Inc., 223 USPQ 88 (TTAB
1984). The Exam ning Attorney bears the burden of
establishing that the term sought to be registered is
merely descriptive. Wether the mark is nmerely descriptive
or only suggestive of the goods with which it is or will be
used has been recogni zed as a question of a highly

subj ective nature, and any doubts in regard to this
guestion nmust be resolved in favor of the applicant. 1In re
Aid Laboratories, Inc., 221 USPQ 215 (TTAB 1983).

Sinmply put, the Exam ning Attorney has not net his
burden of supporting the refusal to register with evidence
upon whi ch we can conclude that w thout a doubt,

“VO CECLUSTERS” woul d inmediately and forthwi th convey

i nformation about a significant feature, characteristic,
function, purpose or use of a voice nmail and/or nessaging
server that controls and routes voice mail to nmultiple

| ocati ons.

We certainly do not claimany particular expertise in
the field of tel econmunications equi pnent. The Exam ning

Attorney contends that “VO CECLUSTERS’ is nerely
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descriptive of the goods set forth in the application
because it conveys information about a significant
characteristic or feature of the tel ephone apparatus
identified in the application, but it is not clear to us
just what that information mght be. In a simlar sense,
it would be a msrepresentation for us to contend that the
|l etter from M. Jones nakes plain to us the reason why
applicant believes the mark it seeks to register is
suggestive in connection with the goods specified in the
application. As noted above, however, applicant does not
bear the burden on the issue of nere descriptiveness. The
Exam ni ng Attorney does.

The mark includes two words that individually appear
torelate in sone way to a server that controls and routes
voice mail to multiple locations. “VOCE" is clearly
descriptive in connection with an apparatus that processes
voi ce data such as voice mail, and “CLUSTERS’ has been
shown to relate to a grouping of different devices that
function as a single system but the evidence of record in
this appeal does not denonstrate how that termis used in
connection with tel ephone servers. Mreover, exactly what
t hese two words, when conbined into the mark
“VO CECLUSTERS, ” convey about the servers identified in the

application, as anmended, is just not clear to us. As
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applicant points out, sone of the evidence submtted by the
Exam ning Attorney obviously relates to nusic, literature
or sonething else unrelated to servers for voi ce nessagi ng.
O her evidence seens to have sonething to do with
conputers, which we recognize are integral parts of
t el econmuni cati ons networks, but the evidence of record in
this appeal does not nake it at all clear that the conbined
term *“VO CECLUSTERS’” would i medi ately and forthwith
convey specific information concerning a significant
characteristic, feature, purpose, function or use of the
voi ce mail and/or nessaging servers identified in the
application.

Accordingly, the refusal to register under Section

2(e) (1) is reversed.



