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Opi nion by Cissel, Admi nistrative Trademark Judge:

On Cctober 21, 1997, applicant filed the above-
referenced application to register the mark “LI P PAINT” on
the Principal Register for “nmakeup preparations, nanely
lipstick,” in Class 3. The application was based on:

(i) applicant’s assertion that it possessed a bona fide
intention to use the mark in commerce with the United
States on the specified goods, and (ii) applicant’s clai ned

priority based upon its French application. A copy of the
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regi stration which issued in France as a result of that
application was subsequently submtted, along with an
English transl ation thereof.

The application filed in the United States i s now
before the Board on appeal froma final refusal to register
under Section 2(e)(1) of the Lanham Act on the ground that
applicant’s mark is nerely descriptive of the goods set
forth in the application. Sinply put, the Exam ning
Attorney takes the position that “LIP PAINT” is a nane for
a type of lipstick or is a synonymfor the word “lipstick.”?

Applicant has disclainmed the word “LIP" apart from
the mark as a whol e, but contends that the conbination of
wor ds sought to be registered i s suggestive, rather than
nerely descriptive, within the neaning of the Act because
the word “PAINT” is usually encountered in connection with
liquid coloring agents which are brushed or sprayed onto
what ever object is to be painted, whereas applicant’s
products are sticks of colored paste which are applied to
lips as cosnetics to provide both color and noisture.

Applicant further argues that the thought process which

! Al though on p.2 of his appeal brief the Exanining Attorney
states that “[t]o one fam liar with nmakeup or cosnetics, the
designation LIP PAINT will be understood as the name of a product
i ke eyeliner or foundation,” throughout nost of the record in
this application he has taken the position that “LIP PAINT" wll
be understood to describe or otherwise refer to “lipstick.”
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pur chasers woul d need to go through to attribute
descriptive nmeaning to “LIP PAINT” in connection with its
product, which is not paint for the |lips, nakes its mark
suggestive, rather than nerely descriptive within the
meani ng of Section 2(e)(1l) of the Act.

Bot h applicant and the Exam ning Attorney filed briefs
on appeal, and applicant filed a reply brief, but applicant
did not request an oral hearing before the Board.

The sol e issue before us in this appeal is whether the
mark “LIP PAINT” is merely descriptive as applied to makeup
preparations, nanely lipstick. Based on careful
consi deration of the record and argunents before us in this
appeal, we find that the record herein does not support the
Exam ning Attorney’s conclusion that this mark is nmerely
descriptive of applicant’s goods.

The test for determ ning whether a mark is nerely
descriptive within the neaning of the Lanham Act is well
settled. A mark is unregistrable under Section 2(e)(1l) of
the Act if it immediately and forthwith conveys information
about a significant quality, characteristic, function,
feature, purpose or use of the goods with which it is used.
In re Gyulay, 870 F.2d 1216, 3 USPQ2d 1009 (Fed. Cr.

1987); In re Bed & Breakfast Registry, 791 F.2d 157, 229

USPQ 818 (Fed. G r. 1986). The determ nation of
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descri ptiveness nmust be nade not in the abstract, but
rather in relation to the goods as they are identified in
the application, considering the context in which the mark
is or will be used in connection with the goods, and the
possi bl e significance the mark woul d have in that context
to the average purchaser of such products. 1In re Abcor
Devel opment Corp., 588 F.2d 811, 200 USPQ 215 (CCPA 1978).
The Exami ning Attorney bears the burden of establishing
with evidence that the termsought to be registered is
nmerely descriptive of the goods specified in the
application. Whether a mark is nmerely descriptive or is
only suggestive of the goods with which it is or will be
used has been recogni zed as a question of a highly

subj ective nature, and any doubts in regard to this issue
are resolved in favor of the applicant. Inre Ad
Laboratories, Inc., 221 USPQ 215 (TTAB 1983).

Sinply put, in the case now before us, the Exam ning
Attorney has failed to nmeet his burden of establishing that
inthis country, if lipstick purchasers were presented with
applicant’s mark, “LIP PAINT,” in connection with
applicant’s product, they would i nmedi ately understand the
term sought to be registered as conveying significant

i nformati on about the nature of the goods.
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Evi dence establishing nmere descriptiveness can take
many forms, including dictionary definitions,
advertisenents, purchaser decl arations, surveys, trade
j ournal s, newspapers and ot her publications. The only
evi dence submtted by the Exam ning Attorney in support of
his refusal to register in this case are excerpts from
publications retrieved fromthe Nexis database. Including
t he excerpts nade of record by the Exam ning Attorney in
response to the request for reconsideration filed by
applicant after the refusal to register had been nade
final, there are twenty-two small segnents of articles from
various publications.

| f these excerpts had provided the Board with a basis
upon which we could conclude that “LIP PAINT” is often used
in connection with lipstick and therefore would be
under stood by purchasers to refer to lipstick or to sone
feature or characteristic of |lipstick, this evidence would
have satisfied the Exam ning Attorney’ s burden of
supporting the refusal to register. As applicant points
out, however, the majority of the evidence submtted in
support of the refusal to register is irrelevant to our
inquiry, and the few exanples which could be interpreted as
supporting the refusal are either unclear or, as applicant

puts it, “scattered, random idiosyncratic uses,” and as
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such, are not a sufficient basis upon which to concl ude
that the mark woul d be understood to provide descriptive
i nformation about applicant’s goods. |If the term®“LIP
PAI NT” were, as the Exam ning Attorney contends, in use as
descriptive termnology in connection with a type of
lipstick, surely nore evidence than this would be readily
avail able to denonstrate that purchasers would attribute
such a descriptive neaning to the term

We turn, then, to an analysis of the twenty-two
excerpts from published articles that constitute the entire
support offered by the Exam ning Attorney for the refusal
to register. To begin with, nore than half of themare
either fromforeign publications or show use of the termin
a foreign context. Exanples include excerpts of articles

publ i shed by The Financial Tines (London), The |ndependent

(London), The Daily Miil (London), and the Cal gary Heral d.

O hers either quote people in Great Britain or indicate a
foreign context by stating the price of products in pounds
sterling.

As this Board has repeatedly held, exanples of
descriptive use in foreign publications of the term sought
to be registered have no probative value on the issue of
descriptiveness in this country. A termmy be generic for

a product as used in publications in another country, but
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absent a show ng that such publications have a significant
circulation in the United States, they can be given no

wei ght in determ ning consunmer perceptions in the United
States. In re Consolidated C gar Corp., 13 USPQ2d 1481
(TTAB 1989). In resolving whether a mark is nerely
descriptive under the Lanham Act, its nmeaning to people who
do not constitute the purchasing public for such goods in
this country is irrel evant.

Two of the twenty-two excerpts show use of the term
“l'ip paint” in what appears to be a historical context.

One refers to “lip paint” in 5000 B.C.; another refers to a
| aw condeming “lip paint” passed in 1770 by the British
Parliament. Neither of these references is relevant in
determ ni ng what significance the nmark woul d have in
contenporary tines to people in the United States.

The remai ni ng excerpts submtted by the Exami ning
Attorney in support of his contention that “LIP PAI NT”
woul d be understood as a reference to the nature of
applicant’s products also fall short of doing so. A 1993

article published in the Washi ngt on Post di scusses a

prostitute “who covers her scarred face with white-|ead

makeup and nmercuric sulphide lip paint that will kill her
as surely as labor in the mlls is slowy killing Mr’s
sons.” W have no idea what “nercuric sul phide lip paint”
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is, but it does not appear fromthis quotation to be
ordinary lipstick. Another excerpt, this one fromthe

Baltinmore Sun, nentions “lip paint” in apparent reference

to stage makeup used by clowns to cover only their |ower
l'ips.

O her excerpts do refer to “lip paint,” but it is not
at all clear that the termis being used in reference to
l'ipstick. For exanple, a quoted article from Newsday
refers to both “nostril paint” and to “lip paint.” These
do not appear to be ordinary consuner cosnetics like
lipstick. Two of the remaining references refer to the
same product, “Kiehl’s Pink Shine,” as “lip paint,” but
w thout indicating that it is a lipstick. Another excerpt
refers to “lip-paint as pouted in the filmby Una Thurman,”
whi ch could be a reference to stage makeup. The final

excerpt is fromsonmething called Children’ s Business, and

although it refers to “cosnetics such as lip paint,” it is
not at all clear that “lip paint” is being used in
reference to or as a synonymfor “lipstick.” 1In other

wor ds, these excerpted stories did not give sufficient

context to understand the term*“lip paint” in the stories.
In summary, the evidence submtted by the Exam ning

Attorney falls far short of establishing that in this

country, prospective purchasers of |ipstick would
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understand “LI P PAINT” either as another termfor
“lipstick” or as conveying information about a significant
feature or characteristic of lipstick. As noted above,
even if we were to have any doubt on this issue, it would
be necessary to resolve it in favor of the applicant.
Decision: The refusal to register under Section

2(e)(1) of the Act is reversed.
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