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Opi ni on by Hohein, Adm nistrative Trademark Judge:

Baratti Cosnetics GrbH, by assignnent from

Par funeri e Douglas GrbH, is the owner of an application to

Baratti

register the mark "BARATTI," in the format shown bel ow,
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for the foll ow ng goods:1

"essential oils for personal use; day
cream night cream 24-hour cream anti-
wrinkle cream noisturizing cream
nouri shing cream noisturizing liquid, eye
cream eye gel, skin serum skin oil, face
| otion, cleansing |otion, masks, cl eansing
foam toning cream décolleté cream
contour cream cellulitis cream Ilip
nouri shing stick, |lip balsam hand cream
|l eg cream hair renoving cream hair
renmovi ng wax, body oil, body cream body
| oti on, peeling cream personal deodorant
spray, personal deodorant roll-on, persona
deodorant sticks, deodorant cream nassage
cream bubble bath, shower bath, oil bath,
cream bath, mlk bath, liquid soap, soap
body powder, suntan mlk, suntan oil,
suntan cream after sun cream pre tan
| otion, sun block stick, self tan cream
sun water, lipstick, nail polish, eye
cosnetics, makeup, makeup renover, nascar a,
eye shadow, rouge, eye nakeup renover pads,
nail polish renover pads, eyebrow pencils,
face powder, hair shanpoo, setting |otion;
hair cosmetics, nanely, hair care
preparations, hair bleaching preparations,
hair cl eaning preparations and hair
rel axi ng preparations; hair color, hair
gel, hair lotion, hair serum hair dressing
cream hair oil, hair tints, hairspray;
perfune, eau de parfum parfumde toilette,
eau de toilette, eau fraiche, eau de
col ogne, perfunmed water, pomander, sachets;
shaving cream shaving foam after shave
balm sport cream after shave cream after
shave | otion, pre shave lotion; [and]
dentifrices" in International Cl ass 3;

"scented candles" in Internationa
Cl ass 4;

1 Ser. No. 75/360,949, filed on Septenber 22, 1997, which is based
upon ownership by Parfunerie Douglas GrbH of German Regi stration No.

39709652,

i ssued on June 22, 1997. See In re De Luxe N V.,

990 F. 2d

607, 26 USPQ2d 1475, 1477-78 (Fed. G r. 1993) and TMEP Section 1007.
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"goods nmade of l|eather and imtation
| eat her, nanmely, bags and ot her containers
not adapted to the products they are
intended to contain, small | eather goods,
nanel y, purses, wallets, key cases; ani nal
skins and hides; trunks and travelling
bags; unbrellas, parasols and wal ki ng
sticks" in International Class 18; and

"cl othing, nanely, swi mamear, |ingerie,

scarves, pareu, silk scarves, bathrobes,

towel s, kinonos; house apparel, nanely,

j ackets and matching pants to be worn at

home; t-shirts, nightgowns, dressing capes,

shower caps; footwear and headwear" in

I nt ernati onal Class 25.

Regi stration has been finally refused under Section
2(e)(4) of the Trademark Act, 15 U. S.C. 8§1052(e)(4), on the
ground that the mark which applicant seeks to register is
primarily merely a surnane.

Appl i cant has appeal ed. Briefs have been filed,2 and

an oral hearing was held.3 W affirmthe refusal to register.

2 Applicant, with its appeal brief, has submitted a definition of the
term"ratti" as excerpted from Wbster's New International Dictionary
(2d ed. unabridged 1958), a copy of a page fromthe Manhattan "Wite
Pages" tel ephone directory for the period from Septenber 1999 to

August 2000 showi ng the absence of any listing of the term"Baratti,"

and printouts of its searches of the term"Baratti"” in the electronic
"men White Pages" for the cities of Boston, Chicago and Los Angel es
showi ng, in each instance, that "no matches were found." The

Exami ning Attorney, in her brief, has objected "to the subm ssion of
the above[-]nentioned materials,” correctly noting that "[n]one of
these materials ... appear in the prior record of this case" and that
such evidence is accordingly untinely under Trademark Rule 2.142(d).
Moreover, while it is settled that the Board nay nevertheless, in the
case of dictionary definitions, take judicial notice thereof, see,
e.g., Hancock v. Anerican Steel & Wre Co. of New Jersey, 203 F.2d
737, 97 USPQ 330, 332 (CCPA 1953) and University of Notre Dane du Lac
v. J. C. Gournet Food Inports Co., Inc., 213 USPQ 594, 596 (TTAB
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As an appropriate starting point for analysis, we
observe that as stated by the Board in In re Hamlton
Phar maceuticals Ltd., 27 USPQ2d 1939, 1940 (TTAB 1993):

At the outset, it is well settled that
whether a mark is primarily nerely a
surnanme depends upon whether its prinmary
significance to the purchasing public is
that of a surnane. The burden is upon the
Exam ni ng Attorney, in the first instance,
to present evidence sufficient to make out
a prima facie showing in support of the
contention that a particular mark is
primarily merely a surnanme. Provided that
t he Exami ning Attorney establishes a prinm
facie case, the burden shifts to the
applicant to rebut the showi ng made by the
Exam ning Attorney. See In re Harris-

I ntertype Corp., 518 F.2d 629, 186 USPQ
238, 239-40 (CCPA 1975) and In re Kahan &
Wei sz Jewelry Mg. Corp., 508 F.2d 831, 184
USPQ 421, 422 (CCPA 1975). MWhether a term
sought to be registered is primarily nmerely
a surname within the neaning of ... the
Trademar k Act nust necessarily be resolved
on a case by case basis and, as is the
situation with any question of fact, no
precedential value can be given to the

1982), aff’'d, 703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983), it is
plain that, since the termsought to be registered is "BARATTI"

rather than "RATTI," the definition of the latter is irrelevant and
immterial. Accordingly, and while the result in this appeal would
be the sane in any event, none of the evidence submitted with
applicant's appeal brief will be given further consideration.

3 Applicant, at the oral hearing, proffered a printout fromthe

el ectronic version of The Collins Italian Dictionary (1995)
indicating that the Italian word "baratto"” is a nmasculine noun
meani ng "barter"” or "exchange" in English. Wile, as noted
previously, the Board may take judicial notice of dictionary
definitions, the definition of the word "baratto"” is w thout
probative value, insofar as establishing an alternative nmeaning for
the termwhich applicant seeks to register, inasnuch as such termis
"BARATTI " rather than "BARATTO. "
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anmount of evidence apparently accepted in a

prior proceeding. See In re Etablissenents

Darty et Fils, 759 F.2d 15, 225 USPQ 652,

653 (Fed. Cir. 1985).

In the present case, we agree with the Exam ning
Attorney that, contrary to applicant's contentions, the record
contains sufficient evidence to make out a prinma facie case
that the primary significance of the mark "BARATTI" to the
general purchasing public for various cosnetics, candl es,
| eat her goods and clothing itenms is that of a surnane.
Specifically, while each of the declarations submtted by
applicant fromtw of its managers (both of whomclaimto be
"t he manager of applicant”) states that applicant "is not
managed by and does not enpl oy anyone who uses the term
BARATTI as a surnanme" and that "BARATTI is a fanciful term
coi ned by the applicant that is indicative of the applicant,"”
the Exam ning Attorney in support of her position has
submtted a report froma search of the PHONEDI SC POAERFI NDER
USA ONE 1998 dat abase (4th ed.) showing a total of 54 |istings

for individuals having the surnanme "BARATTI."4 Applicant

criticizes such evidence by noting that, "[d]Jue to duplicate

4 The preface thereto states that:

The listings naking up the data base were gathered
fromaddress |ists and tel ephone directories, and contain
over 115 mllion nanmes, addresses, and phone nunbers. The
listings may contain a small nunber of duplicate |istings
for the sane individual when the individual maintained two
addresses or noved.
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listings[,] the nunber should have been forty-nine instead of
fifty-four"> and asserts that "[t]he fact that only .0000004%
of the individuals listed in the Phonedi sc database have the
surname BARATTI shows that this nunber is de mnims and
shoul d not be given any weight in [ight of the massive scope
of the data base and the United States' population of two
hundred and sixty-five mllion." W find, however, that even
t hough the term "BARATTI," as conceded by the Exam ni ng
Attorney in her brief, appears to be "an uncommon surnanme” in
the United States, the evidence furnished by the Exam ning
Attorney denonstrates that the term "BARATTI" plainly has
surnanme significance and that such, on this record, is its
sol e significance inasnmuch as there are no alternative

meani ngs. This evidence alone suffices to nmeet the burden of
establishing a prima facie case of surname significance. See,
e.g., In re Etablissenents Darty et Fils, 222 USPQ 260, 261-62
(TTAB 1984), aff'd, supra at 653-54 [on the basis of 32
listings of surname "DARTY" gathered fromtel ephone
directories across the nation and absence of any non-surnane
significance, found that "this conmbination, i.e., telephone

listings plus evidence of no non-surnane significance, is

5 Wile not relied upon by the Exam ning Attorney in her brief, we
concur with applicant that, although of record, an additional five
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sufficient to neet the agency's burden of proof for a refusal
to register"].6

Furthernmore, we agree with the Exam ni ng Attorney
that, while admttedly a subjective determ nation, the term
"BARATTI" has the clear |ook and sound of a surnane. In
particul ar, given the well known fact that Italian surnanes
often end with a vowel, see, e.g., In re Industrie Pirell

Soci eta per Azioni, 9 USPQ2d 1564, 1565 (TTAB 1988), the term

listings for the surnane "BARRATTI" shoul d not be consi dered because
such term"is not Applicant's nmark."

6 That a surnane is rare does not necessarily nean that its primry
significance is sonething other than that of a surnane. As the Board
additionally pointed out in Darty, 222 USPQ at 262 (footnote
omtted):

In the foregoing regard, it is inportant to keep in
mnd that rarity in a surname does not, per se, preclude a
finding that an admtted surnanme is "primarily nmerely a
surnane” within the contenplation of the Trademark Act.
The Board expressed this conclusion in In re Joseph
Pi cone, 221 USPQ 93 (TTAB 1984) ("PICONE" for after shave
lotion) and In re Martinoni Co., 189 USPQ 589 (TTAB 1975)
(stylized "LI QUORE MARTI NONI " for |iqueur), two cases
which relied on directory evidence to establish surnane
signi ficance.

There is, of course, a category of surnames that are
so rare that they do not even have the appearance of
surnanes. Where these are involved, even in the absence
of non-surnanme significance, a reasonable application of
the test of "primary significance to the purchasing
public" could result in a finding that such a surnane,
when used as a nmark, would be perceived as arbitrary or
fanciful. .... However, the Board does not believe that
"DARTY" falls within this category of rare nanmes that do
not | ook |ike and would not be perceived as a surnane.

As will be discussed next in this opinion, the same is true of the
surnanme " BARATTI."
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"BARATTI " appears to us to have the structure and
pronunci ati on of a surname of Italian heritage and woul d be so
recogni zed. Applicant in effect has acknow edged the Italian
air or ring thereof since, in an unpersuasive attenpt to
establish a non-surname significance for the term "BARATTI,"
it proffered at the oral hearing an excerpt fromthe

el ectronic version of The Collins Italian Dictionary (1995)

and it asserted in its brief, although notably w thout any
evidentiary support, that such term "has a meaning in the
Italian | anguage. "’
As noted in Ex parte Rivera Watch Corp., 106 USPQ
145, 149 (Commir Pats. 1955):
There are sone names which by their

very nature have only a surnane
significance even though they are rare

7 Al'though still maintaining, as stated in the previously nmentioned
decl arations fromits nmanagers, that "BARATTI is a fanciful coined
word that has no neaning," applicant neverthel ess offers the
unsubstanti ated assertions that (footnote omtted):

[Dlue to the Examiner's inability to find alternative
meani ngs, Applicant conducted its own research and
establ i shed through information provided by native
speakers that the termbaratti has a neaning in the
Italian | anguage. The English translation nmeans to swap
and/ or change and to cheat and/or trick. Since the term
is not very conmon and possibly used in declination, it
seens inpossible to find the termin a dictionary.

In any event, it should be added that even if applicant had submtted
proof of its assertions, the primary significance of the term
"BARATTI" would still be that of a surnane rather than that of an
uncommon meani ng, the use of which is possibly in declination anmong
native speakers of Italian.
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surnames. "Seidenberg," if rare, would be

in this class. And there are others which

have no nmeani ng--well known or otherw se--

and are in fact surnanes which do not, when
applied to goods as trademarks, create the

i npressi on of being surnanes.

Li kewi se, as stated in In re Industrie Pirelli Societa per
Azioni, supra at 1566:8
The Exam ning Attorney correctly argues

that certain rare surnanes | ook |ike
surnames and certain rare surnames do not

and that "Pirelli" falls into the forner
cat egory, while "Kodak"” falls into the
| atter.

Here, we concur with the Exam ning Attorney that, while a rare
surnanme, the term "BARATTI," |like the term"PIRELLI," plainly
has the | ook and sound of a surname of Italian derivation and

woul d be so regarded by the purchasing public.?®

8 The Board, besides noting in such case that "'PIRELLI' is, in fact,
a surnane” and that "'Pirelli"” has no ordinary nmeaning in the Italian
| anguage, as the Italian dictionary excerpt ... shows,"” also stated
that while "applicant conplains that the Exam ning Attorney has not
of fered sufficient proof that "Pirelli' |ooks Iike a surname, we

agree with the Exam ning Attorney that some of the common surnanes
contained in the Anerican Surnames book, in their structure and
pronunci ati on, resenble applicant's mark 'PI RELLI.""

9 The Examining Attorney, in this respect, also nmade of record third-
party registrations for the marks "BUGATTI," "M NOTITI," "BROCATQ, "
"DUCATI" and "MORABI TO' and design, characterizing such as the
results of "a limted search based on variations of the last four
letters in 'BARATTI' [which] revealed that there are at |east five
active registrations for surnanes associated with the particul ar
types of goods provided by the applicant under the proposed mark."
VWiile it can indeed be inferred that the marks "BUGATTI," "M NOTTI"
and "BROCATO, " the first two of which are simlar in suffix to
applicant's mark, are surnames inasnmuch as the copies thereof which
are of record indicate that the respective registrations issued
either on the Principal Register pursuant to the provisions of



Ser. No. 75/360, 949

Accordingly, we find that the Exam ning Attorney has
established a prima facie case that the primary significance
of the mark "BARATTI" is that of a surnanme. As applicant
poi nts out and the Exami ning Attorney admts, such mark is an
uncommon surname, but the evidence offered by applicant,
consisting chiefly of the declarations fromtwo of its
managers, is insufficient to rebut the Exam ning Attorney's
prima facie showi ng that "BARATTI" would be viewed as a
surname by the purchasing public for applicant's goods. 1In
particul ar, such evidence fails to show that such term has any
significance other than that of a surnane. See, e.g., Inre
Rebo Hi gh Definition Studio Inc., 15 USPQ2d 1314, 1315 (TTAB
1990) [mark "REPO' for high resolution television equipnent
held primarily nmerely a surname, with the Board noting that,
"even if ... a rare surname, this does not mean that its
surname significance would not be recognized by a substanti al
nunber of persons” and that "[w]hile ... the evidence of
surnanme significance provided by the Exam ning Attorney is not
ext ensive, we cannot say that applicant has overcome even this
relatively nodest showi ng by the unsubstantiated specul ation

that it m ght have a nonsurname significance to the public"].

Section 2{f) of the Trademark Act, 15 U S.C. 81052(f), or on the
Suppl emental Regi ster, we are constrained to agree with applicant
that, in the case of the registrations for the remai ning two marks,
"there is nothing in those docunents from whi ch one can reasonably
concl ude that the marks are in fact surnanes."

10



Ser. No. 75/360, 949

Mor eover, unlike the converse situation, which would be strong
evi dence of surname significance, the fact that the term
"BARATTI" is not the surname of anyone connected with
appl i cant does not nean that the primary significance of such
termto the purchasing public is other than that of a surnane.
Instead, it is sinply a factor to be considered which, in the
circunmstances of this case, is outweighed by the fact that the
term "BARATTI" has been shown to have surnanme significance, it
| acks any other ordinary nmeaning and it has the structure and
pronunci ati on of a surnane.

Deci sion: The refusal under Section 2(e)(4) is

af firmed.

11



