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Lawrence E. Abel man of Abel man, Frayne & Schwab for Intera
Mul timedia Inc.
Al an C. Atchison, Trademark Exam ning Attorney, Law O fice
102 (Thomas Shaw, Managi ng Attorney).
Bef ore Hohei n, Chapman and Bottorff, Adm nistrative
Trademar k Judges.
Qpi ni on by Chapman, Adm nistrative Tradenmark Judge:

On Septenber 11, 1997, Intera Miltinedia Inc. (a
Canadi an corporation) filed an application to register the
mar k MEMORI AL MEDI A on the Principal Register for “conputer
software for use in |locating deceased individuals in
ceneteries, mausol euns and col unbariuns; interactive
conmput er kiosks for use in locating grave |ocations and
deceased remains of individuals in ceneteries, nausol euns
and col unbariuns” in International Cass 9; “voice
nessagi ng services involving an interactive conputer kiosk

whi ch records, stores and transmts nessages concerning
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deceased individuals and grave | ocati ons and deceased
remai ns of individuals in ceneteries, nmausol euns and

col unbariunms” in International C ass 38; and “infornmation
services provided via an interactive conputer kiosk which
cont ai ns bi ographi es, video, pictures and text of deceased
i ndi vidual s and grave | ocations and deceased remi ns of

i ndividual s in ceneteries, mausol euns and col unbari uns and
i nformati on about products and services of the funeral
industry” in International C ass 42.

Applicant’s application was originally based on (1)
Section 1(b) of the Trademark Act, 15 U.S.C. 81051(b), and
(2) aclaimof priority under Section 44(d) of the
Trademark Act, 15 U.S.C. 81126(d), in light of Canadi an
application No. 841,324 (filed April 3, 1997).
Subsequently, applicant submitted its Canadi an Regi stration
No. TMA494, 194, which issued from Canadi an application No.
841,325 (filed April 3, 1997)EJ and deleted its Section 1(b)
basis for the U S. application. The Board renmanded the
application to the Exam ning Attorney to determ ne whet her
the Canadi an registration forns a basis for the services
(I'nternational C asses 38 and 42) listed in applicant’s

U.S. application. By Exam ner’s Amendnent dated March 1,

! The term“nmedia” is disclaimed in applicant’s Canadi an
regi stration.
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2001, the Section 1(b) basis for the application was
reinstated. Thus, the application is now based on Section
1(b) as well as on Section 44 of the Trademark Act.

The Exami ning Attorney refused registration on the
ground that applicant’s mark, MEMORIAL MEDI A, is nerely
descriptive of the goods and services under Section 2(e)(1)
of the Trademark Act, 15 U. S.C. 81052(e)(1).

When the refusal was made final, applicant appealed to
this Board. Both applicant and the Exam ning Attorney have
filed briefs; an oral hearing was not requested.

The Exam ning Attorney contends that, in the context
of applicant’s goods and services, the term “nenorial”
means or refers to the renenbrance of a person through
mul ti medi a i mages, voice and text, and the word “nedia”
refers to various types of nedia used in connection with
conputer services and conputer software; that the mark
MEMORI AL MEDI A “in the context of information relating to
deceased i ndividuals, does convey to prospective purchasers
that applicant’s [goods and services] feature nenori al
i nformati on about deceased persons” (enphasis in original,
brief, p. 4). Stated another way, the Exam ning Attorney
al so said, “The term ‘nedia describes the text, video and
i mages contai ned on the conputer kiosks and ‘nenorial’

describes the subject matter therein.” (Brief, p. 7.)
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In support of the descriptiveness refusal, the
Exam ni ng Attorney has nmade of record the foll ow ng
di ctionary definitions:

(1) “media” is defined as “(1) Objects
on which data can be stored.
These include hard drives, floppy
di sks, CD-ROMs, and tapes... (3)
The form and technol ogy used to
comuni cate information
Mul ti medi a presentations, for
exanpl e, conbi ne sound, pictures,
and videos, all of which are

different types of nedia.” Random
House Personal Conputer Dictionary
(1996); and

(2) “nmenorial” is defined as “n. 1.

Sonet hi ng, such as a nonunent or
hol i day, intended to cel ebrate or
honor the nmenory of a person or an
event.... adj. 1. Serving as a
remenbrance of a person or an
event; commenorative.” The
Anmerican Heritage Dictionary
(1992).

In addition, the Board, pursuant to Fed. R Evid. 201,
hereby takes judicial notice of the follow ng dictionary

definition fromWbster’s Ninth New College Dictionary

wherein “nmenorial park” is defined as “n. (ca. 1928):
cenetery.” See TBWP 8712.01, and cases cited therein.

The Exam ning Attorney also submtted (i) several
third-party registrations to show that the words “nenorial”
and “nedi a” have each been di scl ai nred when the word forned

part of a mark for products or services such as nenori al
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cards, tonbstones, conputer services, or conputer software;
and (ii) a few stories reprinted from Nexis to show how
applicant and others use the words “nenorial” and “nedi a”
to describe the involved goods and services. Finally, the
Exam ning Attorney relies on applicant’s own
identifications of goods and services as evidence that the
i nformation contained in applicant’s conputer kiosks
i ncludes nenorials of deceased individuals.

Applicant argues that the mark MEMORIAL MEDIA is a
uni que conbi nati on of words coined by applicant; that
applicant’s mark is alliterative and is at nobst suggestive;
that applicant’s goods and services (conputer software,
voi ce nessaging services and information services, all as
specifically identified above) do not relate to any of the
several definitions of “nmenorial” submitted by the
Exam ni ng Attorney because applicant’s goods and services
are not used to celebrate or honor the nenory of the
deceased, but are limted to gathering and di ssem nati ng
information; that there are several conputer-related
definitions of the term“nedia” as well as the Wbster’s

Del uxe Unabridged Dictionary (2nd ed.) neani ng of “nedia”

as the plural of “mediuni; that applicant does not use the
terms “comenoration” or “nmenorial” inits identifications

of goods and services; and that, the mark taken as a whol e,
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woul d require nmental gymastics in order for purchasers to
ascertain the purpose or characteristics of applicant’s
goods and servi ces.

Further, applicant contends that the third-party
regi strations submtted by the Exam ning Attorney to show
that the word “nenorial” was disclainmd are distinguishable
fromapplicant’s current application; and applicant
submtted other third-party registrations which do not
i nclude disclainers of the term“nenorial.” Applicant
contends that the Nexis stories submtted by the Exam ning
Attorney show use the words “multinedia nenorials” or
“menorial kiosk” or “digital nenorial” but not the words
MEMORI AL VEDI A (except where it is a reference to
applicant’s goods and services and it appears in capital
letters -- “Intera Multinedia Inc. is planning to bring its
Menorial Media Interactive Kiosks to Calgary and hopes to
have themin ceneteries soon,” “The Calgary Sun,” Decenber
6, 1998%, and therefore these stories do not constitute
evidence that applicant’s mark is nerely descriptive.

Finally, applicant argues that registration of applicant’s

2 Wi le the Board would not normal |y consider stories appearing
in foreign publications, applicant herein is a Canadi an
corporation, basing its application, in part, on a Canadi an
registration. Thus, we have considered the Nexis stories

subm tted by the Exam ning Attorney which appeared in Canadi an
publications to the extent they serve to explain the nature of
appl i cant’ s goods and services.
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mark will not inhibit conpetitors, who are free to use
terms such as ‘grave locator’ or ‘deceased person | ocator
to identify the involved goods or services; and that the
Exam ni ng Attorney has not provided any evi dence of the
mar k actually used by others in connection with any such
goods or services.EI
The test for determ ning whether a mark is nerely
descriptive is whether the termimedi ately conveys
i nformation concerning a significant quality,
characteristic, function, ingredient, attribute or feature
of the product or service in connection with which it is
used, or intended to be used. See In re Abcor Devel opnent
Corp., 588 F.2d 811, 200 USPQ 215 (CCPA 1978); and In re
Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979). Further, it
is well-established that the determ nation of nere
descri ptiveness nust be nmade not in the abstract or on the
basis of guesswork, but in relation to the goods or

services for which registration is sought, the context in

which the termor phrase is being used on or in connection

®Inits reply brief, applicant argued for the first time that

“al though not per se controlling,” nonethel ess, the Board should
consider Article 6 of the Paris Convention inasnmuch as Canada
does not register nerely descriptive marks, “as a factor in favor
of granting registration.” (reply brief, p. 5.) The Board is
unper suaded by this |ate-rai sed, unsupported argunent.
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W th those goods or services, and the inpact that it is
likely to make on the average purchaser of such goods or
services. See In re Consolidated Ci gar Co., 35 USP@@d 1290
(TTAB 1995); and In re Pennzoil Products Co., 20 USPQRd
1753 (TTAB 1991). Consequently, “[w] hether consuners coul d
guess what the product [or service] is fromconsideration
of the mark alone is not the test.” In re American
Greetings Corp., 226 USPQ 365, 366 (TTAB 1985). Rather,
the question is whether soneone who knows what the goods or
services are will understand the mark to convey information
about them See In re Hone Builders Association of
Greenville, 18 USPQd 1313 (TTAB 1990).

W agree with the Exam ning Attorney that applicant’s
mark imedi ately and directly conveys to purchasers that
applicant’s goods and services feature nenorial information
about deceased persons. The term MEDIA is disclained in
applicant’s Canadi an regi stration; and clearly, conputer
software and interactive conputer kiosks are types of
nedia, that is, these are objects on which data can be or
is stored. (See the dictionary definition of “nedia” set
forth above). Even applicant stated that “Applicant’s use
of MEDIA in the mark should not result in a determ nation
of descriptiveness of the mark as a whole.” (Request for

Reconsi deration, p. 6, and brief, p. 12.)
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The dictionary listings establ
refers to comenorating, honoring,

renmenberi ng a person (or an event).

i sh that “MEMORI AL”
cel ebrating and/ or

Further, the Nexi

evi dence, exanples of which are reproduced bel ow,

denonstrates that the content of applicant’s kiosks is

“menorial s”:

(1) ...Corey Wod, Intera Multinedia s

western representati
tells nme the ki osks

ve in Cal gary,
can hold up to

6,000 nul tinedia nmenorials. Each
i ncl udes a phot ographi c and word
menorial of a departed one. Wen

visiting a kiosk at

a cenetery,

you just call up a video
presentation and | ook at fond

nmenories....Ceneteri

es generally

charge $250 a famly to store and
activate the nenorial. “The
Cal gary Sun,” Decenber 6, 1998;

and

(2) ...l1t’s a stainless-

st eel obeli sk,

in a public roomoff the
cenetery’s central office, with a
conput er screen bearing the

mat hemati cal sign of

infinity....The nenorial kiosk is
only the newest, nost futuristic
exanpl e of tonbstone technol ogy
that promi ses to transform
ceneteries fromplace bound by
granite into playgrounds for the
i mgi nation. “The Orange County

Regi ster,” March 29,

1998.

When we consider the mark as a whole, and in the

context of applicant’s goods and services (involving

conput er software and interactive conputer Kkiosks for

S

use
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in |locating graves and deceased individuals, and voice
nessagi ng services and i nformation services, both invol ving
an interactive conputer kiosk which contains pictures and
text of deceased individuals and grave |ocations), the

ordi nary, comonly understood neani ng of the words MEMORI AL
MEDI A i mredi ately i nfornms prospective purchasers that
applicant’s goods and services are intended to assist in
identifying and/or locating a variety of nenori al

i nformati on on deceased persons. Thus, when the mark
MEMORI AL MEDI A is viewed in the context of applicant’s
goods and services, the purchasing public would inmediately
under stand the nature and purpose of the goods and
services. That is, purchasers would i nmedi ately understand
that these goods and services involve the act or process of
obtaining nenorial information, not limted to Iocation,EI
about deceased individuals. See In re Gyulay, 820 F.2d
1216, 3 USPQ2d 1009 (Fed. Cir. 1987); In re Omha Nationa
Corporation, 819 F.2d 1117, 2 USP@d 1859 (Fed. G r. 1987);
In re Intelligent Instrunentation Inc., 40 USPQ2d 1792
(TTAB 1996); and In re Tine Solutions, Inc., 33 USPQRd 1156

(TTAB 1994).

“ MApplicant’s respective identification of services lists
“messages concerni ng deceased individuals and grave | ocations”;
and “bi ographi es, video, pictures and text.”

10
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Applicant’s argunent that other words are available to
conpetitors to describe their goods and services is not
persuasive. In order to showthat that a mark is nerely
descriptive, it is not necessary to show that others are
using the specific involved word(s). It is well
established that a termmay be nerely descriptive even if
an applicant is the first or is the only entity currently
usi ng it B See In re Tekdyne Inc., 33 USP@Q@d 1949, 1953
(TTAB 1994); and Pennzoil Products, supra at 1756.

The third-party registrations submtted by applicant
to show exanpl es where the term MEMORI AL was not
disclainmed, and the third-party registrations submtted by
the Exam ning Attorney to show exanpl es where the term
MEMORI AL or the term MEDI A was di scl ai med, are not
persuasive. Wiile uniformtreatnent under the Trademark
Act is an admnistrative goal, the Board s task in an ex
parte appeal is to determ ne, based on the record before
us, whether applicant’s mark is nerely descriptive. As
often noted by the Board, each case nust decided on its own
merits. W are not privy to the records of the third-party

registration files, and noreover, the determ nation of

> Applicant’s use appears to be in Canada. There is no clear
evi dence that applicant has commenced use of its mark in the
United States.

11
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registrability of those particular marks by the Trademark
Exam ni ng Groups cannot control the nerits in the case now
before us. See In re Nett Designs Inc., __ F.3d __, 57
UsP2d 1564, 1566 (Fed. Cir. 2001) (“Even if sone prior
regi strations had sonme characteristics simlar to
[applicant’s application], the PTO s all owance of such
prior registrations does not bind the Board or this
court.”) See also, In re Dos Padres Inc., 49 USPQRd 1860,
1862 (TTAB 1998).

Deci sion: The refusal to register on the ground that

the mark is nmerely descriptive under Section 2(e)(1) is

af firned.
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