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Opi nion by Drost, Adm nistrative Tradenark Judge:

Dai m er Chrysl er AG (applicant) has filed an
application to register the mark SMART (typed drawi ng) for
goods ultimately identified as “sub-conpact autonobiles
featuring colored exterior body panels which can be changed

easily, low fuel consunption, ease of parking, and crash

! Mercedes-Benz Aktiengesellschaft filed the original

appl i cation, which was eventual ly assigned to DaimerChrysler AG
as aresult of a nmerger. See Reel and Frane Nos. 1649/0086 and
1906/ 0815.
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protection conparable to larger cars” in International
Class 12.2

The Exam ning Attorney has refused to register
applicant’s mark under Section 2(e)(1) of the Trademark Act
because he determ ned that the mark is nerely descriptive
of applicant’s goods. 15 U.S.C. 8§ 1052(e)(1).

After the Exam ning Attorney made the refusal final,
this appeal followed. Both applicant and the Exam ning
Attorney filed briefs and appeared for an oral hearing.

The Examining Attorney’s position is that the term
SMART “has significance in the autonobile industry because
it refers to autonobiles or autonobile conmponents that
i ncorporate a m croprocessor in its operation.” Exam ning
Attorney’s Appeal Brief, p. 7. To support his position,

t he Exam ning Attorney has nmade of record nunerous
dictionary definitions and LEXIS/NEXIS articles. These
definitions of the term‘smart” include:

1. “Incorporating sone kind of digital electronics.”
The Free On-line Dictionary of Conputing (2000).

2. “Having sone conputational ability of its owm. Smart
devi ces usual ly contain their own m croprocessors or
m croconputers. Wbster’s New Wrld Dictionary of
Conputer Terms (1988).

2 Serial No. 74/734,869 filed on Septenber 27, 1995. The
application was based on a bona fide intent to use the mark in
commerce and the ownership of a foreign application (German
application Serial No. 395140277 filed on March 31, 1995).
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The Exam ning Attorney al so submtted definitions of
“smart machi nes” as:

1. *“Industrial and consuner products with
“intelligence’ provided by built-in
m croprocessors or mcroconputers that
significantly inprove the performnce and
capabilities of such products.” Wbster’'s New
World Dictionary of Conputer Terns. (1988)

2. "any device which uses a mcroprocessor to
eval uate the input and nmake deci si ons about
which path to take. For exanple, smart car
headl i ghts can be designed to automatically
nmonitor the |evel of external light. Wen it
beconmes dark outside, the m croprocessor
switches on the driving lights, and continues to
nonitor the environment in order to switch the
[ ight off when the sun rises (conditional on the

ignition systembeing turned on).” Prentice
Hall's Illustrated Dictionary of Conputing
(1995).

The Exam ning Attorney al so subm tted nunerous
LEXI S/ NEXIS articles showing that the term“smart” was used
to refer to cars and other products. A sanple of the
articles appears bel ow.

Aut o makers, using m croprocessors, mniconputers and
ot her electronics, are creating snmart engi nes that

will tell the driver how each part of the car is
working. U S. News and World Reports, Septenber 15,
1980, p. 56.

This sort of “smart” interface between the driver and
the car is part of the revolution that’s been going on
under the hood for the past several years. Qutboard
conmput ers or m croprocessors gather information from
sensors | ocated all over the engine conpartnent.
Wor ki ng Woman, Decenber 1984, p. 172.

The overall aimis best described as a smart car that
hel ps its driver anticipate and respond to hi ghway
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probl ens, plus a smart hi ghway. Governnent Conputer
News, January 21, 1991, p. 1.

In the Chicago area, the largest “snmart car” test in
the world, involving 5,000 cars and commer ci al
vehicles, will be conducted over the next five years.
A video screen, mcroprocessor and satellite receiver
will help the car drivers chart the best course to
their destination, avoiding traffic accidents and road
construction. Houston Chronicle, Aprill 19, 1992 p.
Al.

M croprocessors are now everywhere: running bl enders
and toasters, nonitoring and nmanagi ng buil di ngs,
controlling car engines and di splays, and nanagi ng
phones. They al so are enbedded i n packaged
applications such as smart car keys and toys. ASAP,
Novenber 26, 1992, p. 74.

Smart switches are electrical switches that use

m croprocessors to performnultiple functions. Unlike
a standard switch, which mght turn a car light on and
off, a smart switch m ght be used to sinultaneously
unl ock doors, adjust seats and tune on |ights.

Aut onotive News, March 11, 1996, p. 6.

Smart air bag systens will have nore sophisticated
sensors and m croprocessors that assess such factors
as the severity of a crash, the weight of the
occupants and their distance fromthe wheel or
dashboard... Denver Post, January 11, 1997, p. D1.

The integrated systens that take their place will use
nore mcroprocessors, launching truly smart cars.
Machi ne Design, January 30, 1997, p. 11.

M croprocessors, intelligent systens, smart cars, and
software — these are the keys to the future. Business
Week, June 29, 1998, p. 85.

The Exam ning Attorney concludes by arguing that the

term*®“smart’ describes autonobiles with m croprocessors and

it al so describes a conponent in applicant’s vehicles,
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namely, the mcroprocessors. Therefore, he determ ned that
the termsmart was nerely descriptive of applicant’s goods.
In response to the Exam ning Attorney’s
descriptiveness refusal, applicant submtted a survey of
nearly five hundred potential custoners as well as a
decl aration by a professor of linguistics, third-party
regi strations, and articles show ng other uses of the term
“smart.” As a result of that survey, applicant argues that
few custoners would view the term“smart” to nean
m croprocessor-controlled. Furthernore, applicant asserts
t hat aut onobi |l es cannot properly be described as “smart” in
the sense asserted by the Exanmining Attorney. “It is
nodestly priced, with fewer electronically controlled
features than nost cars.” Applicant’s Appeal Brief, p. 11.
In addition, applicant argues that the term“smart” has
many ot her meani ngs when applied to its autonobiles
including “smart |ooking,” “smart buy,” “practical,” or
“clever.” To support these argunents, applicant included
exhibits that show the term“smart” used to refer to other
cars in a non-conputer sense
But overall, if smart | ooks, smart performance and a
smart price sound like intelligent qualities for your

convertible to have, the Cavalier RS should prove a
smart choice. Atlanta Journal and Constitution, Apri

19, 1991, p. T/ 4.
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It was a smart-looking car, and | felt smart driving
it. Detroit Free Press, Decenber 31, 1998, p. 2C

Wth Escort, the word, “smart” cones up a lot. |It’s
smart | ooking and smart going. ww.frontier-
ford.com newcars/famly. htnl.

[E]ither vehicle is a smart way to get to and fromthe
office in today’'s urban rally.
http://edmund. con’ edweb/ whi t nor e/ 96Audi . A6vs. 97Mer cury
. Mountaineer.rt.htm .

And with | arge nunbers of |ate-nodel forner |ease cars

bei ng offered, such autos with fairly low m | eage are

t hought of as especially smart buys. Chicago Sun-

Ti mes, August 25, 1997, Car Section, p. 1

According to applicant, the nmultiple neanings of the
term“smart” preclude a finding that the termis nerely
descriptive of applicant’s sub-conpact autonobiles
featuring col ored exterior body panels which can be changed
easily, low fuel consunption, ease of parking, and crash
protection conparable to | arger cars.

In short, the Exam ning Attorney argues that the term
“smart” is nerely descriptive because snmart is descriptive
of goods featuring mcroprocessors, and applicant’s goods
contain mcroprocessors. The Exam ning Attorney has
i ncl uded many articles in which the term“smart” is used to
refer to products containing m croprocessors including cars
and parts for cars. Applicant, on the other hand, relies

on its survey, a declaration by a professor of |inguistics,

evi dence of use of the term“smart” in different contexts
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to refer to autonobiles, and prior registrations that
include the term“smart” for various goods.

Bot h applicant and the Exam ning Attorney also rely on
case law to support their positions. Applicant, inter

alia, cites Inre Intelligent Medical Systenms, Inc., 5

UsP2d 1674 (TTAB 1987). In that case, the Board held that
| NTELLI GENT MEDI CAL SYSTEMS was not nerely descriptive of a
thernoneter with an el ectronic processor. The Board noted
that the “intelligent” could indicate that selecting the

t hernoneter could represent an intelligent choice. The
Exam ning Attorney relies heavily on the case of Inre

Cryonedi cal Sciences I nc., 32 USPQ2d 1377 (TTAB 1994). In

t hat case, the Board found that the term SMARTPROBE was
nmerely descriptive for disposable cryosurgical syringes.

We begin our analysis by noting that a mark is nerely
descriptive if it imrediately describes the ingredients,
qualities, or characteristics of the goods or services or
if it conveys information regarding a function, purpose, or

use of the goods or services. 1n re Abcor Devel opnent

Corp., 588 F.2d 811, 200 USPQ 215, 217 (CCPA 1978). See

also In re Nett Designs, 236 F.3d 1339, 57 USPQRd 1564

(Fed. Cr. 2001). A termnmay be descriptive even if it
only describes one of the qualities or properties of the

goods or services. In re Gulay, 820 F.2d 1216, 1217, 3
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UsPd 1009, 1009 (Fed. Cir. 1987). W look at the mark in
relation to the goods or services, and not in the abstract,
when we consider whether the mark is descriptive. Abcor,
588 F.2d at 814, 200 USPQ at 218.

W agree with the Exam ning Attorney that the term
“smart” is widely used to describe products that contain a
m croprocessor. The Exam ning Attorney has nmade of record
numer ous references to various products described as smart
shock absorbers, smart chips that can di agnose their own
troubles, smart gearshifts, smart car keys, smart sw tches,
and smart air bag systens. There are al so sone references
to smart cars, often in the context of an experinental or
futuristic car.

Engi neers are | ooking toward higher integration to

reduce cost, size, and weight of all vehicle

conponents while increasing reliability and fuel
econony. As this approach evol ves, fewer parts wll
be add-ons. The integrated systens that take pl ace

W Il use nore mcroprocessors, launching truly snart

cars. Mchi ne Design, January 30, 1997, p. 11.

The overall aimis best descri bed as a smart car that

hel ps its driver anticipate and respond to hi ghway

probl enms, plus a smart hi ghway. Governnent Conputer

News, January 21, 1991, p. 1.

| |earned that research-and-devel opnent prograns under

way are focused on using the startling capabilities of

the m croprocessor “Super Smart Cars,” PS Aug. '84 to
prevent nost car thefts. Popular Science, January

1985, p. 63.

In the Chicago area, the largest “snmart car” test in
the world, involving 5,000 cars and conmerci al
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vehicles, will be conducted over the next five years.

A video screen, mcroprocessor and satellite receiver

will help the car drivers chart the best course to

their destination, avoiding traffic accidents and road

construction. Houston Chronicle, Aprill 19, 1992, p.

Al.

Despite the use of the word “smart” to describe these
futuristic cars or cars with advanced el ectronic features,
applicant’s declarant states that “[t]he dim nutive,
nodestly priced SMART has fewer electronically controlled
features than nost cars.” Schar declaration, p. 5. 1In
addi tion, applicant has narrowed its identification of
goods. Oiginally, applicant sought registration for goods
identified as “autonobiles and their parts.” Subsequently,
it limted its identification of goods to “sub-conpact
aut onobil es featuring col ored exterior body panels which
can be changed easily, |ow fuel consunption, ease of
par ki ng, and crash protection conparable to |arger cars.”
Therefore, we nust determ ne where its mark is nerely
descriptive in light of this nore narrow identification of
goods. Another factor we nust consider is the all -

pervasi veness of m croconputers in nodern autonobil es.

Unlike in Cryonedi cal Sciences, the evidence of record

| eads us to conclude that m croconputers are found on
virtually all nodern autonobiles.

The m croprocessor is adding “snmart” features to many
everyday products. Today' s cars, for exanple, have
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nore conputing power that the lunar |anding nodul e of
the Apollo 11 mssion. Consuners’ Research Magazine,
July 1997, p. 20.
Today’ s vehicle nmay have four or five mcroprocessors
nmoni toring and controlling such things as ignition
spark, fuel and em ssions controls, autonmatic
transm ssions, cruise controls . . . . Andrew H
Card, Jr., Congressional Testinony, Novenber 11, 1993.
In this case, we are not dealing with the situation
where manufacturers distinguish products with
m croprocessors fromthe sane products w t hout
m croprocessors by using the term“smart.” Since al
aut onobi | es apparently have m croprocessors, they would al
meet at | east the Exam ning Attorney’s broadest definition
of “smart” (“having sone conputational ability of its
own”). However, that is not how the Exam ning Attorney’s
evi dence indicates that the industry is using the termor
as the public would understand how the termis used. For
exanple, to claimthat a car is “smart” in the sense that
the Examining Attorney’'s articles indicate that it is used
in the autonobile industry would require the presence of
sonme advanced el ectronic features, otherw se the term woul d
be neani ngl ess because it would describe virtually every
car marketed today. To advertise a car as a “smart” car

nmerely because it contains a traditional m croprocessor

used in the fuel injection systemwuld seemto be al npost

10
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m sl eadi ng.® The evidence of the near universal use of
conputers in nodern autonobiles distinguishes this case

from Cryonedi cal Science case.

We al so nust consider applicant’s narrow
identification of goods. Wile the term“snmart” nmay
certainly be descriptive for autonobiles having advanced
el ectronic features, applicant’s goods are limted to “sub-
conpact autonobiles featuring col ored exterior body panels
whi ch can be changed easily, |ow fuel consunption, ease of
par ki ng, and crash protection conparable to |arger cars.”
Applicant’s identification of goods, which enphasizes the
smal|l size of the car and exchangeabl e body panel s,
suggests a car that would be smart in the “smart buy” sense
as opposed to the advanced conputer technol ogy sense.
Furthernore, applicant’s managi ng director has decl ared
that the car, which is currently marketed in Europe, has
fewer electronically controlled features than nost cars.

W have relied on this statenent in reaching our conclusion
in this case.

We have al so considered applicant’s evidence that

prospective purchasers would not view the term“smart,”

3 1f consuners believed that a car naned “Smart” featured
advanced el ectronic features, and the car did not have those
features, the termcoul d be deceptively m sdescriptive.

11
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when applied to its goods, as describing a feature or
characteristic of the goods. Applicant has nade of record
numer ous ot her neanings of the term“smart” for
autonobiles. Sone including “smart | ooking” and “snart
choice” may be particularly appropriate in referring to a
subconpact car with the features included in applicant’s
identification of goods. While the use of the term“snmart”
in these ways may be laudatory, there is no argunent that
this laudatory use would be nerely descriptive. Conpare

Nett Designs (“THE ULTI MATE Bl KE RACK’ nerely descriptive).

We have al so consi dered applicant’s survey as evidence
t hat prospective purchasers will not recognize the term
“smart” as descriptive of applicant’s goods. Applicant is
attenpting to use a consuner survey to prove that its mark
is not nerely descriptive. Consunmer surveys are conmonly
used in aiding tribunals deternmne |ikelihood of confusion
and genericness issues. The so-called “Teflon survey” is
wi dely accepted in determ ning whether a termis generic.

E.l. du Pont de Nenmpburs & Co. v. Yoshida Int’l, Inc., 393

F.2d 502, 185 USPQ 597 (N.D.N.Y. 1975). See al so Anerican

Thernos Prods. Co. v. Aladdin Industries, Inc., 207 F.

Supp. 9, 134 USPQ 98 (D. Conn. 1962), aff’'d, 321 F.2d 577,
138 USPQ 349 (2d Cir. 1963) (THERMOS survey). The issue in

this case, however, is descriptiveness, and not

12
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genericness. Case |aw provides nuch | ess gui dance on how
to conduct a proper survey to aid a tribunal in determ ning
whether a termis nerely descriptive. W do not
underestimate the difficulty facing applicant in designing
a survey that accurately addresses the descriptiveness

i Ssue.

Nonet hel ess, we do have problens with the survey in
this case. The survey starts by advising the participant
that the term*“Smart” is the nanme of the product. The
interviewer either directly advises the interviewee that
“the name of the autonobile | just showed you is “SMART ”
or the information handed to the interviewee clearly tells
t he person that the name of the autonobile is SMART (“This
new sub-conpact autonobile, named “SMART”.). Thus,
interviewees are advised up front that the product is a
trademark for a product, and not sinply a word associ at ed

with a product.?

“ Wil e advertising is considered in determning whether a mark
is descriptive, Abcor, 588 F.2d at 814, 200 USPQ at 218, we note
that the material shown to the interviewees was not adverti sing

material. Applicant has filed an intent-to-use application. It
had not used the mark in the United States at the tinme of the
survey. In fact, the interviewers were specifically instructed

to tell the interviewes that they would be shown “information
about a new autonobile, one that is not currently sold in the

United States.” The information was, therefore, prepared
specifically for the survey and it did not represent applicant’s
actual advertising. It does not even correspond to any

advertising that applicant’s managi ng director made of record
concerning its advertising in Europe.

13
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To the extent that applicant’s survey shows that
prospective purchasers do not identify a m croprocessor as
a feature of the goods, we note that the picture of the
goods and the information provided to the intervi ewees
hel ped to shape the result. Simlarly, in another case
i nvol ving a survey, when consuners were shown adverti sing
that identified the term LA as a trademark, many survey
participants, not surprisingly, also identified the term as
a trademark.

The average consuner presunmably has no conception of

what is legally required for a brand nane to receive

trademark protection. Thus, just because a majority
of the consuners thought, after being exposed to a can
prom nently | abel ed LA and advertising that stressed

LA as the brand nane, that LA was the brand nane nay

not establish that the mark is entitled to trademark

st at us.

G Heileman Brewing Co. v. Anheuser-Busch Inc., 873 F. 2d

985, 10 USPQd 1801, 1810 n. 11 (7'" Gir. 1989), quoti ng,

Anheuser-Busch, Inc. v. Stroh Brewery Co., 750 F.2d 631,

224 USPQ 657 (8'™" Cir. 1984)(Bright, J., dissenting).

Here, the survey did not sinply ask interviewees about
the term associated with the goods. Each interviewee was
shown phot ographs of the goods. These phot ographs
obviously resulted in many intervi ewees conmenting on the
appear ance of the goods rather than the neaning of the word

“smart” (“ugly,” “looks like a VWbug,” “looks European,”

14
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“l ooks like a toy car,” “looks like a mnivan,” “looks like

a futuristic car/’space car,’” “looks |like a golf cart,”

“cute,” “bright colors/colorful,” *“dangerous/| ooks

danger ous/doesn’t | ook safe,” etc.). Many other
interviewees sinply repeated the information applicant
provi ded on the information sheet (“colored exterior body

panel s (which can be changed easily),” “low fuel

consunption,” “ease of parking,” “advanced technol ogy”
“crash protection conparable to |larger cars” and “prices
starting about $10,000").

Wi | e we have pointed out several of the survey’'s
flaws, which limt its persuasiveness, we refuse to give it
no weight. 1In a case as close as this case is, we consider
the survey as sonme evidence that despite its flaws, when
prospective purchasers were given the opportunity to
indicate that the term“smart” described the m croprocessor

features of an autonobile, alnobst no one viewed the termin

t hat fashion.®

> Applicant also included copies of third-party registrations.
However, we do not find these registrations to be persuasive and
we must consider each case on its own nerits. See Nett Designs,
57 USPQd at 1566 (“Even if sone registrations had sone
characteristics simlar to Nett Designs’ application, the PTO s
al |l onance of such prior registrations does not bind the Board or
this court”). W also do not find the declaration of applicant’s
['i ngui st adds nmuch to the evidence already of record in this
case. Conpare Donald F. Duncan, Inc. v. Royal Tops Mg. Co., 343
F.2d 655, 144 USPQ 617 (7'" G r. 1965)(Linguist explained the

15
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We acknowl edge that this is a close case. W are well
aware that the term*“smart” is often descriptive for
products that contain a m croprocessor or sone
conputational ability. However, it is not clear to us
whet her the term®“smart” will imrediately convey to
prospective purchasers a characteristic or feature of the
goods. The only direct evidence we have on that subject is
applicant’s survey. Wile we cannot give the survey much
wei ght, it has reinforced the doubts that we have in this
case. Under |ongstanding case | aw, we resolve those doubts
in questions of descriptiveness in favor of the applicant.®

In re Gournet Bakers, Inc., 173 USPQ 565 (TTAB 1972); In re

Conductive Systens, Inc., 220 USPQ 84 (TTAB 1983).

Decision: The refusal to register applicant’s mark
SMART for the identified goods on the ground that the mark

is nerely descriptive is reversed.

foreign origin of the term“yo-yo” and how it entered the English
| anguage) .

® Applicant has also noted that “[t]he registration sought by
appl i cant woul d not prevent conpetitors formusing the term
‘smart’ descriptively.” Reply Brief, p. 16
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