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McGath for Needl es & Powers, Inc.

Tracy Cross, Trademark Exam ning Attorney, Law O fice 103,
(M chael A. Szoke, Managi ng Attorney).

Bef ore Cissel, Bucher and McLeod, Adm nistrative Trademark
Judges.

Opi ni on by Bucher, Adm nistrative Tradenmark Judge:

Applicant filed the above-referenced application to
regi ster the words “FI NANCI AL CONSEQUENCES MODEL” on the
Princi pal Register for “conputer nultinedia software used as
teaching materials denonstrating a visual nodel for
under standi ng financial statenents,” in International C ass
9.1

Regi strati on was refused under Section 2(e)(1l) of the
Trademark Act on the ground that the words sought to be

regi stered are nmerely descriptive of applicant’s product.

! Serial No. 75/519, 155, filed on July 15, 1998, was based upon
applicant's claimof first use of the mark on May 29, 1998, and
first use of the mark in interstate commerce on the sane day.
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When the refusal was nmade final, applicant appeal ed.
Applicant and the Exami ning Attorney have filed briefs. An
oral hearing was not requested.

W affirmthe refusal to register.

The Exam ning Attorney took the position that the
desi gnati on sought to be registered is nerely descriptive of
a significant feature or function of applicant’s software
product. In particular, the Exam ning Attorney noted that:

In this case, the goods are described as
“Conputer nultinmedia software used as
teaching materials denonstrating a visua
nodel for understanding financial statenents”
[ Enphasi s added]. ©One can readily conclude
froma plain | anguage readi ng of the
identification that the goods generate visua
financial nodels. Upon closer inspection of
t he specinmens of record, one can concl ude
that these nodels depict the financial
consequences of selections made by the user.
[ Trademar k Exam ning Attorney’s appeal brief,

p. 2]

Attached to the O fice Actions were copies of excerpts

fromstories retrieved fromthe LExS/ Nexis® database of
published articles. The stories illustrate the fact that
conput eri zed nodel s often predict the likely future
fi nanci al consequences of current decisions:
Agnew sai d special conputer software can be used to
proj ect the financial consequences of alternative
di vorce settlenents five, 10 or 15 years into the

future... The Des M nes Register, “Softening divorce’s
fiscal blow,” March 12, 1998, p. 12.
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Ri sk nodeling is a decision-nmaking aid to CPAs and
their clients. Mdels may be used in anal yzing risks
whi |l e financial nodels can evaluate the financial
consequences arising fromaccidents or other adverse
devel opnents... The CPA Journal, “Ri sk analysis and
managenent software and the CPA, " Decenber 1997, p. 65.

The software approaches [home] buying fromthree

angl es. The anal ysis node hel ps you determ ne
financial consequences ... The New York Ti nes,
“Peripherals: A Resune Road Map,” May 16, 1995, p. C
6.

...[ Featured conpanies] identified major national trends
in information technology and |inked themto building
needs. They then devised a rating systemthat guides
conpani es pl anni ng expansi on, renovation or

reorgani zation. Wth it, a conputerized nodel hel ps
determ ne the financial consequences of any nove...

Engi neeri ng News-Record, “Charting a course: Big firns
back new nethod to plan smart buil dings,” October 24,

1985, p. 13.

The newer E&O [errors and om ssions insurance]
professional liability fornms respond in cases of |ack
of performance and the financial consequences of faulty
software... Conputerworld, “lnsuring agai nst data

processi ng | osses,” Decenber 5, 1983, p. 1D 19.

These and ot her excerpted articles submtted by the
Trademar k Exam ning Attorney show that there are indeed a
vari ety of conputerized “nodel s” designed to determ ne the
“financial consequences” of various scenarios or decisions.

Responsive to the refusal to register, applicant
subm tted argunent and additional evidence. The argunent is
basically that the Tradenmark Exam ning Attorney
m sunder st ands the nature of the software and has

m scharacteri zed the goods:
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The primary purpose of the software is to act as a
teaching tool in conjunction with the printed materials
for the course. It does not provide nodeling of al
possi bl e financial situations. Rather the software
works only in the context of fictional corporations and
conpani es that are described in the printed material.

The software is not a general purpose financi al

cal cul ator or spreadsheet, but rather is a nmultinedia

tool used in conjunction with the [university-Ievel

accounting] course. The mark cannot be “nerely
descriptive” of a nmultinedia teaching tool. Instead,
the mark brings to mnd the financial nature of the
teaching tool but does not sinply describe the goods or
even its principal feature as the Exam ner believes.

[Applicant'’ reply brief, pp. 1-2.]

The evidence submtted with the response consisted of
an excerpt of a conputer screen print fromthe program
graphically denonstrating the effects of an infusion of cash
on the asset, liability and owner’s equity portions of the
bal ance sheet of a hypothetical firm Café Caliente.

Applicant al so points out that in exam ning a conpani on
application, another Trademark Exam ning Attorney pernitted
publication of “FINANCI AL CONSEQUENCES” for integrally
rel ated goods -- applicant’s printed course materials in
International Cass 16.2 Applicant argues that this fact too
is probative of the conclusion that this matter, at nost, is
suggestive of this nultinedia conputer software.

Atermis nmerely descriptive of goods, within the

meani ng of Section 2(e)(1) of the Trademark Act, 15 U.S.C. 8§

2 Reg. No. 2,228,961 issued on March 2, 1999.
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1052(e) (1), if it inmmediately describes a quality,
characteristic or feature thereof or if it directly conveys
i nformation regarding the nature, function, purpose or use
of the goods. ., 616 F.2d
523, 205 USPQ 505 (CCPA 1980), citing

., 588 F.2d 811, 813-14, 200 USPQ 215, 217-
18 (CCPA 1978). It is not necessary that a term describe
all of the properties or functions of the goods in order for
It to be considered to be nmerely descriptive thereof;
rather, it is sufficient if the termdescribes a significant
attribute of them , 820 F.2d 1216, 1218, 3
UsP@2d 1009, 1010 (Fed. Cir. 1987). Furthernore, whether a
termis nmerely descriptive is determned not in the
abstract, but in relation to the goods for which
regi stration i s sought. , 588 F.2d at 814,
200 USPQ at 218; ., 204 USPQ 591, 593
(TTAB 1979).

After careful review of the entire record, we agree

with the Trademark Exami ning Attorney that the term
“FI NANCI AL CONSEQUENCES MODEL, ” when used in connection with
the identified goods, imrediately describes a significant
feature or function of applicant’s product — nanely, that

this conputerized nodel denonstrates visually the financial
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consequences of business decisions. As seen various places

on the specinens of record:

The Financial Consequences Mdel O provides users with a
practical, intuitive approach for recording
transactions. It denonstrates how busi ness deci sions
affect a firms financial position and how the three
financial statenents interrelate. The nodel is

i ncl uded on the disc and can be | aunched as an Excel O
spreadsheet for custom zed use by sel ecting “Financi al
Consequences Mdel” fromthe nenu bar...

p. 2 of software docunentation.

...Sel ect “Financial Consequences Mdydel” fromthe nmenu
bar at the top of the screen. Doing so will |aunch a
spreadsheet version of the Financial Consequences Mde
linked to the three financial statenents. Use the
spreadsheet nodel to | ook at alternatives to the
transactions you just conpleted. For exanple, increase
i nventory purchases and create a large credit sal e but
del ay collection of the accounts receivable. Determ ne
when Café Caliente will run out of cash. Enjoy the

| earni ng experience!

p. 6 of software docunentation.

Applicant argues that the instant software does not
explain all “financial consequences” of financial decisions.
However, for this alleged mark to be found nerely
descriptive under Section 2(e)(1) of the Trademark Act, it
I's not necessary that the software nust be able to
denonstrate every conceivabl e i npact of any inmagi nable
busi ness deci si on.

In addition to the LEXY NEXIS® entries cited above, the

Trademar k Exam ning Attorney has al so introduced entries
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fromtwo different financial dictionaries showing that in

the general area of “corporate planning nodels,” the subset

of “financial nodels” (or “financial nodeling”) is a readily

under st ood desi gnati on ..for mathematical nodels show ng
the financial interrelationships anong financial variables
of the firm”3 Usually these conplex nodels are used by
executives in an actual organization. Wen decisions have
significant financial inpacts, advanced financial nodels
enabl e the decision-makers easily to evaluate nultiple
scenari os. The executive will instantly see the effects,
nunerically and with charts and graphs, and can reach
opti mal decisions quickly. The executive m ght use
financial nodels to devel op a business plan, to do
feasibility studies, to conplete a nerger and acqui sition
anal ysis, or other advanced uses. Simlarly, in the case of
applicant’s goods, the nodel is used by students who can
| earn by quickly evaluating a nunber of different “what if”
scenarios, wth the advantage of observing instantly the
effects of changing nultiple factors.

Furthernore, the LEXIS/ NEXIS® entries show that the term

“financi al consequences” is repeatedly used in the

traditional print nedia in the context of conplex

8 “Dictionary of Accounting Terns,” Second Edition, by Joel G
Si egel and Jae K. Shim 1995.
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conputeri zed nodels. The exanples cited above show this
term nol ogy used in the context of a wi de variety of
conputerized nodeling: for individuals evaluating divorce
settl enents or naki ng hone-buyi ng deci sions; for executives
pl anni ng maj or changes in their corporate plants; by
accountants in projecting the cost of accidents or other
adverse devel opnents; or by insurance underwiters in
assessing the potential liability of manufacturers who

mar ket conpl ex el ectroni c conponents.

Hence, logic tells us that a “financial consequences
nodel” is a further subset of generic “financial nodels.”
To the col |l ege student studying financial accounting, this
termimedi ately conveys an understandi ng of the features or
functionalities of this software. The record shows a screen
print of this “Introduction to Financial Accounting”
software. Judging fromthe nenu bar, a student of financi al
accounting using this product has the option of clicking on
the button | abel ed “Fi nanci al consequences nodel and
financial statements.” The sane nmenu bar offers other
choices like “profitability and liquidity” and “val uation.”
At that early juncture in using this program it is readily
apparent to the student/consunmer that what |ies beyond this
particular nenu tab is exactly the type of software |listed

in the instant identification of goods.
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Finally, as to the fact that another Trademark Exam ni ng
Attorney approved for publication the mark “FI NANCI AL
CONSEQUENCES” for applicant’s printed course materials, we
do not find that registration controlling herein. First,
prior determ nations by other Trademark Exam ning Attorneys
have no precedential effect. Even if we assune (and we do
not) that publication of the mark in this conpani on case was
contrary to the proscriptions of the Lanham Act and/or the
exam nation policies of the United States Patent & Trademark
Ofice, that fact is not determ native in the present case.
Wiile uniformtreatnment under the Trademark Act is
desirable, our task on this appeal is to determ ne whether
applicant’s mark is registrable based upon the factua
record before us. The record of this conpanion file,
wherein the mark has been published and registered, is not
before us. See ., 20 USPQ2d 1753,
1758 (TTAB 1991). Rather, each case that cones before this
Board nust be resolved on its own nerits. See

., 225 USPQ 612, 616 (TTAB 1985);
., 204 USPQ 957, 961 (TTAB 1979); and
., 225 USPQ 219,
221 (TTAB 1984). In any event, we should note that the
mar ks are sonewhat different, and the identifications of

goods covered by the two marks are also different.
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Mor eover, as the Exam ning Attorney correctly notes, a
nerely descriptive mark is not registrable sinply because
another simlar (or arguably so) mark appears on the federal

register or in the Trademark O ficial CGazette. See

200 USPQ 477, 481 (TTAB 1977) and

196 USPQ 517 (TTAB

1977) .

Decision: The refusal to register is affirmed.

R F. Cissel
D. E. Bucher
L. K MLeod

Adm ni strative Trademark
Judges, Trademark Trial and
Appeal Board
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