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Rebecca A. Smith, Trademark Exam ning Attorney, Law Ofice
110 (Chris A F. Pedersen, Managi ng Attorney).

Before C ssel, Seeherman and Bucher, Adm nistrative
Trademar k Judges.

Opi ni on by Seeherman, Admi nistrative Trademark Judge:

G egory W Wres, d.b.a. Fish Mnnesota, has appeal ed
fromthe final refusal of the Trademark Exam ning Attorney
to register FISH M NNESOTA as a trademark for "printed
publ i cations, namely, magazines in the field of fishing."?!

Regi strati on has been refused pursuant to Section 2(e)(2)

of the Trademark Act, 15 U. S.C. 1052(e)(2), on the ground

! Application Serial No. 75/428,998, filed February 5, 1998, and
asserting a bona fide intention to use the mark in comerce.



Ser. No. 75/428,998

that applicant's mark is primarily geographically
descriptive of its identified goods.

The appeal has been fully briefed;? an oral hearing was
not requested.

We reverse the refusal of registration.

InInre California Pizza Kitchen Inc., 10 USPQd
1704, 1705 (TTAB 1988), the Board set forth the test for
determ ni ng whet her registration of a nmark should be
refused on the basis that it is primarily geographically
descriptive:

Section 2(e)(2) provides that

regi stration shall not be refused
unless a mark is primarily
geographically descriptive of the
applicant's goods or, as nade
applicable by Section 3, its services.
In order for registration to be
properly refused on this basis, it is
necessary to show that the mark sought
to be registered is the nanme of a pl ace
known generally to the public, and that
t he public woul d nake a goods/ pl ace
association, i.e., believe that the
goods for which the mark is sought to
be registered originate in that place.
In re Societe General e des Eaux
Mnerals de Vittel S. A, 824 F.2d 957,
3 USPQ2d 1450 (Fed. Cir. 1987). \ere
there is no genuine issue that the
geographi cal significance of atermis
its primary significance and where the

2 Wth its appeal brief, applicant has submitted a copy of a
pendi ng application for a third-party mark. The Exam ni ng
Attorney has objected to this exhibit as having not been properly
made of record during the prosecution of the application. The
Exam ning Attorney's objection is well taken, and the application
has not been considered. See Trademark Rule 2.142(d).
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geographi cal place is neither obscure
nor renote, a public association of the
goods with the place may ordinarily be
presuned fromthe fact that the
applicant's own goods cone fromthe
geographi cal place naned in the mark

In re Handl er Fenton Westerns, Inc.,
214 USPQ 848 (TTAB 1982).

We turn first to the initial prong of the test,
nanely, whether the mark is the nane of a place known
generally to the public. This in turn involves the
guestion of whether the geographical significance of the
mark is its primary significance.

Qobvi ously, M nnesota is a geographic nanme which is
nei ther renote nor obscure. The Exam ning Attorney has
subm tted evidence showi ng that M nnesota is a north
central state of the United States.® Moreover, applicant
has acknow edged that the term M nnesota references a pl ace
that is not obscure or renote and does not have ot her
popul ar neani ngs. Appeal brief, p. 9.

However, not all marks which are conposed of or which
contai n geographical terns are barred fromregistration by
Section 2(e)(2) of the Trademark Act. For exanple, if the
geogr aphi cal neaning of the termis mnor, obscure, renote

or unconnected with the goods, the nmark is treated as an

arbitrary one and registration is permtted on the

% Wbster's New Geographical Dictionary, © 1988.
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Principal Register. 1In re Sharky's Drygoods Conpany, 23
USPQ2d 1061° (TTAB 1992) .

In this case, applicant's mark is not the word
M NNESOTA per se, but rather, it is the conbined term FISH
M NNESOTA. The Exam ning Attorney in effect dism sses the
significance of the word FISH by pointing out that it is
descriptive of applicant's identified goods--magazines in
the field of fishing. Citing In re BankAnerica Corp., 231
USPQ 873 (TTAB 1986) and In re Canbridge Digital Systens,

1 USPQ2d 1659 (TTAB 1986), she states that the addition of
a generic or highly descriptive termto a geographic term
does not obviate a determi nation of geographic

descri ptiveness.

W agree with the Examining Attorney that, in general,
the addition of a highly descriptive or generic termwl|
not detract fromthe primary geographic significance of a
mar k. However, we think it is too fornmulaic to say that
because M NNESOTA is a geographic term and because FISH is
descriptive of a fishing nagazine, the resulting mark FI SH
M NNESOTA al so has a primarily geographical significance.

The mere fact that a mark contains a geographi cal
term even one which is well known and whi ch nanes the
geographi cal area from which the goods or services

originate, does not automatically render the mark
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unregi strabl e under Section 2(e)(2). 1In re JimCrockett
Promptions, 5 USPQRd 1455, 1456 (TTAB 1987). (THE GREAT
AMERI CAN BASH hel d not primarily geographically descriptive
for the service of pronoting, producing and presenting

prof essional westling matches). The mark nust be
considered in the context of its use and the neaning it
woul d have for the relevant public when so used. [d. In
In re International Taste, Inc., 53 USPQ2d 1604 (TTAB
2000), the Board found that the term HOLLYWOOD i n the mark
HOLLYWOOD FRI ES and design was not primarily geographically
descriptive for french fries, and therefore need not be

di sclaimed, noting that the star design in applicant's mark
i ncreased the commercial inpression of the term as
referring to the entertai nnent industry and not nerely to

t he geographical place. See also In re Venice Maid Co.,
Inc., 222 USPQ 618 (TTAB 1984) (VENICE MAID nore likely to
be perceived as fanciful and suggestive of the nethod of
food preparation favored in Italy than to be perceived as
"Veni ce-made"”; mark held not primarily geographically
deceptively m sdescriptive of canned foods); In re Sharky's
Drygoods Conpany, supra (PARI'S BEACH CLUB found to be not
geographically deceptively m sdescriptive and therefore
hel d not deceptive of T-shirts and sweatshirts not

originating in France).
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In this case, we think that the inpact of FISH
M NNESOTA is greater than the sumof its constituent
el emrents, the geographic term"M nnesota" and the
descriptive term"fish." By ordering the words as FI SH
M NNESOTA, the commercial inpression of the mark is that of
a command, nanely, the inperative direction that one should
go fishing in Mnnesota; this connotation is different from
merely inform ng purchasers that the fishing magazi nes
originate in Mnnesota. See In re Texsun Tire and Battery
Stores, Inc., 229 USPQ 227, 229 (TTAB 1986) (design
consi sting of map of Texas encircled by a tire found not
primarily geographically descriptive of retail tire store
services; "while the mark sought to be registered may
consi st of several conponent parts which, by thensel ves,
may be unregistrable, we think the conposite mark results
in a mrk which is nore than the sumof its conmponents and
whi ch engenders a distinctive comrercial inpression").

Accordingly, we find that the primary significance of
the mark FI SH M NNESOTA for magazi nes i s not geographical
In reaching this conclusion, we have consi dered the various
third-party registrations submtted by the Exam ning
Attorney for marks containing the word M NNESOTA, in which
that word was either disclainmed, or the mark was regi stered

pursuant to Section 2(f) or on the Supplenental Register.
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W certainly do not dispute that a mark which contains the
word M NNESOTA may be found to be primarily geographically
descriptive; the question, however, is whether the

geogr aphi cal significance of a particular mark is its
primary significance. Therefore, the third-party marks,

whi ch generally use M NNESOTA as an adj ective descri bing
the goods (e.g., M NNESOTA MONTHLY for a regional

magazi ne), are not hel pful in show ng that FI SH M NNESOTA
shoul d be regarded as a prinmarily geographical mark. The
one mark which is anal ogous, GOLF M NNESOTA, was regi stered
by the current applicant on the Suppl enental Register for
gol f mamgazi nes. However, applicant has expl ai ned that he
agreed to the anendnent to the Suppl enental Register for
busi ness reasons, so that we cannot regard the registration
as an adm ssion that that mark, and by inplication, the
mar k which is the subject of the subject application, is
primarily geographically descriptive.

It should al so be noted that, although the dissent
makes reference to "a nunber of trademark applications for
conposite marks having a simlar construction” which were
regi stered pursuant to Section 2(f) or in which the
geographic termwas disclainmed, p. 19, 20, 23, those
regi strations (except applicant's registration for GOLF

M NNESOTA) are not of record, nor were they even referred
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to by applicant or the Examining Attorney. Accordingly, we
think it inappropriate for the dissent to nmake reference to
them or rely on themin any nmanner to support its
conclusion. It is so well established that it requires no
citation that decisions as to registrability nust be nade
on the basis of the record before the Board. Mreover, it
is also well established that the Board does not take
judicial notice of registrations residing within the Ofice
records. In re Duofold Inc., 184 USPQ 638 (TTAB 1974).

In view of our finding that the primry significance
of FI SH M NNESOTA for magazines in the field of fishing is
not geographical, we need not consider the second prong of
the test, nanely, whether the Exam ning Attorney has
establ i shed a goods/ pl ace associ ati on between applicant's
mark and the goods with which he intends to use the nark.*

To the extent that the existence of a dissent in this
case indicates that there is doubt on the question of
whet her FI SH M NNESOTA is primarily geographically
descri ptive, such doubt nust be resolved in favor of

applicant. In re John Harvey & Sons Ltd., 32 USP@Qd 1451,

* In viewof this finding, we see no need to coment on that

portion of the dissent which di scusses the goods/pl ace
associ ation prong of the test.
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1455 (TTAB 1994), and cases and treatises cited therein in
support of this proposition.

Finally, while we have no intention of comenting on
all of the statenents nmade in the dissent, we think it
inportant to confirmthat, given our finding that the
primary significance of the mark FI SH M NNESOTA as a whol e
i's not geographic, a disclainmer of MNNESOTA i s not
required. As the cases cited herein show, when a mark is
found not to have a geographic significance, no disclainer
of the geographic terns within the nmark have been required,
just as no disclainer of nerely descriptive words in marks
wi th doubl e entendres are required. See, for exanple, In
re Sharky's Drygoods Conpany, supra (PARI S not disclai ned
in PARIS BEACH CLUB; In re Jim Crockett Pronotions, supra
(AVERI CAN not disclainmed in THE GREAT AMERI CAN BASH); In re
Colonial Stores Ind., 394 F.2d 549, 157 USPQ 382 (CCPA
1968), cited by the dissent (SUGAR & SPI CE not di scl ai ned).
Al t hough di scl ai ners of the geographic and descriptive
terms were not required in these other registrations, just
as a disclaimer of MNNESOTA is not required in the present
application, it is obvious that neither the owners of those
regi strations, nor applicant herein, would be entitled to
excl usive use of the geographic or descriptive ternms. It

is sinply part of U S. Patent and Trademark O fice practice
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t hat, when geographic and descriptive terns are used as
parts of marks which project a non-geographic or non-
descriptive significance, disclainmers of the individua
el enments are not required.

The di ssent also comments, at page 19, that the
section of the Lanham Act dealing with the registration of
geographic terns "was altered significantly as a result of
NAFTA i npl enmenting legislation.” That alteration created
different treatnent for primarily geographically
descriptive marks and primarily geographically deceptively
m sdescriptive marks, in that the latter, as a result of
t hat change, cannot be regi stered pursuant to Section 2(f)
of the Act. However, that alteration does not have an
i mpact on our decision herein, which involves a refusal
based on the ground that the mark is primarily
geographical ly descriptive.

The di ssent al so specul ates that the mark is "arguably
merely descriptive," and suggests that "in |ight of the
maj ority's decision on Section 2(e)(2), this case should
have been remanded to the Trademark Exam ning Attorney for
consideration of a refusal based upon Section 2(e)(1) of
the Lanham Act." pp. 22, 23. An application may not be
remanded for further exam nation once a final decision

i ssues. Trademark Rule 2.142(g). Therefore, if the

10
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di ssenting judge had believed that the application should
have been remanded to the Exam ning Attorney to consider
whet her registration should have been refused pursuant to
Section 2(e)(1), he should have raised that concern nuch
earlier in the decision-nmaking process. In any event, we
confirmthat we do not believe that the application should
have been remanded to consider a Section 2(e)(1) refusal.

Decision: The refusal of registration is reversed.

R F. C ssel

E. J. Seeherman
Adm ni strative Trademark Judges
Trademark Trial and Appeal Board

11
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Bucher, Adm nistrative Trademark Judge, dissenting:

Al t hough the | egal standard for determ ni ng whether a
geographical termis unregistrable is rather sinple to
state, the application of that test to any given trademark
cont ai ni ng a geographi cal place nanme can be quite conpl ex.
After much soul -searching, | respectfully disagree with the
reasoning and the resulting decision of the majority
her ei n.

The first question facing us i s whether the conposite
mar k, “FI SH M NNESOTA, ” indi cates a geographical place of
origin to the average consunmer. 1In order to establish
whether this nmatter is primarily geographically descriptive
when applied to applicant’s goods, the U S. Patent and
Trademark OFfice nust show that the mark has as its primary
significance the connotation of a generally known
geographic place. |In practical ternms, we know that “...the
mar k nmust be judged on the basis of its role in the

mar ket pl ace.” In re Nantucket, Inc., 677 F.2d 95, 213 USPQ

889 (CCPA 1982).
Clearly, the word “M NNESOTA” is an indication of
origin, and is a promnent portion of this mark. Applicant

agrees, as it nust, that this termcreates for the consuner

12
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an i nmmedi ate and unm st akabl e reference to a state in the
north-central portion of the United States

| agree with the majority that this shared concl usi on
is not the end of the query. Cdearly, not every mark that
contai ns a geographical elenent is barred fromregistration
by Section 2(e)(2). Adding naterial to an otherw se
unregi strabl e geographical termmy well make that term
registrable. 1In order for a conposite mark to run afoul of
this section of the statute, we nust | ook at the mark in
its entirety. For exanple, the Suprenme Court held in

Hami | t on- Brown Shoe Co. v. WIf Bros. & Co., 240 U. S 251,

60 L.Ed. 629, 36 S.Ct. 269 (1916) that “THE AMERI CAN G RL”
is an arbitrary designation for shoes because the ordinary
geogr aphi cal significance of the word “AVERI CAN' had been
eclipsed by the connotation of the mark as a whol e.

On the other hand, our primary review ng court
recently confirmed that the addition of descriptive matter
to atermwhich is primarily geographically deceptively
m sdescri ptive does not necessarily avoid a refusal under

Section 2(e)(3) of the Act. In re Wada, 194 F.3d 1297, 52

USPQ2d 1539 (Fed. Cir. 1999) [“NEW YORK WAYS GALLERY” is

primarily geographically deceptively m sdescriptive in

13
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connection with wallets, |uggage, backpacks, | eather bags,
etc.].”

In this case, applicant's identification of goods
specifies “..magazines in the field of fishing.” Hence,
this is a periodical about fishing in Mnnesota. “FISH is
the first of two words in this mark, and the sport of
fishing is clearly the subject matter of the periodical.
The majority focuses on the specific ordering of these two
words (“FISH before “M NNESOTA’) and agrees with applicant
that the inperative slogan should be construed as inplying
“you should fish in Mnnesota.” However, the real question
is whether the primary geographical significance of the
word “M NNESOTA” is lost within the conposite mark “FI SH
M NNESOTA.” In this context, the word “FISH is not
di stinctive as applied to a fishing publication, whether

enpl oyed in the formof an inperative verb or a sinple

5 This was an affirmation of the identical position taken by
this Board. In re Wada, 48 USPQ2d 1689 (TTAB 1998). In fact,
the Board has consistently held that the addition of highly
descriptive or generic matter to the nane of a geographic

| ocation generally does not alter the primary significance of the
mark. See also Inre Chalk's International Airlines Inc., 21
USP@d 1637, 1639 (TTAB 1991) [“PARADI SE | SLAND Al RLI NES” is
primarily geographically descriptive of transporting passengers
and goods by air]; and In re Canbridge Digital Systenms, 1 USPQd
1659, 1662 (TTAB 1986) [CAMBRIDGE DIG@ TAL is primarily

geogr aphi cal descriptive of conputer systens]; and In re Biesseci
S.p. A, 12 USPQd 1149 (TTAB 1989) [“AMERI CAN SYSTEM and desi gn”
is nothing nore than a primarily geographically descriptive term
as applied to applicant’s itens of outer clothing].

14
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noun. Applicant’s adding the word “FISH to the front of
“M NNESOTA, ” the geographical indication of origin herein,
in no way detracts from or overwhelns, this i nmedi ate and
unm st akabl e connection. The fact that applicant el ected
to use the inperative verb formand to place these two
words in this order in the mark sought to be registered

cannot avoid the refusal. See Inre US. Cargo Inc., 49

USP2d 1702 (TTAB 1998). 1In a recent decision where the
conposite mark contai ned a nunber of other nuances at | east
as significant as the inperative verb construction herein,

t he Board nevertheless held the primary significance of the
overall matter was still the city of Venice:

We are convinced by the Trademark Exam ning
Attorney's evidence that this image of the
Lion of St. Mark sinply reinforces the
geogr aphi cal significance of the overal
mark as primarily connoting Venice, Iltaly.
Thi s concl usion rests upon the conti nuing
prom nence of this synbolic |ion throughout
the art and culture of Venice...

In re Save Venice New York Inc. 54 USPQ2d 1106, 1108 (TTAB

2000). The showi ng of the Trademark Exam ning Attorney is
not merely “formulaic” as derided by the majority, but
rather seens to nme entirely logical. Purchasers and
prospective purchasers of applicant's periodicals are
likely to believe that the mark “FI SH M NNESOTA” projects a

primarily geographic significance when applied to these

15
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periodicals. Hence, | conclude that “FISH M NNESOTA,” a
periodi cal about fishing in the state of M nnesota, points
i medi ately and unm stakably to a single, geographical

pl ace.

Appl i cant urges us ‘not to |lose sight of the forest
for the trees,’” and anal ogi zes to the overall continuum of
al | eged source-indicating matter, fromarbitrary matter to
generic terns. In this regard, | turn briefly to |ook at
an anal ogous registrability decision under Section 2(e)(1)
of the Act. Specifically, the Ofice recognizes that to
t he extent any mark creates another neaning (e.g., an
incongruity or a double entendre) as applied to the goods
or services, the mark conprising the incongruity or double
entendre will not be refused registration as nerely
descriptive if one of its neanings is not nerely
descriptive in relation to the goods or services. For
exanple, fromthe oft-cited decision of the predecessor to

our principal reviewing court [Inre Colonial Stores Inc.,

394 F.2dd 549, 157 USPQ 382 (CCPA 1968)], the term “SUGAR &
SPICE” was held not to be nerely descriptive of bakery
products. The Court found this matter clearly functioned
as a tradenmark because “sugar and spice” is a well-known
phrase taken froma nursery rhyme. The conposite mark is

inherently distinctive as applied to bakery products

16
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contai ning these two ingredients, precisely because this
conbination fromthe nursery rhyne is famliar to anyone
seeing or hearing this mark.

Simlarly, marks containing geographical indicators
refused as unregi strable by a Trademark Exam ni ng Attorney
shoul d al so be held by the Board to be registrabl e provided
that there is a straightforward way to articulate this
i ncongruity, double entendre or hunorous neaning. The
majority cites to cases involving the marks “THE GREAT
AVERI CAN BASH and “PARI'S BEACH CLUB.” The Board

concluded in JimCrockett Pronotions Inc., supra (1) that

the term“Geat American” suggests sonething of desirable
quality or excellence, and (2) that the word “Bash” (as
either a noun or as a verb) was al so suggestive (not
descriptive) of services involving westling matches.

Simlarly, the Board held (Sharky's Drygoods Co., supra)

that the juxtaposition of “Paris” with “Beach C ub” results
i n an i ncongruous phrase, and purchasers would view “PARI S
BEACH CLUB” as a hunorous mark in which “Paris” is used
facetiously rather than as geographic reference:
The issue is whether purchasers are |ikely
to make a goods/ place association. Thus, if
purchasers woul d not, upon seeing the mark,
conclude that it inparts information about

t he geographical origin of the goods, the
mark is arbitrary...

17
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...Consuners, viewi ng the mark in connection
with T-shirts and sweatshirts, wll
understand it to be a joke, and will not
regard it as providing any information as to
the nationality of the manufacturer.

These cases invol ving geographical elenents
denonstrate that the context (i.e., the mark in connection
with the goods applied for) may render the conposite nmark
fanciful, or that an applicant’s uni que conbi nati on of
descriptive and/ or geographical el enents may nonet hel ess be
deened to be inherently distinctive. | sinply differ from
the majority in concluding that the instant case does not
fit this paradi gm

| reject applicant’s contention that nerely because
“FI'SH M NNESOTA” is an inperative slogan, it deserves
registration. Neither applicant nor the nmenbers of the
maj ority have articulated any alternate associations that
the public would nake fairly readily. Applicant’s position
is not convincing, it is not capable of a clear
articulation, and has no foundation in decisional law |
fear that we enter upon a slippery slope unless we place a
heavi er onus on the applicant in such a situation. |

conclude that the majority shoul d have demanded a cl earer

articulation of the rationale for favorable registrability

18
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deci si ons under Section 2(e)(2) [and by inplication, under
Section 2(e)(3)] of the Lanham Act.®

Naturally, in determ ning whether a termis primarily
geographical in its entirety under this first prong of the
test, we apply an identical test for donestic and foreign
denom nations of origin. Hence, the criticality of
requiring a clear and consistent rule under our nationa
| aw i s hei ghtened by the recognition that the wei ght of
international jurisprudence favors strict limtations on
the registrability of geographical indicators, particularly
if they are msleading. |In fact, in 1993, this very
section of the Lanham Act was altered significantly as a
result of NAFTA inplenmenting |egislation (The “North
American Free Trade Agreenent |nplenentation Act,” Public
Law 103-182, 107 Stat. 2057).

Qur national trademark register shows that the U S
Patent and Trademark O fice has been faced with a nunber of
trademark applications for conposite marks having a simlar
construction, where the marks are applied to magazi nes.

For exanpl e “TRACKI NG TEXAS' and “SKI WEST VIRA NI A’ are

both regi stered pursuant to Section 2(f) of the Act. *“SKi

® This prong of the test is identical whether one is dealing
with matter deemed to be geographically descriptive or
geographi cal ly deceptively m sdescriiptive.

19
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NEW MEXI CO’ is disclained apart fromthe conposite nark as
a whol e, which conposite contains a prom nent design
feature. “GOLF WEST VIRG NIA "’ |ike applicant’s own “GOLF
M NNESOTA, ” was forced onto the Suppl enental Register

In view of ny having decided the first prong of the
test in the affirmative, | turn nowto the second prong of
the legal test — whether the Trademark Exam ni ng Attorney
has made the case that the average consunmer woul d nmake a
goods/ pl ace associ ati on when faced with the mark “FI SH
M NNESOTA” on a nmgazi ne whose contents will deal
exclusively wth fishing in the state of M nnesot a.

The average angl er who sees a periodical called “FISH
M NNESOTA” on a shelf with other fishing nagazi nes would
think this publication comes from M nnesota, or even if the
printing and mailing operations were |ocated el sewhere, was
put out under the direction of Mnnesotans. Although this
is an intent-to-use application, the identification of

goods suggests a periodical published regularly. 1In

" M references to these third-party registrations are taken

fromthe records of our own agency, the United States Patent and
Trademark O fice (USPTO. However, technically they do consi st
of evidence outside the record before this Board. G ven the
ease Wi th which one can search the records of the Ofice
electronically in the year 2000, | would argue that nultiple

i nstances of past practice in the USPTO should be seen as
confirmation in arriving at the proper determ nation in conpl ex
cases such as this one, even where such references nay be

i nappropriate alone to support one’s concl usion

20
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contrast to a printed publication like a travel book, one
woul d naturally assune that the information in a periodical
w Il be updated nmuch nore frequently based upon an
abundance of current, first-hand information. It stands to
reason that the nore frequently a printed publication is
put out, the nore likely it is that consunmers woul d assune
the publication actually cones fromthe place naned in the
mark. Wth respect to publications, it is apparently
applicant’s position that unlike articles of clothing or
fashi on accessories, consumers could care | ess where a
magazine is edited or published. However, there is
certainly no evidence in the record to cause ne to believe
that consumers assune that periodic magazi nes about certain
geographi c areas conme from places other than the places
naned in the titles.

In fact the Trademark Exanining Attorney has nade a
reasonabl e showi ng that consunmers woul d nake a goods/pl ace
association in the present case. The Tradenmark Exam ning
Attorney points out that applicant is from M nnesota and
his principal place of business is |located in Mnnesota.
Furt hernore, vacationers have |ong been attracted to
M nnesota, known nation-wi de (fromthe designation on its
license plates) as “The Land of 10,000 Lakes.”

Furthernore, the state of M nnesota borders on the

21
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M ssi ssippi, Mnnesota and St. Croix Rivers, and mghty
Lake Superior is located on its eastern border. The record
in this case confirns that an abundance of fish in the
state’s many rivers, |akes and streans provi de excel | ent
fishing. Furthernore, applicant cannot dispute the fact
that M nnesota is a |arge state widely recogni zed as a
manuf acturing, trading and industrial center, and a |ikely
source of a wide variety of products, including
peri odi cal s.

Combi ning the weight of all this evidence contained in
the record, | conclude that the Trademark Exam ning
Attorney has denonstrated the reasonabl eness of consuners’
maki ng a goods/ pl ace association in the instant case.

Even though the mgjority concludes that this conposite
does not fit the prohibitions of Section 2(e)(2) of the
Act, given the overall connotation of this mark as applied
to these goods, surely they must acknow edge a degree of
di sconfort with the Ofice’ s registering this mark as it is
on the Principal Register, without a disclainer and w thout
a showi ng of acquired distinctiveness.

Al t hough the Trademark Exam ning Attorney chose to
refuse this mark as violative of Section 2(e)(2) of the
Act, this mark is arguably nerely descriptive because it

directly conveys the contents of this nmagazine as fishing
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in Mnnesota. Perhaps in light of the majority’s decision
on Section 2(e)(2), this case should have been remanded to
the Trademark Exam ning Attorney for consideration of a
refusal based upon Section 2(e)(1l) of the Lanham Act.
Finally, in light of the position taken by the
Trademark Examining Attorney that the entire mark is
geographically descriptive, there was no need to explore,
in the alternative, the possibility of disclaimng the
geographical term “M NNESOTA,” apart fromthe mark as
shown. Perhaps the majority also concurs with applicant
that this is an inventive, inperative, unitary phrase where
a di sclainmer of this geographi cal conponent woul d be
i nappropriate under O fice exam nation policy and practice.
However, even in registered marks constructed identically
to the mark in the instant case (i.e., those where the
Trademar k Examining Attorney did not deemthe entire phrase
to be primarily geographically descriptive), the place nane
followng the inperative verb is invariably disclained
apart fromthe mark as shown (“PLANT ILLINO S,” “EXPERI ENCE
KANSAS CI TY,” “PlI CTURE MONTANA, ” “DESI GN NEW YORK, " * SHOP
NEW JERSEY, " “ DI SCOVER W SCONSI N, ” “TEE- UP M CHI GAN, ”

etc.)®.

8 Again, these registrations consist of evidence outside the
record before this Board. See also footnote 7.
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In conclusion, | believe the statute and deci si onal
| aw support our affirm ng the Trademark Exam ni ng
Attorney’s refusal to register the instant mark under
Section 2(e)(2) of the Lanham Act. This would be the w ser
approach under our national |aw, and accord nuch better
with international jurisprudence. It is also likely that
if this application were to be remanded, the entire mark
woul d be refused as being nerely descriptive. Under the
structure of the Lanham Act, if found to be violative of
ei ther subsection of the statute, it could be published
upon an allegation of use and a showi ng of acquired
distinctiveness. As a last resort, it seens as though
O fice practice should require, at a bare mnimm a

di scl ai mer of the clearly geographical term “M nnesota.”

D. E. Bucher
Adm ni strative Trademark Judge
Trademark Trial and Appeal Board
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