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for SpanLi nk Conmuni cati ons.

Mar k Sparaci no, Trademark Exam ning Attorney, Law Ofice
103 (M chael Szoke, Managi ng Attorney).

Before Cissel, Hohein and Wendel, Adm nistrative Trademark
Judges.

Opi ni on by Wendel, Adm nistrative Trademark Judge:

Spanl i nk Conmruni cations has filed an application to
regi ster the mark WEBCALL for a “conputer program for
al l owi ng users of gl obal conputer information network sites

to | eave a nessage requesting tel ephone contact.”!

! Serial No. 75/023,266, filed Novenber 22, 1995, based on an

al l egation of a bona fide intention to use the mark in comerce.
An anmendnent to allege use was filed March 14, 1997, setting
forth a first use date and first use in conmerce date of June 24,
1996.
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Regi stration has been finally refused on the ground
that the mark is nmerely descriptive under Section 2(e)(1)
of the Trademark Act.? The refusal was appeal ed and both
applicant and the Exanining Attorney have filed briefs.® An
oral hearing was not requested.

The Exam ning Attorney naintains that the proposed
mar Kk WEBCALL is nmerely descriptive of the purpose or use of
applicant’s software. He points out that the software, as
identified, allows users of global information network
sites to | eave a nessage requesting “tel ephone contact.”

He then goes on to argue that this phrase “tel ephone
contact” may refer to either contact by a traditional
t el ephone or “contact via an internet phone using an

internet tel ephony system” (Brief p. 3) He cites the

2 Concurrent with the filing of its anendnent to allege use and
in response to the first final refusal issued by the Exam ning
Attorney, applicant filed a “declaration show ng distinctiveness
under 37 CFR 2.41” in support of its claimthat its mark WEBCALL
had becone distinctive of its goods. The Exam ning Attorney
refused to accept the claim stating that applicant had failed to
properly anend its application to set forth a clai m of

di stinctiveness under Section 2(f). The Exam ning Attorney al so
stated that the evidence which had been submtted by applicant
was insufficient to support such a claim |In applicant’s
subsequent responses and its brief, no nention was nade of a

cl ai munder Section 2(f). Accordingly, the Exam ning Attorney
has found no need to address the issue in his brief. W consider
any claimof distinctiveness to have been wi t hdrawn.

® After applicant filed its initial brief, the application was
remanded to the new y-assi gned Exam ning Attorney for purposes of
suppl ementing the record with recently avail abl e evidence. Wen
the refusal was again nade final, applicant was allowed to file a
suppl erental brief and the Exam ning Attorney then submtted his
brief.



Ser No. 75/023, 266

Nexis article from Conputer Tel ephony (Decenber 1996),

whi ch he nade of record in his action of April 8, 1999, for
its description of applicant’s software as that which would
in fact include both regul ar tel ephone call back and
I nt ernet phone callback. 1In relevant part, the article
reads:
Spanlink ... denonstrated on stage how their Wb-
Cal | product |inks web browsers to agents, either via
phone or Internet phone, just by a custoner clicking a

button on a conpany’s web page | abeled ‘Talk to a Real
Person.” On the other end, an agent gets a mrrored

pop.

When a web-based custoner elects to call up a Wb-

Call formand fills out a formto request a call back,

the custoner sees an approxi mate cal |l back tinme for the

appropri ate agent group. The custoner then chooses to
comruni cate via either an Internet phone or tel ephone.

The WebCal | agent form shows the information the
cust omer provi ded, pages visited, and the custoner’s
choi ce for phone or Internet phone call back. Wen the
agent is ready, WebCall automatically calls back the
cust oner.

This being the case, the Exam ning Attorney argues
that WEBCALL is nerely descriptive of applicant’s software,
because, as identified, the product enconpasses return
t el ephone contact via an Internet phone. He nmintains that
the term*“web call” is descriptive in general as applied to
a tel ephone call via the Internet. Moreover, as he points
out, applicant has specifically stated that “[i]f

Applicant’s goods description were directed to an internet

t el ephony system (i.e., a systemin which direct person-to-
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person voi ce comruni cations occurs over the internet),
descri ptiveness woul d be conceded.” (Supplenmental Brief, p.
3).% Although applicant followed this statement with the
assertion that its goods, as identified, are not directed
to an Internet tel ephony system the Exam ning Attorney
contends that not only would the identification of goods,
as worded, enconpass “tel ephone contact” of this nature,
but also that the cited Nexis article denonstrates that
applicant’s software is intended to cover call back and
further communi cation over |Internet phone or, in other
wor ds, contact using an Internet tel ephony system
In addition, the Exami ning Attorney has nmade of record
Nexi s excerpts showi ng use of the term*“web call” in
reference to Internet tel ephone calls, and in particular
I nternet tel ephone calls directed to a call center, such as
the foll ow ng
The I CC software allows users to browse a Wb page
and talk to a call center agent sinultaneously, over a
si ngl e anal og phone line. Costs for the software and
installation range from about $120, 000 for 20

concurrent Wb calls to $190, 000 for 60 concurrent
calls. Sal es & Marketing Managenent (Sept. 1998);

* As noted by the Examining Attorney, applicant earlier stated in
its response of Cctober 12, 1999, that “there is quite a bit of
software on the market that allows a person to actually place a
phone call through the internet. As to this type of application
the term WEBCALL woul d be nerely descriptive, because it woul d
describe a function of the product, i.e., nmake a phone call using
the internet.”
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I nternet tel ephony prograns and |links to service
bureaus are conbining to offer a new opportunity to

Web site operators. For those users with the right

bandwi dt h and software, a single click can put a live

operator onto a Wb call, offering the benefits of a

real sal es experience. Conput er Econom ¢ Research

and Analysis (January 1998).

As previously noted, applicant strongly denies any
connection of its software with Internet tel ephony.
Applicant argues that its mark WEBCALL is used in
connection with software which allows a user of a gl oba
conputer information network site to e-mail a call center,
| eavi ng a non-voi ce nmessage which is used by a service
representative to tel ephone the user back “using the plain
ol d tel ephone system”® (Reply brief, p. 1) Applicant
insists that the Examining Attorney is incorrectly
attributing to applicant’s software the feature of
permtting a person to actually tel ephone and speak to a

person to request a return tel ephone call. Applicant

argues that not only is its software not directed to an

> Applicant, inits reply brief, has requested that if the Board
finds the present identification does not nmake it clear that the
nmessage is left by e-mail and not direct voice contact, the
identification be anended to read: conputer programfor allow ng
users of global conputer information network sites to e-mail a
non-voi ce nessage requesting tel ephone contact.

In the first place, the proffered anendnent is untinely and
hence will not be considered. Furthernore, the clarification
whi ch applicant seeks to make has no effect on the scope of the
term “t el ephone contact,” which is the basis for the Exam ning
Attorney’s refusal under Section 2(e)(1). Thus, the proffered
amendment is immaterial with respect to the present refusal.



Ser No. 75/023, 266

Internet tel ephony system it is not even limted in the
identification of goods to usage on the Internet or Wrld
W de Web.

A termor phrase is nerely descriptive within the
meani ng of Section 2(e)(1) if it imed ately conveys
i nformati on about a characteristic or feature of the goods
with which it is being used. Wuether or not a particul ar
termis nmerely descriptive is determned not in the
abstract, but rather in relation to the goods for which
registration is sought, the context in which the mark is
bei ng used, and the significance the mark is likely to
have, because of the manner in which it is used, to the
aver age purchaser as he encounters the goods bearing the
mark. See In re Abcor Devel opnent Corp., 588 F.2 811, 200
USPQ 215 (CCPA 1978). It is not necessary that the term
describe all the characteristics or features of the goods
in order to be nmerely descriptive; it is sufficient if the
term descri bes one significant attribute thereof. See In
re Pennzoil Products Co., 20 USPQ2d 1753 (TTAB 1991).

W find the evidence of record is adequate to support
the Exam ning Attorney’ s position that the term WEBCALL is
nerely descriptive when used in connection with applicant’s
software as identified in the application. W agree that

it is the breadth of the term“tel ephone contact,” as used
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in the identification of applicant’s goods, which renders
the term WEBCALL descriptive. Even if we were to accept
applicant’s argunent that its software product only allows
the Internet user to | eave a non-voi ce nessage requesting a
call back, and not to use Internet tel ephony in making the
initial contact with the call center, the term WEBCALL,
when used in connection with this software, is descriptive
thereof. As denonstrated by the article about applicant’s
new software product, its WEBCALL software is designed to
cover call back either by the “plain old tel ephone” or by
I nternet phone. Despite applicant’s argunents to the
contrary, the goods as identified enconpass both types of
t el ephone contact. |t has been shown by the evidence of
record that the term“web call” would be readily recogni zed
as referring to Internet phone calls. Thus, we are
convinced that the correlation by purchasers of the term
WEBCALL with a software product which permts call back by
means of an Internet phone call would be obvious. The term
VEBCALL, when used in connection with applicant’s software,
i mredi ately conveys information as to this callback feature
of the goods.

Applicant’s further argunent that in the
identification of goods the software is not limted to use

on the Internet or World Wde Wb is without nerit. In the
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application as originally filed, applicant identified its
program as a “conputer programfor allow ng users on the
Wrld Wde Wb ... .” At the Exam ning Attorney’ s request,
appl i cant changed the wording “Wrld Wde Wb” to the
term nol ogy accepted by the Ofice at that tinme, nanely,
“gl obal conputer information network.” Applicant is
clearly estopped from arguing a broader scope for this
|atter term nol ogy than that covered by its original
identification. See TMEP 804.09(b). Applicant’s software
product is limted to use on the Internet or Wrld Wde
Web. Even if it were not, the descriptiveness of the term
WEBCALL woul d not be avoi ded, since the software could be
used on the Web.

Appl i cant has al so advanced the argunent that, even
considering the identification of goods, WEBCALL has
mul ti pl e connotations and thus creates an anbi guity naking
t he mark suggestive rather than nerely descriptive. For
exanpl e, applicant argues, the term WEBCALL m ght be
thought to refer to a programthat actually allows the
caller to call via Internet tel ephone to request the
cal | back, or to a programfor the user’s conputer which
directs the conputer to dial a site and | eave a prerecorded
nmessage requesting tel ephone contact in conjunction with

web usage.
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The fact that applicant’s goods nay be have been so
broadly identified that the term WEBCALL mi ght descri be
nmore than one feature of goods enconpassed thereby does not
remove the termfromthe real mof nere descriptiveness. |If
the identification of goods covers a software product which
allows the user of the Wb site to | eave a nessage via
I nternet tel ephone, which in fact it does, then WEBCALL is
nerely descriptive of this feature of the software. |If
each possible interpretation of WEBCALL nerely descri bes
sonme feature of the software which lies with the scope of
the goods identified in this application, the termis
nerely descriptive of the goods for which registration is
sought. See In re Vehicle Information Network Inc., 32
USPQ2d 1542 (TTAB 1994).

Accordingly, we find the term WEBCALL to be nerely
descriptive when used in connection with the conputer

programidentified in the application.
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Deci sion: The refusal to register under Section

2(e)(1) is affirned.

R. F. C ssel

G D. Hohein

H R Wendel
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board
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