Paper No. 21
TEH

TH'S DI SPCSI TION IS NOT
Cl TABLE AS PRECEDENT OF THE TTAB  JULY 11, 00

U S. DEPARTMENT OF COMVERCE
PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Plati num Technol ogy, Inc.

Serial No. 74/719,023

Matt hew W Wal ch of Latham & Watkins for In re Platinum
Technol ogy, Inc.

Wanda Kay Price, Trademark Examining Attorney, Law Ofice 111
(Craig Tayl or, Managi ng Attorney).

Before Simms, Hairston and Hol tzman, Adm nistrative Trademark
Judges.

OQpi nion by Holtzman, Adm nistrative Trademark Judge:

An application has been filed by Platinum Technol ogy, I nc.
to register MERGE/ MODIFY as a mark for the follow ng goods:*?
Comput er software for use in database design

I mpl enent ation, adm nistration and nmanagenent; database
query and reporting, and for programm ng and application

! Serial No. 74/719,023; filed August 22, 1995 on the Principa
Regi ster alleging dates of first use and first use in comerce in
February, 1995.
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devel opnment, and instructional manuals sold as a unit

t herew t h.

Regi stration has been finally refused under Section 2(e)(1)
of the Trademark Act on the ground that applicant’s mark is
merely descriptive of applicant’s goods. 2

Appl i cant has appeal ed. Briefs have been filed, but an oral
hearing was not requested. W affirmthe refusal to register.

Atermis nerely descriptive within the nmeaning of Section
2(e)(1) if it imediately conveys know edge of the ingredients,
qualities, or characteristics of the goods or services with which
it is used. Inre Gulay, 820 F.2d 1216, 3 USPQRd 1009 (Fed.

Cir. 1987). Moreover, the question of whether a particular term
I's merely descriptive nust be determi ned not in the abstract, but
in relation to the goods or services for which registration is
sought. See In re Engineering Systens Corp., 2 USP@@d 1075 (TTAB
1986) .

The Trademark Exam ning Attorney contends that the wording
" MERGE/ MODI FY, " when considered in relation to the identified
goods, describes a "feature, function, characteristic, and use"
of applicant’s software, nanely "that is used to nerge and nodify

data in databases." In support of her position, the Exam ning

2 The Examining Attorney issued a second Ofice action refusing
regi stration on the additional basis that MERGE MODI FY does not
function as a mark. That refusal was subsequently w thdrawn.
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Attorney has relied on the product literature submtted by
applicant as well as listings fromgeneral and technical
dictionaries. One such listing defines "nerge" as foll ows:

...[I'ln word processing, the automatic recording, printing,
or sending onto one el enent of recordi ng nedi um of sel ected
recorded text, in correct order, fromat |east two other

el ements of recording nedia. [IBMDictionary of Conputing
(10'" ed. 1993).

In addition, we have taken judicial notice of the follow ng
definition of "nodify":3

(1) [t]o change the contents of a database. (2) To change
the | ogical structure of a database." [|EEE Standard Conputer
Di ctionary (1990).

The Exami ning Attorney has al so subm tted nunmerous excerpts
of articles fromthe NEXIS database in which the words " NMERGE"
and "MODI FY" appear. Exanples of these articles are reproduced
bel ow (enphasi s added):

...you' Il hear a lot about 4.1's directory-nmanagenent tools.
For exanple, you Il be able to nerge NDS trees, and you’l

be able to delete, nodify, and nove inside subtrees a | ot
easier. Al of these capabilities wll be welcone,... PC
Week (August 29, 1994).

Wth these database prograns, you're not limted to | ooking
up data fromother data files -- you can also nodify data in
other files or even nmerge information fromnultiple data
files. But these capabilities require a nore conpl ex design
process than with flat-file-database... McUser (Novenber,
1993).

® The Board may properly take judicial notice of dictionary
definitions, including definitions in technical reference works. See,
e.g., University of Notre Dame du Lac v. J. C. Gournet Food Inports
co., Inc., 213 USPQ 594 (TTAB 1982), aff’d, 703 F.2d 1372, 217 USPQ 505
(Fed. Cir. 1983).



Ser No. 74/719,023

From a devel opnent perspective, this facility is hel pful for
rapid prototyping, given the ease with which one can nerge,
test, nodify or delete program segnents. [ndustrial
Managenent & Data Systens (1993).

"The C code allows you to: 1. Halt a nmerge so that you can
enter information, 2. Halt a nerge so that you can nodify a
secondary file. 3. Cancel the nerge. 4. Find the next

record in the secondary file...” MS Quarterly (June 1992).

...conmputer for which it was designed (or backup conputers
as appropriate) and the right to copy it for archival

pur poses. The governnment can al so nodify the restricted-
rights software or nmerge it with other software,... EDN
(March 2, 1989).

The database is limted in its capacity to nodify the
ori ginal database design. The only way to nodify is to
create a new dat abase based on the old and then incorporate
t he changes. And, the database cannot perform cal cul ations
on fields. PC Magazi ne (February 10, 1987).
The different varieties of workstation software still exist:
Full Notes Client offers the full capabilities of Notes with
the ability to nodify database design; Notes Desktop offers
the sanme capabilities as the full client, except that users
cannot nodi fy the design of databases;.... Network (1997).
Applicant, on the other hand, naintains that its software
does not "nerge and nodify data in databases." Applicant argues
i nstead, based on its product literature, that its mark
identifies a "highly specialized database software tool" which
"al | ows dat abase users to quickly and efficiently provide backup
copi es of the database w thout adversely inpacting data

availability." It is applicant’s position that use of "the

single words "nerge’ and 'nodify’...are entirely irrelevant to
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whet her the unitary term’ MERGE MODI FY' is descriptive of
applicant’s goods."*
It is clear fromthe above evidence that the words "nerge"
and "nodi fy" have wel | -recogni zed neani ngs in the conputer
I ndustry in the context of software design and function. As the
dictionary entries and NEXI S references show, software prograns
frequently include capabilities that allow for the nmerging and
nodi fication of docunents or database contents as well as other
aspects of the software system The particular "nerge" and
"nmodi fy" features of applicant’s software products can be seen
fromapplicant’s own product materials (ltalics reflect enphasis
in original; bold enphasis has been added):
PLATI NUM Merge/ Mbdi fy. .. Product Description:...recovery
product: it manages DB2 recovery by produci ng i mage copies
whil e data renmains accessible to users; it nmerges copies at
record speeds; and it autonates cl eanup of the system
recovery table....Mrge/ Modi fy provides a change
accunul ati on feature for use in recovery....Benefits:

Reduces downtine by speeding up i nage copy nerges and
nodi fications to recovery infornmation.

Keep Your Data Avail able During | mage Copy
Processing. .. Merge/ Modi fy’ s uni que Log Accunul ation facility
merges full and increnental copies with information fromthe
DB2 active and archive |og datasets, creating a single,
fully consistent inmage copy...

4 Al though some of applicant’s product literature was nmade of record
during the prosecution of the case, additional literature was attached
to applicant’s appeal brief. The Exam ning Attorney has treated this
evi dence as of record and we have done so as well.
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The term " MERGE MODI FY" i mmedi ately descri bes significant
capabilities of applicant’s software product. W observe from
the literature that applicant’s software perforns a nerge
function as part of the docunent recovery process as well as the
function of accumul ati ng changes or nodifications to the content
of the recovered information. At a mninmum applicant’s software
speeds up the execution of these "nerge" and "nodi fy" functions,
clearly a touted benefit of applicant’s product. Notw thstanding
the "highly specialized" nature of applicant’s software products,
the rel evant purchasers of applicant’s goods woul d be
technol ogi cal |y sophi sticated individuals who woul d under st and
t he meaning of the term"MERGE MODI FY" in relation to those
products.

W agree with the Exam ning Attorney that conbining
the ternms "nerge"” and "nodi fy" does not alter the descriptive
significance of the individual words. 1In fact, we find that the
presence of the slash nark creates a separation of the two words
and reinforces the descriptive nmeaning of each of themin
connection with applicant’s goods. Thus, viewed either as
I ndi vi dual words or a conbi ned phrase, MERGE/ MODI FY i medi ately
conveys significant information to the rel evant public about

applicant’s products.
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The third-party applications and registrations submtted by
applicant are not persuasive of a different result.®> As the
Exam ning Attorney points out, one nmark is registered on the
Suppl enent al Regi ster, an acknow edgnent that the term "MERCGE" is
descriptive, another four of the registrations contain a
di sclaimer of the word "nerge," and at |east two of the
applications have not even been published for opposition. The
remai ni ng applications and regi strations are for conposite marks
which are different fromthe mark involved herein, and it has not
been denonstrated that they are even for the sane goods as those
herein. Mreover, as often noted by the Board, each case nust be
decided on its own facts. See In re National Novice Hockey

League, Inc., 222 USPQ 638 (TTAB 1984). Based on the facts and

> Applicant attached to its appeal brief, a list of 12 third-party
registrations and 8 third-party applications which include the term
"merge" to "denonstrate the [registrability] of the coined term
"MERGE MODI FY' [for applicant’s goods]." Applicant has provided
information only as to the application/registrati on nunbers, the marks,
and the broad statenment that the registered marks "[cover] software
products."” Additional information about a nunber of the applications
and regi strations was di scl osed by the Exam ning Attorney in her appeal
brief. W note that the Exam ning Attorney has not objected to either
the tineliness or the formof the third-party evidence, and in fact has
treated the evidence as being properly of record. Thus, we have

consi dered the evidence herein. Under the circunstances, applicant’s
alternative request to remand the application to the Exam ning Attorney
for consideration of the additional evidence is noot. Nevertheless, we
woul d point out that the remand request fails to include the necessary
showing of good cause. See TBMP § 1207.02 and cases cited therein.
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the record before us in this case, we are convi nced that
applicant’s mark is merely descriptive of its goods.

Decision: The refusal to register is affirmed.

R L. Sinms

P. T. Hairston

T. E. Holtzman

Adm ni strative Trademark
Judges, Trademark Tri al
and Appeal Board



