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110 (Chris Pedersen, Managi ng Attorney).

Before G ssel, Quinn and Bottorff, Adm nistrative Trademark
Judges.

Qpi nion by Cissel, Adm nistrative Trademark Judge:

On July 12, 1996, applicant applied to register the
mar k " COMPUTERNET" on the Principal Register for what were
subsequently identified by anmendnent as "nmagazi nes,
magazi ne suppl enents, catal ogues, manual s, brochures,
panphl ets, guides, newsletters, journals and books in the
field of high technology and information technology,” in
Class 16; and "providing on-1line nmagazi nes, nagazi ne

suppl enent s, catal ogues, nanual s, brochures, panphlets,
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gui des, newsletters, journals, and books in the field of
hi gh technol ogy and information technol ogy,” in O ass 42.
The basis for the application was applicant’s assertion
that it possessed a bona fide intention to use the mark in
commer ce.

The Exam ning Attorney refused registration under
Section 2(e)(1) of the Act on the ground that the term
sought to be registered is nerely descriptive of the goods
and services set forth in the application. The Exam ning
Attorney took the position that the mark applicant seeks to
regi ster is descriptive of the subject matter of the
publication, in that publications about high technol ogy and
I nformation technol ogy include information about conputer
net wor ks, which are al so known as "conputer nets."

In support of the refusal to register, the Exam ning
Attorney encl osed copies of definitions fromthe Dictionary

of Conputers, Information Processing and

Tel ecommuni cati ons, Second Edition, 1987, for the terns

"COVWPUTER' and "network (NET)." The dictionary definition
of "network (NET)" includes "the assenbly of equi pnent

t hrough whi ch connections are nade between data stations,"”
and makes reference to the term"conputer network." The

sanme dictionary defines the term"conputer” in reference to
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machi nes that perform substantial conputation or |ogic
operations w thout intervention by a human operator.

Additionally, she attached copies of Ofice records of
three third-party trademark regi strati ons wherein the terns
"COVPUTER' and "NETWORK" have either been disclainmed or the
mar ks have been registered under the provisions of Section
2(f) of the Act. The marks are "Conputer Network
Technol ogy Corporation” and design, for specified conputer
har dwar e and software;! "Advanced Conputer Networks," for
the service of maintaining and upgradi ng conputer networks;?
and "PHYSI CI AN COWUTER NETWORK, " for educational services
i nvol ving interactive conputers.?

Applicant responded to the refusal to register by
argui ng that "COVMPUTERNET" is not nerely descriptive of the
goods and services set forth in the application. Applicant
argued that the mark does not, wth any certainty,
forthwith convey an inmedi ate idea of the subject nmatter or
any quality, characteristic, function or feature of
applicant’s goods and services. Further, applicant argued

that a review of the O fice records indicates that

! Registration No. 1,786,572 issued on the Principal Register on
August 10, 1993 to Conputer Network Technol ogy Corp.

2 Registration No. 1,868,604 issued on the Principal Register on
Decenber 20, 1994 to Advanced Conputer Networks, Inc.

® Registration No. 1,553,196 issued on the Principal Register
under Section 2(f) to Physician Conputer Network Inc. on Aug.
22, 1989.
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regi strations have issued on the Principal Register,
wi thout either clainms of distinctiveness or disclainers,
for the marks "DATANET," "STARNET," "PUBNET," and
"MULTINET." Copies of information relating to these
regi strations were submtted, although applicant did not
identify the source of the printouts, which appear to be
froma conputerized search report. Applicant argued that
the fact that the terns "DATANET," "STARNET," "PUBNET," and
"MULTI NET" "do not appear to be synonynous with the terns
DATA NETWORK, STAR NETWORK, PUBLI C NETWORK and MULTI PO NT
NETWORK, respectively, supports applicant’s contention
that the term COMPUTERNET woul d not necessarily be viewed
as synonynmous with the term COVPUTER NETWORK. "

The Exam ning Attorney was not persuaded, however, and
with the second Ofice Action, she nade the refusal to
regi ster under Section 2(e)(1l) of the Act final. Submtted
as additional support for the refusal were copies of Ofice
records of three other third-party registrations of marks
for goods and services relating to conputers. |In each of
these registrations, the term"COVWUTER NETWORK" is
di scl ai med apart for the mark as shown.

Applicant filed a tinmely Notice of Appeal. Applicant
filed its brief and the Exam ning Attorney filed hers.

Attached to the latter were copies of additional conputer
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dictionary definitions, of which the Board may take
judicial notice, of the terns "technol ogy" and "information
system ™ She explained that these references were intended
to make clear that "conputer nets or conputer networks fal
Wi thin the broad definition of high technol ogy and

I nformati on technology.” (Brief, p. 7).

The test for determ ning whether a mark is nerely
descriptive, and hence unregistrabl e under Section 2(e)(1)
of the Act, is not seriously disputed. A mark is nerely
descriptive if it imrediately and forthwith conveys
i nformati on concerning a characteristic, function, feature,
pur pose or use of the goods with which it is used. Inre
Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979).

In the case at hand, the term sought to be registered
is merely descriptive of the goods and services set forth
In the application because it immedi ately conveys
i nformati on about a characteristic of applicant’s printed
and on-line publications, i.e., that they include
i nformati on about conputer networKks.

The dictionary definition made of record by the
Exam ning Attorney makes it clear that the term"NET" is
t he equivalent of "NETWORK." W further note that two
ot her dictionaries, of which the Board may take judi ci al

notice, equate the term"NET" with "NETWORK. " The
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Computing Dictionary, PC Novice Learning Series, The

Illustrated Book of Ternms and Technol ogi es, (Peed

Cor poration, 1996), lists ""net" as "short for network, a
system of conputers,” and "NET" as "short for the Internet,
a set of loosely connected networks..." Further, net.speak

the internet dictionary, (Hayden Books, 1994) defines "net"

as "the domain that includes network resources."

When the word "COMPUTER" is combined with the term
"NET," the resulting combination is clearly synonymous with
"COMPUTER NETWORK."

The third-party registration information made of
record by the Examining Attorney shows that "COMPUTER
NETWORK" describes products and services used in connection
with computers, so the combination term, "COMPUTERNET"
would have the same connotation. The additional dictionary
definitions she submitted with her brief establish further
that the terms "high technology” and "information
technology,” used by applicant to describe the subject
matter of its publications, are understood to refer to the
fields in which computer networks are used.

In summary, this record establishes that
"COMPUTERNET," used in connection with publications in the

field of high technology and information technology, would
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I mmedi ately convey to prospective purchasers that the
publ i cations include informati on about conputer networks.

Applicant’s argunments to the contrary are not
per suasi ve.

The third-party registrations referred to by applicant
In response to the first Ofice Action are not of record.
Merely listing such registrations does not acconplish this.
In re Hub Distributing, Inc., 218 USPQ 284 (TTAB 1983).
Mor eover, even if proper copies of the registrations
asserted by applicant had been subnmitted, they would not
establish that the mark at issue in the instant case is not
merely descriptive. |In the case at hand it is clear, and
appl i cant does not persuasively dispute, that "COVPUTER
NETWORK" identifies a topic with which high-technol ogy and
i nformati on technol ogy publications woul d be expected to
deal. The third-party registrations referred to by
appl i cant conbine the descriptive term"NET" with terns
like "STAR " "PUB," and "MJLTI," the descriptiveness of
whi ch has not been established in connection with the goods
or services specified in those registrations.

Applicant contends that the nmark does not, with any
certainty, forthwith convey an i mredi ate idea of the
subject matter of the publications because the mark is not

t he equi valent of the term "conputer network," and the
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subj ect of conputer networks is not necessarily included
within the fields of high technol ogy and i nfornmation
technol ogy. As noted above, however, dictionaries equate
the term"NET" with "NETWORK." Moreover, there is nothing
I ncongruous or unexpected created by conbining the
descriptive ternms "COWUTER' and "NET." As to applicant’s
contention that the Exam ning Attorney is in error when she
contends that the subject of conmputer networks mght fal

Wi thin the nuch broader field of high technol ogy and

i nformati on technol ogy, the additional dictionary
definitions the Exam ning Attorney submtted with her brief
make it clear that conputer networks are one aspect which
one woul d expect to be covered by a nagazine in the fields
of high technol ogy and i nformation technol ogy.

Applicant al so argues that "while consuners view ng
applicant’s mark woul d know that applicant’s print and on-
| i ne publications have sonmething to do with sonething that
has sonme relation to the information revolution resulting
fromthe introduction of computer technol ogy and gl obal
net wor ks, w thout nore information, they would be hard
pressed to articulate the exact subject matter of
applicant’s print on-line publications.”

The test for descriptiveness, however, is not whether

one could, fromconsideration of the mark al one, determ ne
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what the goods and services are. Descriptiveness is not
determned in such a vacuum Instead, the test is whether
the mark, when viewed in connection with the goods and
services set forth in the application, conveys significant
I nformati on about them In re Hone Buil ders Association of
Greenville, 18 USPQ@d 1313 (TTAB 1990).

As di scussed above, the mark applicant seeks to
register in this case indicates that the subject matter of
applicant’s publications is conputer networKks.

Accordingly, the mark is merely descriptive of applicant’s
goods and services, and its registration is barred by
Section 2(e)(1) of the Act.

Deci sion: The refusal to register is affirned.

R F. G ssel

T. J. Quinn

C. M Bottorff
Adm ni strative Trademark Judges,
Trademark Trial & Appeal Board
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