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Ofice 104.

Before Cissel, Seeherman and Hohein, Adm nistrative
Trademar k Judges.

Qpi nion by Cissel, Adm nistrative Trademark Judge:

On Decenber 12, 1995, applicant filed an application
to register the mark "GLASWERKS' on the Principal Register
for "electric lighting fixtures."” The application was
based on applicant’s assertion that it possessed a bona
fide intention to use the mark in conmerce in connection

with the goods identified in the application.
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The Exam ning Attorney refused registration under
Section 2(e)(1) of the Trademark Act on the ground that the
mar k sought to be registered is nmerely descriptive of the
goods with which applicant intends to use it. The
Exam ni ng Attorney argued that the proposed trademark is
t he equival ent of the word "gl assworks,”™ which is used to
descri be a business which manufactures glass fixtures. In
that glass fixtures may be used for |ighting purposes, the
Exam ni ng Attorney concluded that the proposed mark is
nerely descriptive of the electric lighting fixtures with
whi ch applicant intends to use it.

Subm tted in support of the refusal were excerpts
retrieved fromthe Nexi s automated dat abase of articles
publ i shed in a newspaper and a nagazi ne. The newspaper
article refers to a person who designs light fixtures and
custom gl ass work, and the nmgazine article appears to be a
f oot note concerning the source of products shown in a
photo. The note indicates that customlighting fixtures
were provided by one entity and netal and gl ass work by
anot her.

Applicant responded to the refusal to register with
argunent that the proposed mark is at npbst suggestive,
rather than nerely descriptive of the goods set forth in

t he application.
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The Exam ning Attorney was not persuaded to w thdraw
the refusal to register, however. The second Ofice Action
poi nted out that the English equivalent of the mark is
generic for both conpanies that produce works of glass and
for works of glass. Submtted as additional support for
the refusal to register were copies of entries from

Webster’s New World Gernman Dictionary indicating that an

English translation of the proposed mark is "gl ass
conpany. "

Al so subnmitted by the Examining Attorney with the
second O fice Action were additional excerpts retrieved
fromthe Nexisl database in an attenpt to establish that
electric lighting fixtures are produced in glass works.
Careful analysis, however, reveals that nany of these
excerpts do no such thing. For exanple, one notes that a
conpany "al so designs light fixtures and custom gl ass
work." Anot her describes the "Clear 3 ass Wrks" as a
conpany which "fabricates customfixtures and finishes for
buil dings.” The fixtures are not identified as electric
lighting fixtures, though. Oher exanples include the
following: "Vistosi had an outstandi ng display of colored
brown gl ass works, with several of them using hal ogen
fixtures."; "Albers here is seen in nore dramatic |ight

with his early glass works."; "The truly amazing |ighting
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design and the glass works feed on one another to nake for
a trenmendous show."; "And unlike strained (sic) glass
work, Mondrian’s art generates its own light."; "H s focus
has been on creating unique |lighting and gl ass work";
"Thomas Edi son, the founder of General Electric, fornmed a
cooperative adventure with Corning dass Wrks to produce
i ncandescent |ight bulbs.”; and "there s airiness and gl ow
when |ight hits her glass work."

Only two of the excerpts cited by the Exam ning
Attorney support the contention that glass works have ever
produced electric lighting fixtures. An article fromthe

Decenber 6, 1992 edition of the San D ego Union Tribune

di scussed a hanging light fixture fromthe Venini glass

wor ks, and an article from The Econom st newspaper in 1993

indicated that a light fixture was nade by " Corey
G assworks. " Al though a nunber of the excerpts submtted
by the Exam ning Attorney show the use of "glass works" to
refer to works of art nade of gl ass, the above-referenced
two excerpts are the only evidence linking electric
lighting fixtures to glass conpani es.

In addition to the submi ssion of additional evidence
in support of the refusal to register, the second Ofice

Action required applicant to submt an English translation
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of the mark to the effect that "G.ASWERKS' neans "gl ass
conpany" or "glass works."

Responsive to the second O fice Action, applicant
anended the application to include the statenent that the
English translation of "GLASWERKS' is "gl ass conpany" or
"glass work[s]." Applicant also presented nore argunent on
the issue of nere descriptiveness.

On July 29, 1997, the Exam ning Attorney’'s third
Ofice Action made final the refusal to register under
Section 2(e)(1) of the Act.

On January 26, 1998, applicant filed a tinmely Notice
of Appeal to the Trademark Trial and Appeal Board. Both
applicant and the Exami ning Attorney submtted briefs to
the Board. Applicant attached to its brief copies of
several third-party registrations of marks which
I ncorporate the term"glass" and/or a variant of the term
Each registration lists, inter alia, lighting fixtures as
goods with which the mark is alleged to be used.

The evi dence concerning third-party registrations
submtted by applicant with its appeal brief would
ordinarily not be considered because of its untinely
subm ssi on under Trademark Rule 2.142(d). 1In this case,
however, we have considered the third-party registrations

because the Exami ning Attorney did not object to them and
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in fact, argued in his brief that they do not support the
concl usi on urged by applicant.

Applicant did not request an oral hearing.

Accordi ngly, we have resolved this appeal based on
consideration of the witten argunents and the evidence
presented in the application file.

It is well settled that a termis considered to be
nmerely descriptive of goods or services, within the nmeaning
of Section 2(e)(1) of the Lanham Act, if it forthwith
conveys an inmediate idea of a significant ingredient,
quality, characteristic, feature, function, purpose or use
of the goods or services. See, e.g., Inre Gulay, 820
F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987) and In re Abcor
Devel opnent Corp., 588 F.2d 811, 200 USPQ 215 ( CCPA 1978).
The descriptive informati on concerning the goods nust be
communi cated by the mark with sone degree of particularity
or specificity. In re Box Innards, Inc., 181 USPQ 412
(TTAB 1973). However, if the descriptive significance can
only be determ ned after the exercise of additional
t hought, nulti-step reasoni ng, specul ation or surm se,
the mark is not nmerely descriptive within the neaning of
t he Act.

In the instant case, the record does not support the

conclusion that the term sought to be registered
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I mmedi ately conveys, with any particularity, significant
I nformati on about the nature or characteristics of the
goods specified in the application. As noted above, the
evi dence linking production of electric lighting fixtures
to gl ass conpanies or glass works is de mnims. The
record does not contain a sufficient basis for us to
concl ude that prospective purchasers of these goods woul d
attach significance to the fact that such products were
produced by a gl ass conpany or glass works. To reach such
a conclusion woul d require sonme additional thought process
or imagination, and if this is required, the mark may be
suggestive of the goods, but is not nerely descriptive of
t hem

In summary, the evidence of record in this application
does not establish that the mark inmediately and forthwith
conveys, with any degree of particularity, information
about a significant characteristic or feature of these
goods. Any doubt on this issue would necessarily have to
be resolved in favor of the applicant. Inre Ad

Laboratories, Inc., 221 USPQ 1215 (TTAB 1983).
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Accordingly, the refusal to register under Section
2(e) (1) of the Act is reversed, and the application wl]l

proceed to publication.

R F. (i ssel

E. J. Seeherman

G D. Hohein
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board
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