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Qpi ni on by Hohein, Adm nistrative Trademark Judge:

Smth & Fong Conpany has filed an application to
regi ster the mark "PLYBOO' for "banboo |am nate flooring and
pl ywood made of banboo".*®

Pl yboo Anerica, Inc., as set forth in its amended

notice of opposition, has opposed registration on the ground

' Ser. No. 74/644,642, filed on March 10, 1995, which alleges dates of
first use of March 29, 1994.
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that, on January 18, 1995, it "began engagi ng and continues to be
engaged in the distribution and sale, through retail and

whol esal e, of plyboo flooring and other plyboo products in
comer ce under Opposer’s PLYBOO mark"; and that applicant’s
"PLYBOO' mark, "when used on or in connection with the goods of
Applicant, is merely descriptive of thent.?

Applicant, in its answer thereto, has denied the
salient allegations of the anmended notice of opposition.

The record includes the pleadings; the file of the
opposed application; and, as opposer’s case-in-chief, the
testinony, with exhibits, of Patricia A Myody, Ph.D., an
associ ate professor of English and |inguist at Syracuse
Uni versity. Applicant, as its case-in-chief, has submtted a
notice of reliance upon (a) opposer’s answers to applicant’s
first set of interrogatories; (b) certified copies of several
third-party registrations for marks containing the term"PLY"
(c) certified copies of opposer’s Canadian registration for the
mark "PLYBOO' for banboo flooring and the file history of the
application for such registration; (d) a copy of opposer’s
abandoned application for federal registration of the term
"PLYBOO' for banmboo flooring; (e) copies of articles from

newspapers, magazi nes and trade journals; and (f) copies of

? Al though opposer originally brought this opposition solely on the
ground of a likelihood of confusion between its alleged "PLYBOO' nark
for bamboo | am nate flooring and pl ywood products and applicant’s
"PLYBOO' mark for banboo | ami nate flooring and pl ywood nmade of banboo,
such ground was deleted fromthe amended notice of opposition in favor
of the claimof nere descriptiveness as the only basis for opposition.
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certain other docunents.® Qpposer, in rebuttal, has filed a
notice of reliance upon copies of articles fromnewspapers and
magazi nes.® Briefs have been filed, but an oral hearing was not
request ed.

There is no issue as to whether opposer has standing to
bring this proceeding.” Here, applicant has not only adnmitted in

Its brief that opposer is "a conpetitor in the flooring industry"”

° Wil e opposer has not interposed an objection thereto, it is noted
that as to the official records and printed publications upon which
applicant relies, the notice of reliance fails to state the general
rel evance of such materials as required by Trademark Rule 2.122(e).
Moreover, with respect to certain other docunents attached to the
notice of reliance, nanely, the curriculumvitae of Patricia A Moody,
advertising literature by applicant and a printout of the first page
of its website, such docunments are not proper subject matter for

i ntroduction by neans of a notice of reliance under Trademark Rul e
2.122(e). Neverthel ess, inasnuch as opposer has treated them as part
of the record, the docunents are deened to have been stipulated into
the record, pursuant to Trademark Rule 2.123(b), for what they show on
their faces. See TBMP 88707 and 708.

“ It is noted that, like applicant, opposer's notice of reliance fails

to indicate the general relevance of such articles as required by
Trademark Rule 2.122(e). Applicant, however, has treated the evidence
as part of the record and, consequently, it has been considered as if
stipulated into the record. Two of the five articles, in any event,

are simply duplicates of those which opposer previously introduced as
exhibits to the Moody deposition.

® As stated, for instance, in 3 J. McCarthy, McCarthy on Trademarks &
Unfair Competition §20:11 (4th ed. 1998) (footnotes omitted):

Standing to oppose [on the ground of mere
descriptiveness] is presumed when the mark sought to be
registered is allegedly descriptive of the goods and the
opposer is one who has a sufficient interest in using the
descriptive term in his business. For example, one who
makes and sells a product that could be described by the
term applicant seeks to register has standing to oppose.

. However, at the minimum, it is necessary for opposer
to prove that it is engaged in the sale of goods of which
the applied-for mark is allegedly descriptive.

The Trademark [Trial and Appeal] Board has indicated
that a competitor presumptively has standing. That is, one
has standing to oppose on the basis of alleged descriptive-
ness if one has a present or prospective right to use the
term descriptively in its business. This can be proven by
evidence that opposer is a present or potential competitor.
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and "a direct conpetitor of Applicant,"” but the record
establishes that opposer "uses the PLYBOO Mark on and in
connection wth banboo flooring products, plywod sheets nmade of
banboo, and banboo panels" (answer to applicant’s Interrogatory
No. 3) and thus has standing to oppose.® The sole issue to be
determned in this proceeding is consequently whether the mark
"PLYBOO' is nerely descriptive of applicant’s goods.

According to the record, opposer "uses the PLYBOO Mark
In connection with the sale, distribution, pronoting, advertising
and marketing of banboo flooring, banboo plywod and banboo
paneling.” (Answer to applicant’s Interrogatory No. 4.) In
particul ar, opposer has continuously used such mark in connection
with the sale of banboo flooring since early 1994. (Opposer, in
fact, is the owner of a registration in Canada for the mark
"PLYBOO' for goods identified as "banboo flooring"’ and filed an
application to register such mark for the sanme goods in the
United States.® However, opposer abandoned its application when
regi stration of the mark on the Principal Register was refused on

t he ground of nere descriptiveness.

° See, e.g., Devalt, Inc. v. Magna Power Tool Corp., 289 F.2d 656, 129
USPQ 275, 280 (CCPA 1961); Astra Pharmaceutical Products, Inc. v.
Pharmaton, S. A, 345 F.2d 189, 145 USPQ 461, 464 (CCPA 1965); No
Nonsense Fashions, Inc. v. Consolidated Foods Corp., 226 USPQ 502, 504
(TTAB 1985); Binney & Snith Inc. v. Magic Marker |ndustries, Inc., 222
USPQ 1003, 1010 (TTAB 1984); and C.R Bard, Inc. v. WIly Rusch K G,
172 USPQ 250, 251 (TTAB 1971).

" Canadi an Reg. No. 481,617, issued on August 26, 1997 from an
application filed on July 24, 1996, and which clains use in Canada
since March 20, 1996.

® Ser. No. 74/612,860, filed on Decenmber 19, 1996, based on an asserted
intent to use.
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In her testinony on behalf of opposer, Dr. Mody stated
that a "descriptive word" is "a word [which,] for a community of
speakers, suggests sonething about the attributes, the
characteristics, or the nmake-up or ingredients of whatever it is
that it’'s describing” and that such a word "certainly nmay be"
different froma brand nane or trademark. (Mdody dep. at 7.)
Wth respect to her view as to the descriptiveness of the term
"plyboo,"” Dr. Mody testified on direct exam nation that:

Q And in your opinion, is plyboo a
descriptive word?

A Yes, | think it is.

Q And can you expl ain that, please?
A Vell, ... I think that plyboo is an
I nteresting word, because it ... shows how
t he | anguage does its stuff over tine. |It’s

... what | would call a blend word, being
made up of plywood and banboo.

(Id. at 8.) Elaborating thereon, she indicated that:

A [What’ s happened is that we have a
word that’s been in the | anguage since 1907,
pl ywood, and we have a natural product
grow ng, banboo; and pl ywood and banboo put
together will alnost inevitably, | think,
becone a bl end when you take ply and sone
portion of the banboo part, put themtogether
and make a new word fromit.

So is it your opinion that the word
pl yboo is a blend word and a descriptive
wor d?
A Mm hmm that is ny opinion
(ld. at 9.)
Dr. Moody further indicated that the term"PLYBOO' is

currently being used by sone portions of the public to describe a

product made up of plywood and banboo. She based such testinony
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primarily upon her investigation and review of just five articles
from newspapers, magazines and trade journals,® and her tel ephone
interviews with at nost two or three contractors. In particular

as to the neaning in the trade of the term"plyboo," she stated

that "the contractors that 1’ve spoken with know of it ... as a
product ... made of plies of banboo, [which] can be a |lam nate, a
t hi nner sort of product, or can be used for flooring." (ld. at

10.) Wth respect to the articles which nention such term she
testified that:

Q And how is the word plyboo used in
these articles?

A It’s used as a descriptive termto
describe a product that is nmade out of plies
of banboo that are gl ued together under .
hi gh pressure to create a very durable, very
strong kind of product.

Q In any of these articles, Doctor,
I's plyboo used as a trademark or brand name?

A No it’s not.
(1d. at 11.)

The articles referred to by Dr. Mody, however,
actually show that the term "plyboo" is used either in instances
whi ch evi dence trademark usage or in cases which denonstrate the
ultimate in nere descriptiveness, nanely, genericness. Exanples

of trademark usage, as well as references to either applicant or

° W note, however, that opposer’s Exhibit 4 curiously contains a
"Nexi s" copy of an Cctober 22, 1995 Chicago Tribune article, about
which Dr. Mody did not testify or otherwi se even nention, in addition
to a "Nexis" copy of an April 4, 1996 WAshi ngton Post article, about
whi ch she did present testinony. Applicant introduced an actual copy
of the former, including an acconpanyi ng phot ograph, as Exhibit 16 to
its notice of reliance.
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opposer in sone instances, are illustrated by the foll ow ng
excerpts (enphasis added):

"Plyboo is:

1. Avrare shrub found only in the
Austral i an out back

2. A horror-genre BBS on the Internet

3. A cross between ' plywod and

" banboo’
Yes, it’s No. 3. Plyboo is nore than
just a funny name, however. [It’s a |am nated

flooring nmade of two thin |ayers of banboo,
an attractive new product made from a fast
growi ng renewabl e resour ce.

There are several new environnentally
sound choi ces in hardwood fl ooring, including
Pl yboo and a | am nated ecoti nber brand
har dwood fl ooring from Mexico that is being
I mported by EcoTinber." -- San Francisco
Exam ner, January 18, 1995 (article headlined
in part: "SMART WOOD");

"Now t here’ s anot her answer: banboo.
Smth & Fong, a California-based conmpany, has
devel oped a tongue-and-groove flooring
product nmade from banboo. Called Plyboo ($ 5
per sq. ft.), the flooring is attractive,
wears well and can be sanded and refini shed.

You can install Plyboo just as you woul d
any tongue-and-groove solidwod flooring; a
nail gun is recomended. ...." -- Hone
Mechani x, July 1995; and

"Har dwood fl oor from banboo[.] Made of
strips cut fromthe stem Plyboo flooring
di spl ays the node pattern characteristic of
fast-grow ng banboo. Botanically a grass,
banboo i s neverthel ess very hard ...
Devel oped by Dutch, German and Chi nese
forestry scientists, Plyboo consists of three
veneer |layers lamnated into ... boards.
.... Plyboo Anerica, Inc., Kirkville, NY."
-- Architectural Record, Septenber 1996.

In two ot her cases, however, the term "plyboo" is used

generically, as set forth below, to designate or describe various
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categories or types of products, including | am nated nmaterial and
fl ooring (enphasis added):

"After |ooking at a plyboo floor, it’s
easy to see why Dan Smith was attracted to
the possibilities inherent in banboo. Plyboo
is alight-colored, highly linear flooring

Smith becanme interested i n banboo
products while visiting Asia sone years ago.
He went to Taiwan ...and eventually tracked
down the technol ogy for manufacturing plyboo,
whi ch was devel oped in the People’ s Republic
of China over a 12-year period.

Smth started out by putting together a
gift line of plyboo products, such as snal
decorative boxes .... Wth his eye on an
entire line of architectural plyboo products,
he spent a year researching the flooring
mar ket .

The end result is plyboo flooring, a
nai | - down, tongue-and-groove plank product
that is installed |ike other hardwood

flooring. .... Locally, CGolden State
Flooring in South San Francisco distributes
pl yboo.

Al t hough the technol ogy was devel oped in
China, Smth says plyboo is as new a product
in China as it is here.

Pl yboo products under devel opnent
include a ... lamnated material that can be
used for countertops, cabinetry or shelving,
and a thinner plyboo wall paneling.

Smth reports that the banboo used in
pl yboo is grown on managed forests in China

and then carried out of the forest to
trucks. ...." -- San Francisco Exam ner,
January 18, 11995 (article, which refers to
applicant, "Smth & Fong Co.," and states
" SEE ALSO MAI N STORY ( SMART V[II»," IS
headl i ned: "Plyboo devel oped in China"); and

"When it conmes to hardwood flooring, red
oak has been the nation’s board of choi ce.
Now, an exotic inport from China called
pl yboo aspires to conpete for a place in
Aneri can hones.

The material, nmade of Chi nese-grown
banboo that is harder than nost hardwood
floors ... was introduced in the U S. narket
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a year ago by Smith and Fong Co., a San
Franci sco- based i nporter. .

The product is environnentally friendly,
t he conpany says, because banboo is a grass,
not a tree, and does not have to be replanted
when cut. .. [ Conpany president Daniel]
Smith adds that the bamboo used to make
pl yboo is grown in managed forests in China,
so there is no inpact on wild stands used by
pandas as food.

' The banboo is harvested on a four-year
cycle,” Smth says, ’'neaning you can cut 25
percent of your forest each year.” [If the
farmers gat her beyond that 25 percent, they
get into areas that have not had a full four
years to regrow, so the shoots are not thick
enough to nake pl yboo. .

Banboo stal ks are cut into strips that
are mlled flat and then | am nated into
t ongue- and- groove planks. .... Plyboo can
be sanded, finished and maintained in the
same way as any other hardwood flooring." --
Washi ngton Post, April 4, 1996.

On cross-exam nation, Dr. Mdody acknow edged that, not
only had she never previously given testinony in a tradenmark
proceedi ng, but she did not know either what an inherently
distinctive mark is or what a suggestive mark is. Al though
indicating that to her a "[d]escriptive word ... has to do with
attributes of the thing or ingredients of the thing," she
admtted that she did not purport to be an expert either in
trademark law or with respect to the different |egal standards
used to categorize marks. (Moody dep. at 16.) She affirned,

i nstead, that the sol e background for her testinony as to the
descriptiveness of the term"plyboo" was her |inguistics
expertise as to the roots of words and how words are forned. She

also reiterated that the "basis for ny saying that plyboo is
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descriptive is that |I'massumng that it cones from pl ywood and
banboo and that it’s a blend word." (ld. at 26.)

Dr. Mody further testified that her opinion as to the
descriptiveness of the term"plyboo" was not altered by the fact
that it appears that counsel for opposer sent a letter, captioned

"Notice of PLYBOO Trademark Infringenent"” and dated "August 31

1995," to the San Franci sco Exam ner newspaper demandi ng

publication of a correction notice and stating, anong ot her
t hi ngs, that:

This letter is in reference to your
article, "Plyboo Devel oped in China," which
was part of the feature story entitled "Smart
Wod" in the January 18, 1995 issue of the
San Francisco Exam ner. The article was just
brought to our attention; hence, the delay in
witing to you

W represent Plyboo Anerica, Inc. and
have been asked to advise you that the term
PLYBOO i s a trademark of Plyboo Anerica,

Inc.; it is not a generic termfor banboo
flooring, as your article would | ead a reader
to believe. W have already advised Smth &
Fong that it unlawfully infringes our
client’s trademark each and every tine that
it refers to its banmboo flooring naterial as
PLYBOO, and that our client intends
vigorously to defend its rights in that
trademark. W thought that you, too, should
be aware of the inproper and unauthori zed
references to PLYBOO that appeared in your
article in connection with conpeting flooring
materials that are not genui ne PLYBOO brand
banboo fl oori ng.

For your reference, Plyboo Anmerica, Inc.
is the sole and exclusive United States
| i censee of PLYBOO brand flooring. Plyboo
Anerica, Inc.’s licensor, Banboe
I nformati ecentrum Nederl and, B.V., originated
the mark PLYBOO and hol ds international
rights to its use. As part of its exclusive
United States |icense, Plyboo Anerica, Inc.
was granted the right to register the
trademark PLYBOO with the United States
Patent and Trademark O fice. A trademark

10
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regi stration application has been filed with

that office and is currently pending

approval .
(Mbody dep. Ex. 6.) In particular, despite seeing the further
statenent on the second page of such letter that "PLYBOO is a
trademark owned by Plyboo Anerica, Inc. and not a generic term
for banboo flooring," Dr. Mody testified that it did not change
her opinion that "plyboo" is a descriptive word. (ld.)

Li kew se, when shown a copy of a letter, dated Decenber

1, 1995, fromthe San Franci sco Exam ner to opposer’s counsel

stating that, in reply to "[y]our letter of August 31, 1995 ...
the Exam ner printed a correction on Cctober 4" (Mody dep. Ex.
7) and a "Nexis" copy of such correction, which is headlined
"PLYBOO a trademark" (Mody dep. Ex. 8) and is set forth bel ow,
she testified that the existence thereof did not change her
opi nion regardi ng the descriptiveness of the term"plyboo":
"PLYBOO is a trademark owned by Pl yboo

Anerican [sic] Inc. and is not a generic term

for banboo flooring, as may have been

i nadvertently suggested in a Jan. 18 Habitat

[ section] package of stories on 'Smart Wod.’

The Exam ner regrets the error."” -- San
Franci sco Exam ner, Cctober 4, 1995.

Dr. Moody steadfastly nmaintai ned her opinion even when shown a
copy of a brochure by opposer, entitled "PLYBOO® tomorrow's

timber," which advertises "PLYBOO®" " Banboof | oori ng and
Environnmental |y Friendly Bamboo Buil di ng Mt eri al s" offered by
"PLYBOO® AMERICA, INC." (Moody dep. Ex. 9.) Specifically, while

conceding that she knows that the symbol "®" signifies

"[r]egistered,"” which means "[i]t's probably a trademark,"” when

such symbol is used in association with the term "plyboo," Dr.

11
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Moody insisted that the manner of use shown in opposer’s own
brochure did not change her opinion with respect to the term

"pl yboo" being descriptive. (Mody dep. at 30.) She continued
to base her conclusion, instead, primarily on her training as an
English professor, her investigation and review of only five
articles fromnewspapers, magazi nes and trade journals, and her
t el ephone di scussions with just two or three contractors.

On the other hand, the vast mpjority of the evidence
furni shed by applicant during its testinony period shows either
cl ear usage of "PLYBOO' in a trademark manner or, in sone cases,
at |least arguably so.™ The first page of applicant’s website at
http://ww. pl yboo.com for exanple, plainly refers in a trademark
manner to "Genuine Plyboo® Flooring" by "Smith & Fong Company".

(Applicant's Ex. 2.) Similarly, in addition to the trademark use

Y VWi le, of course, each case must be considered on its own nerits,
applicant also subnitted, as part of its case-in-chief, copies of six
third-party registrations for the foll owing marks and associ at ed
goods: "POLYPLY" for "construction panels conprised of a plywood
substrate overlaid with textured and/ or snooth plastic sheeting”;
"PLY-TRIM for "plywood trimproducts in the formof narrow boards for
bui | di ngs such as hones"; "PLY-JO ST" for "conposite wooden
construction joists"; "COMPLY" for "particle and conposite boards

i ncludi ng at | east one wood veneer face or ply"; "PLYCEM and design
for "cenent building panels"; and "PLY-BRI K' for "veneer facades for
exterior and interior walls and chinmmeys". O these registrations,
all issued on the Principal Register, but only the one for the "PLY-
TRIM mark regi stered pursuant to the provisions of Section 2(f) of
the Tradenmark Act due, apparently, to the mark’s initially being
considered to be nmerely descriptive of "plywood trim products in the
form of narrow boards for buildings such as honmes". However, while
Dr. Mody, during her cross-exam nation, found such mark, unlike the
mar ks "POLYPLY," "COM PLY" and "PLYCEM " to be "fairly descriptive,"
she al so found the marks "PLY-JO ST" and "PLY-BRIK'" to be "fairly
descriptive" and "descriptive," respectively, even though the Patent
and Trademark O fice, after exanmination, permtted the registration
thereof without resort to the provisions of Section 2(f). (Moody dep
at 21-22.)

12
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previously noted in the excerpt from Home Mechani x magazi ne,™ the

term"plyboo" is clearly used as a trademark for applicant’s
goods--in that the first letter of such term (like a proper noun
or proper adjective) is capitalized, or the termis otherw se set
of f by quotation marks, and the termis followed (or preceded) by
generic term nology for the goods--as denonstrated in the
foll ow ng representative exanples (enphasis added):

"Wait a mnute. Banboo flooring? Sure,
says Dan Smith. .... He and a friend
founded Smth and Fong Co. to inport it to
the United States.

Oiental strand board. To nmake the
flooring, the hollow stalks are split into
long strips .... The strips are | am nated
together into boards called ' Plyboo,’” which
can be sanded and stained |ike any hardwood.
Pl yboo tongue-and-groove flooring is al nost
as hard as red oak, and tw ce as stable,
according to Smth." -- Journal of Light
Construction, Septenber 1995;

" Pl yboo Banmboo Fl ooring and Pl ywood

In the past two years, Smith & Fong has
anmassed a fast-growing |ist of installations
of their exclusive ... tongue-and-groove

banboo flooring, Plyboo. ...." -- Interior
Concerns Newsl etter, Septenber/COctober 1995;

"The thing about banboo is that it grows
back after it’s cut down. ....

Leave it to a California conpany, the
Smth & Fong Co., to turn that eco-advantage
I nto sonething salable: Plyboo. It’'s
| am nat ed banboo--and it’s being narketed as
an alternative to hardwood.

There is Plyboo tongue-and-groove
flooring and Pl yboo banboo plywood for making
custom cabi netry and furniture.” -- Chicago
Tri bune, Cctober 22, 1995 (article, which is
headl i ned "As flooring or furniture,
| am nat ed banboo nmay be best choice,” also

" Al though applicant, unlike opposer, introduced an actual copy of the
article rather than a "Nexis" copy, the substantive content is the
sane in either instance.

13
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I ncludes a picture captioned: "Marketed as
an alternative to hardwood, Plyboo can be
used as beautiful, durable flooring");

"ALL SM LES: Eugene Dickey of the Smth
& Fong Co. in San Francisco drew a | ot of
attention with his Plyboo banboo flooring at
t he product showcase." -- Floor Covering

Veekly, April 25, 1994;

"Responsi bly harvested from sel f-
renewi ng banboo forests, Plyboo tongue-and-
groove |lam nated flooring wears |ike wal nut
or teak. Inported by Smth & Fong Co., it is
easy to install and stain or finish." -- Hone
Products Guide, Fall/Wnter 1995;

"’ Pl yboo’ tongue-and-groove banboo
flooring is a two-ply, parallel |am nated

flooring .... Installed using glue and
nails, Plyboo flooring ... can be cl eaned
| i ke other wood flooring." -- Visual

Mer chandi sing & Store Design, February 1996;

".... Smth & Fong, a San Franci sco-
based conpany, manufactures flooring and
panel i ng products in China of tinber banboo
and distributes them here under the Plyboo
brand name." -- Metropolitan Hone,

Novenber/ Decenber 1996; and

"FLOORI NG Plyboo (banmboo flooring),

I mported by Smth & Fong." -- Sunset,

February 1995.

A couple of the articles submtted by applicant, as
well as a piece of advertising literature for its banboo | am nate
fl oori ng, appear anbiguous, and thus are neutral, in that, due to
the manner of capitalization utilized or the placenent of the
term "plyboo" in quotes, the context in which such term appears
is arguably as consistent with descriptive or generic use as it
is with trademark use. Specifically, applicant’s advertising

literature for its "GENUI NE PLYBOO FLOORI NG' states that: "For
I nformati on On Pl yboo Fl ooring Contact Smth & Fong Co."

14
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(Applicant’s Ex. 26.) The followi ng two excerpts, fromtrade
publications, simlarly are indeterm nate or equivocal (enphasis

added) :

"The reason why everyone is asking about
banboo? Because it’s actually not a hardwood
at all. Technically, it’s a grass. As a
linearly | am nated flooring product, Smth &
Fong markets it, and San Francisco’ s ol den
State Flooring distributes it, as ’'plyboo.""
-- Hardwood Floors: Elenents of Design,
Spring 1995; and

"Smth & Fong says the stal ks [ of
banboo] are ... lam nated to nake ’plyboo,’
which is cut and mlled into tongue-and-
groove plank flooring." -- Hardwood Fl oors,
Decenber 1993/ January 1994 (article
captioned: "Lam nated Banboo Fl ooring
Avai |l able From Smith & Fong").

Moreover, in addition to an actual copy of the sane

2

Washi ngt on Post article furnished by opposer,* a couple of the

articles which applicant submtted plainly show generic usage of
the term"plyboo," as set forth bel ow (enphasis added):

"T&G plank flooring .... Also
unfini shed | am nat ed banboo pl ywood (pl yboo)
...." -- Anmerican Banboo Society Newsletter,
Decenber 1993; and

"A new entry in the eco-flooring field
is plyboo, a product manufactured in China
and inported by Smth and Fong of San
Franci sco.

Once you’' ve seen plyboo--a |ight-
colored, highly Iinear flooring with a subtle
pattern created by the banboo plant’s nodes--

? Applicant, notw thstanding the correction notice which was |ater

run, also subnmitted an actual copy of the sane San Franci sco Exam ner
"Pl yboo devel oped in China" article which opposer introduced through
Dr. Mody’'s testinony. Such exhibit, except for an acconpanyi ng

pi cture of |ami nated banboo flooring, is essentially duplicative
because, once evidence is properly of record, it can be relied upon by
any party--and not just the party who introduced it--for any proper
pur pose.
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sever al

you can see why Dan Smith was attracted to
the potential of |am nated banboo.

Smth becane interested i n banboo
products while visiting Asia several years
ago. He went to Taiwan to research the
subj ect and eventually found the technol ogy
for manufacturing plyboo, which was devel oped
in the People’s Republic of China over a 12-
year peri od.

Smith's first conmercial use of banboo
was a gift line of small, decorative plyboo
boxes. Wth his eye on [a] wider |ine of
pl yboo products, he spend a year researching
the fl ooring market.

The result is plyboo flooring, a nail-
down, tongue-and-groove plank product that is
installed I'i ke other hardwood fl oori ng.

Pl yboo products under devel opnent
include a ... lamnated material that can be
used for countertops, cabinetry or shel ving,
and a thinner plyboo wall paneling.

Smth reports that the banboo used in
pl yboo is grown on managed forests in China

" -- San Jose Mercury News, August 26,

1995 (article also indicates that: "Sources
of plyboo include Smth & Fong ... and CGol den
State Flooring ....").

Qpposer, nomnally in rebuttal, submtted cop

articles fromprinted publications.” Wile the

es of

t wo

articles duplicative of those which were already in the record

have been previously discussed, the three additional art

contain references to the term"pl yboo"

icles

in which the first letter

the term

thereof, as is often the case for properly indicating trademark
significance, is capitalized. In tw of such articles,
"Plyboo" is also used in conjunction with term nology which is

generic for the subject goods, while in the other it appears in

quot es,

whi ch is another commonly utilized indication of

° Al though the evidence properly fornms part of opposer’s case-in-chief

rather than rebuttal,

ground, we have considered the evidence as if it had been int
during opposer’s initial testinony period.
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trademark status, but w thout any acconpanying generic
termnology in reference thereto. Such uses, which are
reproduced in rel evant part below, thus arguably evidence, in the
first two instances set forth, use of the term"Plyboo" in a
trademark manner rather than in a nmerely descriptive or generic
fashion, while the other use is, in context, sinply anbi guous
(enmphasi s added):

"A grass, not a wood, it’'s called Plyboo

because it’s a two-ply | am nated product.

fhé'unique yet subtle knuckling pattern

gives the flooring an Oriental feel. Plyboo
can be purchased pre-stained or ... laid
unfini shed for a customstain."” -- Portland

O egoni an, August 18, 1996;

"Sanders Tradi ng Co. on Cahu sells an
environnmental |y consci ous product nade in
Chi na- - banboo fl ooring called Plyboo." --
Paci fic Business News - Honolulu, Cctober 27,
1997; and

"At present, banboo poles are used for
bui | di ng scaffol dings, |amnated floor and
wall tiles. "Plyboo" is being devel oped by
t he Departnent of Science and Technol ogy and
I's about to cone out into the |ocal market."
-- Business Daily, July 16, 1997; and

It is well settled that a mark is considered to be
nerely descriptive of goods or services, within the nmeani ng of
Section 2(e)(1) of the Trademark Act, if it imrediately describes
an ingredient, quality, characteristic or feature thereof or if
it directly conveys information regarding the nature, function,
pur pose or use of the goods or services. See In re Abcor

Devel opnent Corp., 588 F.2d 811, 200 USPQ 215, 217-18 (CCPA
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1978). It is not necessary that a mark describe all of the
properties or functions of the goods or services in order for it
to be considered to be nerely descriptive thereof; rather, it is
sufficient if the mark describes a significant attribute or
aspect about them Mreover, whether a mark is nerely
descriptive is determned not in the abstract but in relation to
t he goods or services for which registration is sought, the
context in which it is being used on or in connection with those
goods or services and the possible significance that the mark
woul d have to the average purchaser of the goods or services
because of the manner of its use. See In re Bright-Crest, Ltd.,
204 USPQ 591, 593 (TTAB 1979). Consequently, "[w hether
consuners coul d guess what the product [or service] is from
consideration of the mark alone is not the test.” 1In re American
G eetings Corp., 226 USPQ 365, 366 (TTAB 1985).

On the other hand, a mark is suggestive if, when the
goods or services are encountered under the mark, a nultistage
reasoni ng process, or the utilization of inmagination, thought or
perception, is required in order to determ ne what attributes of
t he goods or services the mark indicates. See, e.g., In re Abcor
Devel opnent Corp., supra at 218, and In re Mayer-Beat on Corp.

223 USPQ 1347, 1349 (TTAB 1984). As has often been stated, there
iIs athin line of demarcation between a suggestive mark and a
merely descriptive one, with the determ nation of which category
a mark falls into frequently being a difficult matter involving a
good neasure of subjective judgnment. See, e.g., In re Atavio, 25

UsPQ2d 1361 (TTAB 1992) and In re TMS Corp. of the Anmericas, 200

18
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USPQ 57, 58 (TTAB 1978). The distinction, furthernore, is often
made on an intuitive basis rather than as a result of precisely
| ogi cal anal ysis susceptible of articulation. See In re George
Weston Ltd., 228 USPQ 57, 58 (TTAB 1985).

It is also well established, and the parties correctly
SO agree in their briefs, that where the issue is nere
descriptiveness, "the challenger’s burden of proof in [an]
opposition ... is a preponderance of the evidence. 2 J. Thonas
McCarthy, McCarthy on Trademarks & Unfair Competition 8§ 20.16 (3d
ed. 1992)." ' Eastman Kodak Co. v. Bell & Howell Document
Management Products Co., 994 F.2d 1569, 26 USPQ2d 1912, 1918
(Fed. Cir. 1993). Seealso __ __ Yamaha International Corp. v. Hoshino
Gakki Co. Ltd., 840 F.2d 1572, 6 USPQ2d 1001, 1005 (Fed. Cir.
1988) ["an opposer's burden of establishing no inherent
distinctiveness, or of showing that the mark is 'merely
descriptive' under Section 2(e), exists ... where an applicant
seeks registration on the basis of inherent distinctiveness"].
In the present case, we agree with applicant that opposer has
failed to meet its burden of proof that the mark "PLYBOO" is
merely descriptive of "bamboo laminate flooring and plywood made
of bamboo" inasmuch as it has failed to present "evidence
sufficient to establish that the mark has any descriptive meaning

in the industry or [to] the relevant consuming public.”

“ Applicant, for instance, states in its brief that, "[t]o sustain the
i nstant Qpposition, Opposer nust denonstrate by a preponderance of the
evidence that the coined term PLYBOO has a descriptive neaning to the
rel evant consum ng public," while opposer asserts, in the conclusion
toits reply brief, that it "has established by a preponderance of the
evidence that plyboo is a nmerely descriptive word and not an indicator
of source" (enphasis added).
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Qpposer strongly relies on the testinony of Dr. Mody
as substantiating its contention that the term "plyboo" nerely
describes applicant’s goods. In particular, opposer points out
that, "[i]n her expert opinion, based upon her extensive
educati on, academ c specialization, experience and research into
the industry, Dr. Moody testified that the word plyboo is a blend
word and a descriptive word." Opposer also insists that because
applicant "did not introduce any expert testinony to counter Dr.
Moody’ s testinony, ... it should be given serious consideration
in this Qpposition proceeding.”

We note, however, that the opinion of an asserted
expert in linguistics is sinply not dispositive since, as stated
i n Tanners’ Council of America, Inc. v. Scott Paper Co., 185 USPQ
630, 637 (TTAB 1975):

[1]t is well established that the

expressi ons of opinion by wtnesses,

I ncl udi ng persons considered to be experts in

a particular field on any question before the

Board, is not binding upon the Board for "if

such testinony were adopted wi thout

consi dering other aspects of the case, the

effect would be to substitute the opinion of

the witnesses for the ultimte decision to be

reached by the Court and woul d therefore be

I nproper."” The Quaker Cats Conpany v. St.

Joe Processing Conpany, Inc., [232 F.2d 653,]
109 USPQ 390 at 391 (CCPA, 1956)

See also Ferro Corp. v. Nicofibers, Inc., 196 USPQ 41, 45 (TTAB
1977) [purchasers’ "understandi ng of the marks nust be determ ned
in light of the relevant purchasing sector and not that of

i nguistic experts or those famliar with the neaning or
derivation of words"]. Consequently, the opinion offered by Dr.

Mboody as to the descriptiveness of "plyboo" as a "blend word," as
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opposed to any testinony as to factual matters within her area of
| i ngui stic expertise or personal know edge, is essentially of no
probative value in this case. See Mennen Co. v. Yamanouch
Phar maceutical Co., Ltd., 203 USPQ 302, 305 (TTAB 1979) at n. 4.
Asi de therefrom we concur with applicant that Dr.
Mbody’ s testinony concerning her opinion with respect to the
descriptiveness of the mark "PLYBOO' is essentially useless for
several other reasons. Dr. Mody admtted that she was not an
expert in trademark law (this being the first trademark
proceedi ng in which she has testified), nor did she know of the
different | egal standards used to categorize marks. She al so
testified that she did not know either what an inherently
distinctive mark is or what a suggestive mark is. Instead, the
basis for her viewthat the term"plyboo" is descriptive is her
assunption that the termis derived froma conbination or blend
of portions of the words "plywod" and "banboo”. Suggestive
mar ks, however, can also be formed in the sane manner” and Dr.
Moody’ s ability to ascertain that the mark "PLYBOO' is a bl end
taken fromel enments of the words "plywod" and "banboo" does not
establish that consuners woul d understand such mark as nerely
describing, for instance, a product class or category. Nor is
there anything in her testinony or the rest of the record which
I ndi cates that the trade or nenbers of the purchasing public

regard the terns "ply" and "boo" as respectively being synonynous

° See, e.g., the marks (set forth previously in footnote 10) which are
t he subjects of five of the six third-party registrations introduced
by applicant and which issued on the Principal Register w thout resort
to the provisions of Section 2(f) of the Trademark Act.
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Wi th or otherw se describing--as opposed to suggesting--the words
"pl ywood" and "banboo". Her opinion, which she essentially
formed by reading only certain articles and by talking to no nore
than two or three contractors of unspecified occupations, cannot
therefore be found to be credible evidence of trade or consuner
perception, especially when confronted with contrary evidence
which plainly shows the terns "PLYBOO' or "Plyboo" utilized in a
trademark manner as an indication of source for banboo | am nate
flooring and pl ywood nmade of banboo.

The only other evidence in this case consists of
articles and advertising. As applicant correctly points out, and
opposer agrees, "[e]xcerpts from[newspapers,] industry journals
and magazi nes may be considered probative evidence of the neaning
a termmay have in the marketplace.”" See, e.g., In re Medical
D sposabl es Co., 25 USPQ2d 1801, 1804 (TTAB 1992). The sane is
true of brochures and other forns of advertising wherein a term
Is used. Here, the majority of the articles of record, and nost
of the parties’ advertising, clearly denonstrate that the term
"pl yboo" is viewed by the trade and the consum ng public as a
source indicator rather than a nerely descriptive termof art or
generic designation. Such articles and pronotional materials
plainly utilize the terns "PLYBOO' or "Plyboo" in a trademark
manner, that is, as a mark which is associated with and
identifies the origin of |am nated banboo flooring, plywod and
ot her products marketed by applicant or, in a few instances,

opposer. By contrast, only a distinct mnority of the articles
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ei ther show the term "plyboo" used in a nerely descriptive
fashion as the generic nanme for the parties’ goods or are sinply
I ndeterm nate, as is the case with but a single piece of
applicant’s product literature. Moreover, one of those articles
was in fact subsequently "corrected,"” at opposer’s insistence, to
indicate that the term"PLYBOO is a trademark ... and is not a
generic termfor banboo flooring”". (Mody dep. Ex. 8.)

Applicant, with respect to such action and others by
opposer, strenuously nmaintains that:

The instant Opposition is a poorly
di sgui sed attenpt to continue using in a
trademark sense a termthat Opposer is now
claimng is nerely descriptive. Yet the
record is clear that Applicant’s coined mark
is not atermof art in the industry and has
not been shown to possess a nerely
descriptive or generic neaning to the
consum ng public. That Opposer ... [has]
sought and[/or] obtained registrations for
PLYBOO in [the United States and] Canada ...

confirms that ... Qpposer and those in the
I ndustry do not view PLYBOO as a termof art
ei t her.

Qpposer, notably without citation to any authority, contends in
reply that its "efforts to market plyboo products and to

di scourage conpetitors fromusing the word plyboo are not

relevant to the registrability of the mark." W find, however,
that its assertions of trademark rights in the term"plyboo," as
evi denced for instance by its attenpting to register such nmark in
the United States and its obtaining a correction notice with

respect to an article in the San Franci sco Exanm ner which used

the mark generically, are relevant with respect to the issue of

nmere descriptiveness. Specifically, opposer’s prior inconsistent
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positions may properly be considered as "illum native of shade
and tone in the total picture” confronting the trier of fact, and
thus are sonme evidence that "PLYBOO' is a trademark instead of a
merely descriptive term even though such actions do not, of
course, "relieve the decision maker of the burden of reaching his
[or her] owmn ultimate conclusion on the entire record.”
Interstate Brands Corp. v. Celestial Seasonings, Inc., 576 F.2d
926, 198 USPQ 151, 154 (CCPA 1978) [prior contrary opinion by a
party is a fact which is adm ssible but not binding].

Accordi ngly, because the evidence of record, when
viewed as a whole, fails to establish that nenbers of the trade
or purchasing public would regard the mark "PLYBOO' as a nerely
descriptive, let alone a generic, designation for banboo | am nate
flooring and pl ywood nmade of banboo, opposer has not proven its

case and the opposition nust be dismssed. See, e.g., Levi

Strauss & Co. v. R Josephs Sportswear Inc., 28 USPQ2d 1464, 1471
(TTAB 1993), recon. denied, 36 USPQ2d 1328, 1330 (TTAB 1994)

[ opposer’ s burden of show ng that mark "ACTI ON SLACKS" for pants
and shorts is nerely descriptive and/or generic not net since,
despite sone evidence show ng sporadi c descriptive uses thereof,
vast majority of uses of term"Action Slacks" were anbi guous as
to whether they were trademark uses or descriptive uses and sone
evi dence cl early showed such termwas used and recogni zed as
trademark] .

Deci sion: The opposition is dism ssed.

E. J. Seeher man
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G D. Hohein

D. E. Bucher
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board
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