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Before C ssel, Hohein and Hairston, Adm nistrative Tradenark
Judges.

Qpi ni on by Hohein, Adm nistrative Trademark Judge:

Genenedi cine, Inc. has filed an application to register

the mark "GENEMEDI CI NE, I NC. " and design, as reproduced bel ow,

for "fornul ated nucl eic acid pharmaceutical preparations for the

nl

treat nent of di sease.

' Ser. No. 74/598, 265, filed on Novenber 14, 1994, which alleges a bona
fide intention to use the mark in comerce.
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Regi stration has been finally refused under Section
2(e)(1) of the Trademark Act, 15 U.S.C. 81052(e)(1), on the basis
that, when used in connection with applicant's goods, the mark
"GENEMEDICINE, INC." and design is merely descriptive of them.

Applicant has appealed. Briefs have been filed and an
oral hearing was held. We reverse the refusal to register.

Preliminarily, however, we note that there is an issue
as to whether applicant has conceded the mere descriptiveness of
the term "GENEMEDICINE" by voluntarily offering to disclaim such
term. Specifically, in the first Office action, the Examining
Attorney—-notably without any explanation or supporting evidence—
-refused registration of applicant's mark on the ground that it
Is merely descriptive of applicant's goods. Applicant, in
response, traversed the refusal, stating that:

The Examiner has not shown that
"GENEMEDICINE" is descriptive of the goods
identified in the application or of any
particular goods. No evidence has been cited
by the Examiner supporting her position. In
order to facilitate the prosecution to a

Notice of Allowance, Applicant hereby
disclaims the exclusive right to use the word
mark "GENEMEDICINE" on or in association with
formulated nucleic acid pharmaceutical
preparations for the treatment of disease,
apart from the mark as shown. Applicant
believes that the design format in which
"GENEMEDICNE" is presented in this
application is sufficiently distinctive that

the design is allowable upon a disclaimer of
the word mark.

In support of its position, applicant cited In re
Clutter Control Inc., 231 USPQ 588, 589 (TTAB 1986), in which the
Board stated that: "When words which are merely descriptive, and

hence unregistrable, are presented in distinctive design, the
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design may render the mark as a whol e regi strable, provided that
the words are disclained, under Section 6 of the Trademark Act."
Applicant, noting that the Board in such case determ ned that the

mar k " CONSTRUCT- A- CLOSET" and design, as illustrated bel ow,

woul d be registrable on the Principal Register upon the filing of

a disclainmer of the term " CONSTRUCT- A- CLOSET" because, as the

Board stated, "the tube-like rendition of the letter "C in the

words ' construct’ and 'closet’ nmake a striking comrerci al

| npressi on, separate and apart fromthe word portion of

applicant’s mark," 231 USPQ at 589-90, |ikew se contended that:
Here, Applicant’s design is entitled to

regi stration on the Principal Register now

that the word mark "GENEMEDI CI NE' has been

di sclaimed. The design has a distinctly

nodern and uncluttered | ook making a striking

comer ci al inpression, which was achi eved by

form ng the characters using straight lines

and sinple geonetric shapes. Also

contributing to the design’ s striking

appearance is the conpl ete encapsul ati on of

the characters in a solid rectangle.

The Exam ning Attorney, in her responsive Ofice
action, stated, however, that "[t] he disclainmer proposed by the
appl i cant has not been accepted.” Continuing the refusal to
regi ster applicant’s mark on the ground of nere descriptiveness,
the Exam ning Attorney noted that she "has determ ned that the
design elenent of the mark is nerely a carrier” and that "[a]s
such it is not sufficiently distinct[ive] to warrant

registration” with a disclainmer of the term " GENEMED Cl NE".
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Applicant, in reply, reiterated its contention that its
mark, in light of the assertedly distinctive design elenents, is
registrable with a disclainmer of the term"GENEMED Cl NE".
Applicant concluded its remarks by stating that, "[f]or the
f oregoi ng reasons, Applicant continues its proposal for a
di sclaimer of the word portion of this mark, and respectfully
submts that the [application for the] proposed mark is now in
condition for allowance."

The Exam ning Attorney, after considering applicant’s
argunents, was not persuaded and nmade the nmere descriptiveness
refusal final. However, other than adding that "the proposed
mar k appears to be generic as applied to the goods" and stating
that "applicant’s design el enent |ends nothing to the commerci al
I npression of the word mark el enent,” the Exam ning Attorney
of fered no explanation for her determ nation of nere
descriptiveness (including the assertion of the ultimte form
t hereof , nanely, genericness) and nmade no nention of applicant’s
continued proffer of a disclainer.

Appl i cant appeal ed the final refusal and indicated in
its initial brief that, anong other things, it has disclained the
"CENEMEDI CI NE" term "of its design mark in order to facilitate
al | owance of the application” in viewof its theory that the
design el enents of the mark are sufficiently distinctive to
permt registration if the proffered disclainer is included. The
Exam ning Attorney, in her brief, contends--for the first tine--
that applicant "has conceded that the mark is descriptive by

applicant’s consent ... to disclaimthe word portion of the
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mark." Applicant, in its reply brief, insists, however, that it
has not conceded that its mark is nerely descriptive. 1In
particul ar, applicant maintains that its "disclainer of the word
portion of its mark was not an admi ssion that the mark is
descriptive but was sinply done to "facilitate the prosecution to
a Notice of Allowance’," as it previously stated.

W are constrained to agree with applicant that it has
not, by voluntarily offering to disclaimthe term " GENEVEDI Cl NE, "
conceded the nere descriptiveness of such termas used in
connection with its goods. Instead, when viewed in the totality
of applicant’s argunent as to the registrability of its mark, it
Is clear that applicant has proffered only a conditional
disclaimer. That is, in order to facilitate the registration of
its mark, applicant has offered to disclaimthe term
"GENEMEDI CI NE" provided that the Exam ning Attorney accepts
applicant’s contention that the design elenments of the mark are
di stinctive enough to allow registration of applicant’s mark wth
the inclusion of such a disclainer. However, inasnuch as the
Exam ning Attorney has not only stated that the disclainer
proffered by applicant has not been accepted, but has indicated
that the design elenents of applicant’s mark do not preclude the
mark as a whole from being nerely descriptive within the nmeaning
of Section 2(e)(1l), it is plain that applicant’s offer to
disclaimthe term " GENEVMEDI Cl NE" sinply cannot be taken as an
adm ssion of the nere descriptiveness of that termfor purposes

of this appeal.
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Turning, therefore, to the nerits of the final refusal,
applicant asserts that the mark "GENEMEDI CI NE, |INC." and design
Is not nerely descriptive of its fornulated nucleic acid
phar maceuti cal preparations for the treatnent of disease.
Specifically, as noted previously, applicant maintains that its
mark is registrable, with a disclainmer of "GENEMEDI CINE," in
light of the mark’s assertedly distinctive design el enents, which
I nclude "the uncluttered, nodern typeface of the words, the |ight
tone of the words, and the dark shaded box surrounding,
contrasting, and encapsulating them" According to applicant:

The conbi nation of the distinctive typeface

with a surroundi ng, contrasting box renders a

striking commercial inpression. .... The

surroundi ng box hei ghtens the effect of the

typeface to create a distinctive

present ati on.

The design of Applicant’s mark, [with]

the words "GENEMEDI CI NE, I NC." encapsul at ed

in a solid surroundi ng box, cleverly suggest

the nethod of delivering Applicant’s products

into a patient. Applicant’s products

encapsul ate nucleic acid therapeutic drugs

i nside a quuid or solid matrix, just as

Applicant’s mark encapsulates "GENENEDICINE

INC." inside a box. ...

Applicant, in any event, additionally points out that "[a]t no
time during the prosecution of the present application has the
Exam ni ng Attorney presented any evidence that applicant’s design
mark, as a whole, would be nerely descriptive or generic."

The Exami ning Attorney, correctly noting that the Board

may properly take judicial notice of dictionary definitions,?

’ See, e.g., Hancock v. American Steel & Wre Co. of New Jersey, 203
F.2d 737, 97 USPQ 330, 332 (CCPA 1953) and University of Notre Dane du
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argues on the other hand that, as set forth for the first tinme in
her brief, applicant’s mark is nerely descriptive of its goods
because (footnote omtted):

A gene is defined by Webster’s Il New

Ri verside University Dictionary as a
functional hereditary unit that occupies a
fixed | ocation on a chronosone, has a
specific influence on phenotype, and is
capabl e of undergoing mutation to various
allelic forms. Medicine is defined ... as
t he science of diagnosing, treating, or
preventing di sease or damage to the body or
mnd. [d. 1Inc. or incorporated represents
an entity designation and has no trademark
significance[.] 1d. Applicant’s designis
nmerely a border or carrier which has no

trademark significance. .... The design
does not create a distinctive conmerci al
I mpr essi on.

In view thereof, the Exam ning Attorney insists that "[t]he sole
i ssue is whether the display of the mark creates a distinctive
comerci al inpression separate fromthe literal conponent[s]."
The Exami ning Attorney particularly contends that,
unli ke the distinctive "double C configuration” in the "CONTRUCT-
A- CLOSET" and design nmark at issue in In re Cutter Control Inc.,
supra, the rectangular design in applicant’s "GENEVEDI CI NE, | NC. "
and design mark functions sinply as a carrier for the literal
terms therein and "is not sufficiently unique or distinctive as
to warrant registrability" of applicant’s mark. Common basic
shapes, such as a rectangle, are considered to be inherently
nondi stinctive, the Exami ning Attorney correctly observes, "when

such common basi c shapes are used as a vehicle or background for

Lac v. J. C. Gournet Food Inports Co., Inc., 213 USPQ 594, 596 (TTAB
1982), aff’d, 703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983).
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the display of word marks," citing Guess? Inc. v. Nationw de Tine
Inc., 16 USPQ2d 1804, 1805 (TTAB 1990). In view thereof, and
since, as in In re Gande Cheese Co., 2 USPQ2d 1447, 1449 (TTAB
1986), the Exam ning Attorney finds that the typeface in which
the wording in the mark appears "is insufficiently stylized to
create an inherently distinctive, registrable display," the
Exam ni ng Attorney concludes that applicant’s mark is nerely
descriptive of its goods.

It is well settled that a termis considered to be
nmerely descriptive of goods or services, wthin the neaning of
Section 2(e)(1) of the Trademark Act, if it inmmediately describes
an ingredient, quality, characteristic or feature thereof or if
It directly conveys information regarding the nature, function,
pur pose or use of the goods or services. See In re Abcor
Devel opnent Corp., 588 F.2d 811, 200 USPQ 215, 217-18 (CCPA
1978). It is not necessary that a termdescribe all of the
properties or functions of the goods or services in order for it
to be considered to be nerely descriptive thereof; rather, it is
sufficient if the termdescribes a significant attribute or idea
about them Mreover, whether a termis nerely descriptive is
determned not in the abstract but in relation to the goods or
services for which registration is sought, the context in which
It is being used on or in connection with those goods or services
and the possible significance that the termwould have to the
aver age purchaser of the goods or services because of the nmanner
of its use. See In re Bright-Crest, Ltd., 204 USPQ 591, 593
(TTAB 1979). Consequently, "[w] hether consuners coul d guess what
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the product [or service] is fromconsideration of the mark al one
Is not the test.” In re American Geetings Corp., 226 USPQ 365,
366 (TTAB 1985).

On the other hand, a mark is suggestive if, when the
goods or services are encountered under the mark, a nultistage
reasoni ng process, or the utilization of inmagination, thought or
perception, is required in order to determ ne what attributes of
the goods or services the mark indicates. See, e.g., In re Abcor
Devel opnent Corp., supra at 218, and In re Mayer-Beat on Corp.
223 USPQ 1347, 1349 (TTAB 1984). As has often been stated, there
iIs athin line of demarcation between a suggestive mark and a
merely descriptive one, with the determ nation of which category
a mark falls into frequently being a difficult matter involving a
good neasure of subjective judgnment. See, e.g., In re Atavio, 25
UsPQ2d 1361, 1362 (TTAB 1992) and In re TMS Corp. of the
Anmericas, 200 USPQ 57, 58 (TTAB 1978). The distinction,
furthernore, is often made on an intuitive basis rather than as a
result of precisely logical analysis susceptible of articulation.
See In re George Weston Ltd., 228 USPQ 57, 58 (TTAB 1985). Any
doubt as to whether a mark is nmerely descriptive or suggestive is
resol ved, in accordance with the Board' s policy, in favor of the
applicant by allow ng publication of the mark for opposition.
See, e.qg., In re Mrton-Norwi ch Products, Inc., 209 USPQ 791
(TTAB 1981) and In re Gournet Bakers, Inc., 173 USPQ 565 (TTAB
1972) .

Wiile, in the present case, we concur with the

Exam ning Attorney that, contrary to applicant’s contentions, the
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solid rectangul ar design in applicant’s mark is a common, basic
shape which serves sinply as a carrier or vehicle for the display
of the words "GENEMEDI CINE, I NC." and that such words are

di splayed in an ordinary, nondistinctive typeface, we agree with
applicant that the Exam ning Attorney has offered no evidence on
this record which prinma facie shows that the term nol ogy
"CENEMEDI CI NE, INC." is nerely descriptive of applicant’s goods.
Al t hough, to be sure, the termINC nerely describes the fact
that applicant’s products are produced and/or sold by an

I ncorporated entity and thus is lacking in trademark
significance,’ the dictionary definitions cited by the Exami ning
Attorney fail to establish that, to the doctors and nedical
researches who, as applicant admts, would constitute its primary
custoners, the designation "GENEVEDI CI NE' has a nerely
descriptive significance. Such designation sinply does not

I medi ately or directly describe any significant attribute,
function, feature, purpose, use or other aspect of applicant’s
formul ated nucl ei c acid pharnmaceutical preparations for the
treatnment of disease. Purchasers, users and/or prospective

custoners for such goods woul d, instead, have to pause and

°See, e.g., Inre E |. Kane, Inc., 221 USPQ 1203, 1206 (TTAB 1984)
("addition of the term’INC.’ [to the designation ' OFFI CE MOVERS
INC.” for the services of noving office facilities] does not add any
trademark significance to the matter sought to be registered") and In
re Packagi ng Specialists, Inc., 221 USPQ 917, 919 (TTAB 1984) (in
desi gnati on "PACKI NG SPECI ALI ST, INC." for distributorship services
for packaging material and equipnent, "the element "INC.’ ... [is]
recogni zed, in trademark evaluation, to have no source indication or
di stingui shing capacity"). Counsel for applicant, in fact, conceded
at the oral hearing the |lack of trademark significance of the term
"INC." in applicant’s mark. Since, in view thereof, such termnust be
di sclained, the application is hereby deened to be anended to set

10
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reflect on the significance of the term "CGENEMEDI Cl NE" in order
to understand that applicant’s goods, presumably, act as a
medi cati on by providing the substances which normal genes, unlike
defective or m ssing ones, customarily produce or supply.
Consequently, custoners for, and others interested in,
applicant’s products would be left to specul ate as to what
particul ar function(s) or other aspect(s) the term "GENEMED Cl NE"
refers when used in connection with applicant’s goods, which are
not thensel ves genes but are instead fornulated nucleic acid

preparations for the treatnent of disease.” Literally,

forth the following disclainmer: No claimis nade to the exclusive
right to use "INC." apart fromthe nmark as shown.

“We judicially notice, in this regard, the dictionary definitions of
the followi ng terms:

(a) "gene," which Wbster's New Wrld Coll ege
Dictionary (3d ed. 1997) at 561 defines as "[g]enetics any
of the units occurring at specific points on the
chronosones, by which hereditary characters are transmitted
and determ ned: each is regarded as a particular state of
organi zation of the chromatin in the chronbsone, consisting
primarily of DNA and protein" and which The Random House
Dictionary of the English Language (2d ed. 1987) at 795
lists as nmeaning "the basic physical unit of heredity; a
I i near sequence of the nucleotides along a segnent of DNA
that provides the coded instructions for synthesis of RNA,
whi ch, when translated into protein, |eads to the expression
of heredity character";

(b) "medicine," which Wbster’s New World Col | ege
Dictionary (3d ed. 1997) at 842 sets forth as signifying,
inter alia, "1 the science and art of diagnosing, treating,
curing, and preventing disease, relieving pain, and
i mproving and preserving health 2 the branch of this
science and art that makes use of drugs, diet, etc., as
di stingui shed esp. fromsurgery and obstetrics 3 a) any
drug or other substance used in treating di sease, healing,
or relieving pain" and whi ch The Random House Dictionary of
the English Language (2d ed. 1987) at 1194 sinilarly
defines, anmpong other things, as "1. any substance or
substances used in treating disease or illness; nedicanent;
remedy. 2. the art or science of restoring or preserving
heal th or due physical condition, as by neans of drugs,
surgi cal operations or appliances, or manipulations: often
di vided i nto nedicine proper, surgery, and obstetrics. 3.

11
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applicant’s goods do not appear, on this record, to be nedicines
for genes. Accordingly, while nucleic acids formparts of genes,
it would be only after reflection, or through the exercise of a
mul ti stage reasoni ng process, that purchasers and ot her users of
applicant’s goods possibly could conclude that such goods nmay
serve to treat genetic diseases by, for exanple, supplying the
subst ances which the nucleic acid conponent(s) of a normal gene,
unli ke a defective one, would provide. The mark "GENEMEDI Cl NE,
I NC." and design, therefore, is suggestive rather than nerely
descriptive of applicant’s goods.

Deci sion: The refusal under Section 2(e)(1) is

rever sed.

the art or science of treating disease with drugs or
curative substances, as distinguished fromsurgery and
obstetrics";

(c) "nucleic acid,"” which Webster’'s New Wirld Col | ege
Dictionary (3d ed. 1997) at 930 lists as signifying "any of
a group of essential conplex organic acids found in al
living cells: the two types are DNA and RNA and consi st of
| ong chai ns of nucleotide units with each unit conposed of
phosphoric acid, a carbohydrate, and a base derived from
purine or pyrimdine" and which The Random House Dictionary
of the English Language (2d ed. 1987) at 1329 sets forth as
meani ng "[biochem] any of a group of long, |inear
macr onol ecul es, either DNA or various types of RNA that
carry genetic information directing all cellular functions:
conmposed of |inked nucl eotides"; and

(d) "nucleotide," which Wbster’s New Wirld Col | ege
Dictionary (3d ed. 1997) at 930 defines as "1 any of several
phosphate esters of nucleosides: the basic unit of nucleic
acids 2 any of several conpounds not found in nucleic
aci ds, which function as coenzynmes" and whi ch The Random
House Dictionary of the English Language (2d ed. 1987) at
1329 lists as signifying "[biochem] any of a group of
nmol ecul es that, when Iinked together, formthe buil ding
bl ocks of DNA or RNA: conposed of a phosphate group, the
bases adeni ne, cytosine, guanosine, and thymne, and a
pentose sugar, in RNA the thyni ne base being replaced by
uracil.”

12
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R F. G ssel

G D. Hohein

P. T. Hairston
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board
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