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Qpinion by Walters, Adm nistrative Trademark Judge:

Penton Publishing, Inc. has filed a trademark
application to register the mark MECHATRONI CS DESIGN for a
“trade nagazine directed to engi neers and engi neering
managers who devel op products.”?!

The Trademark Exam ning Attorney has finally refused

regi stration under Section 2(e)(1l) of the Trademark Act, 15

! Serial No. 74/535,662, in International Oass 16, filed June 10, 1994,
based on a bona fide intention to use the mark i n conmerce.
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U S C 1052(e)(1), on the ground that applicant’s mark is
nmerely descriptive of its goods.

Appl i cant has appeal ed. Both the applicant and the
Exam ni ng Attorney have filed briefs, but an oral hearing
was not requested. W affirmthe refusal to register.

The Exam ning Attorney contends that MECHATRON CS
DESIGN is a termw dely used to describe a feature of an
engi neering specialty, nanely the conbinati on of nechani cal
and el ectrical engineering design know edge si nmultaneously
to devel op products; and that, since the applicant’s goods
are magazi nes directed to engi neers and engi neeri ng nanagers
who devel op products, the mark is nmerely descriptive of the
subject matter of applicant’s publication. |In support of
this contention, the Exam ning Attorney submtted excerpts
fromthe LEXI S/ NEXI S dat abase of articles using the term
MECHATRONI CS and articles using both of the terns
MECHATRONI CS and DESIGN. Foll owi ng are several exanples:

: coalition has devel oped nmulti- or
interdisciplinary courses . . . including . :
“Mechatroni cs,” which exam nes the conpl ex design
process that goes into nost consuner products .

[ Chem cal Engineering, July, 1995].

It’s a challenging problemthat requires a high
degree of nechatronic design . . . [Machine
Desi gn, COctober 10, 1994].

Mechatronics is the integration of nechani cal,

el ectronic, and software engineering in product
desi gn and manufacturing . . . [Conputer G aphics
Worl d, February, 1993].
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: for the design of intelligent systens that
make decisions for thensel ves, where el ectronics,
conput ers and nechani cal engi neering have to be
integrated for efficient design. Mechatronics
enbraces these disciplines so they are not
separated by traditional boundaries in product
devel opnent. [ Financial Tinmes, Septenber 21,
1990] .

Additionally, the Board takes judicial notice of the
dictionary definition, submtted with the Exam ni ng
Attorney’'s brief, of MECHATRONI CS as fol | ows:

A technology (originally from Japan) which

conbi nes mechani cal engi neering with el ectronics,
mainly so as to increase automation in

manuf acturing industries.

Formed by putting together the first two syll ables
of mechanics and the | ast two of el ectronics.

The word first started to appear in English-

| anguage sources in the early eighties in
descriptions of Japan’s pioneering work in the
field. Oten mechatronics involves devel oping
robots to carry out very precise manufacturing
tasks, and this is probably what nost people in
Engl i sh- speaki ng countries think of as
mechatronics, especially in relation to car
assenbly; however, the word can be applied to nan¥
di fferent aspects of the manufacturing process..

Appl i cant contends that the mark is, at nost,
suggestive in connection with the recited goods; that
MECHATRONI CS is not nerely descriptive of the recited goods;
and that DESIGN has no “particular nmeaning in relationship
to the subject matter or relevant trade or trades [rather]

it is believed that the word design is used in a generally

2 The Oxford Dictionary of New Wrrds, Oxford University Press, 1991.
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broad sense wi thout any particul ar specific neaning.”?

Applicant submtted no additional explanation or evidence.
The test for determ ning whether a mark is nerely
descriptive is whether the involved termimedi ately conveys
informati on concerning a quality, characteristic, function,

ingredient, attribute or feature of a product or service.

In re Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979); In re
Engi neering Systens Corp., 2 USPQd 1075 (TTAB 1986). It is
not necessary, in order to find a mark nerely descriptive,
that the mark descri be each feature of the goods, only that
it describe a single, significant quality, feature, etc. In
re Venture Lendi ng Associ ates, 226 USPQ 285 (TTAB 1985).
Further, it is well-established that the determ nation of
mere descriptiveness nmust be made not in the abstract or on
t he basis of guesswork, but in relation to the goods or
services for which registration is sought, the context in
which the mark is used, and the inpact that it is likely to
make on the average purchaser of such goods or services. In
re Recovery, 196 USPQ 830 (TTAB 1977).

The evidence clearly establishes that MECHATRONICS is a
wi dely used termdescribing a field of engineering and that
it is specifically related to the devel opnent, or design, of
products and devices pertaining to manufacturing processes.

The term DESIGN i s repeatedly used in the excerpts of

3 Applicant’s response of July 7, 1995, p. 3.
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record, in a descriptive manner, in relation to the

engi neering aspects of product devel opnent. There is no
evidence in the record which suggests that the conbi nation
of these two terns results in a conposite mark that has a
significance other than the nerely descriptive neanings of
the two individual ternms. Thus, we agree with the Exam ni ng
Attorney’s concl usion that MECHATRONI CS DESI GN nerely

descri bes the subject matter of a nagazine directed to

engi neers who devel op products.

In conclusion, it is our view that, when applied to
applicant’s goods, the term MECHATRONI CS DESI GN i mmedi at el y
descri bes, w thout conjecture or speculation, a significant
feature or function of applicant’s goods, nanely, the
subject matter of applicant’s magazi nes. Nothing requires
t he exercise of imagination, cogitation, nental processing
or gathering of further information in order for purchasers
of and prospective custoners for applicant’s goods to
readily perceive the nerely descriptive significance of the
term VECHATRONI CS DESIGN as it pertains to trade magazi nes
directed to engi neers and engi neeri ng managers who devel op
pr oduct s.

Deci sion: The refusal under Section 2(e)(1l) of the Act

is affirned.

T. J. Quinn
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