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Qpinion by Walters, Adm nistrative Trademark Judge:

Bacardi & Conpany Limted has filed a trademark
application to register the mark, HAVANA STYLE' for “rum”

The Trademark Exami ning Attorney has finally refused
regi stration under Section 2(e)(3) of the Trademark Act, 15

U.S.C. 1052(e)(3),2 on the ground that applicant’s mark is

! Serial No. 74/534,896, in International Class 33, filed June 8, 1994,
based on a bona fide intention to use the mark in commerce. The
application includes a disclainer of the term STYLE apart fromthe mark
as a whol e.

2 The anendnents to Section 2 of the Trademark Act of 1946 made by
Public Law 103-183, 107 Stat. 2057, The North Anerican Free Trade

Enact nent Act, apply to applications filed on or after Decenber 8, 1993.
Prior to these amendnents, the prohibitions against registration on the
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primarily geographically deceptively m sdescriptive in
connection with its proposed goods.

Appl i cant has appeal ed. Both applicant and the
Exam ni ng Attorney have filed briefs, but an oral hearing
was not requested.

In order for registration to be properly refused under
Section 2(e)(3), it is necessary to showthat (i) the mark
sought to be registered is the nane of a place known
generally to the public; and that (ii) purchasers are |ikely
to believe, mstakenly, that the goods or services sold
under applicant’s mark have their origin in or are sonehow
connected with the geographic place naned in the mark. In
re Nantucket, Inc., 677 F.2d 95, 213 USPQ 889 (CCPA 1982).
See also, Inre California Pizza Kitchen, Inc., 10 USPQ2d
1704 (TTAB 1988), citing In re Societa General e des Eaux
Mnerals de Vittel S. A, 824 F.2d 957, 3 USP@@d 1450 (Fed.
Cr. 1987).

The issues presented in this case are identical, and
the facts are simlar, to those presented in the appeals in

applications Serial Nos. 74/534,897 (HAVANA SELECT),

grounds that a mark is primarily geographically descriptive or that a
mark is primarily geographically deceptively m sdescriptive were
contained in Section 2(e)(2) of the Act. Under the |aw as anmended, the
prohi bition against registration on the ground that a mark is primarily
geogr aphi cal l y deceptively m sdescriptive is contained in Section
2(e)(3) of the Act, which is applicable to the cases herein. The |ega
standard for determning this issue has not changed, although marks
found to be primarily geographically deceptively m sdescriptive are no

I onger eligible for registration under the provisions of Section 2(f) of
the Act, subject to certain grandfather provisions.
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74/ 535, 875 (HABANA CLASI CO), 74/535,192 (OLD HAVANA),

74/ 532, 342 (HAVANA PRI MO), and 74/532, 527 (HAVANA CLI PPER).
We affirmthe refusal herein for the reasons asserted in the
singl e decision of the Board in those cases and we

i ncorporate that decision by reference herein. A copy of
the Board’ s decision is encl osed.

Wth respect to the mark in this case, we briefly
address the question of whether the addition of the term
STYLE to the geographic term HAVANA detracts fromthe
pri mary geographic significance of the proposed conposite
mar k, HAVANA STYLE.®

Regarding this issue, applicant nerely reiterates its
unsupported contention that the mark “evokes the i mage of a
pre-Castro, free-wheeling lifestyle that would appeal to the
purchasers of aged, fine runi; and nmakes the al so
unsupported contention that applicant is “internationally
renowned for being the originator of the light style of
Cuban rum aged and carefully bl ended, which becane a
favorite in the United States after Prohibition and
continues to gain in popularity today.” (Applicant’s brief,
p. 3.) The Exam ning Attorney contends that, even if the
mark conveys that it is “of the Havana type” of rum that

the mark remains primarily geographic as it connotes that

® The Exanining Attorney submitted a definition of STYLE as “n. a
particul ar kind, sort or type, as with reference to fornf from The
Random House Col |l ege Dictionary (1973), and contends that STYLE is
descriptive in relation to al coholic beverages.
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“the rumfrom Havana is of a particular kind.” (Exam ning
Attorney’'s brief, p. 8.)

We agree with the Exam ning Attorney that, in this
case, the primary connotation of the mark remains
geographic. In certain cases, by adding the word STYLE to a
geographic termin a mark, the connotation of the mark, when
considered in connection with the identified goods or
services, nmay be descriptive of a style of the goods or
services rather than primarily descriptive of the geographic
origin of the goods or services. However, this
determ nation nust be nade on a case-by-case basis and w |
depend on a bal ancing of the evidence of a goods/pl ace
associ ation and any evidence that the geographic termis
al so descriptive of a style of the goods or services. 1In
this case, while there is strong evidence that HAVANA is a
geographic location for which rumis a significant product
so that, as concluded herein, consuners are likely to nake a
goods/ pl ace association, there is no evidence to support
applicant’s contention that consuners would be aware of a
HAVANA style of rum Further, even if consuners m ght
understand the mark HAVANA STYLE as al so identifying a style
of rum there is no evidence that consuners would not al so
believe, primarily, that all such rum cones from HAVANA
Thus, we concl ude that HAVANA STYLE remains primarily

geographic in connotation.
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In further support of our conclusion that the addition
of the word STYLE to HAVANA does not alter its primary
significance as indicating geographic origin in connection
with applicant’s rum we note the recent anmendnent to
Section 2(a) of the Trademark Act,”* as indicated in bold
print:

No trademark by which the goods of the applicant

may be di stinguished fromthe goods of others

shall be refused registration on the principal

regi ster on account of its nature unless it --

(a) consists of or conprises . . . a geographical

i ndi cati on which, when used in connection with

Wi nes or spirits, identifies a place other than

the origin of the goods and is first used on or in

connection wwth wines or spirits by the applicant

on or after one year after [January 1, 1995].

Thi s anendnent, contained in P.L. 103-465, inplenents the
United States’ obligations under the Agreenent Establishing
the Wrld Trade Organi zation (WO and the annexed Uruguay
Round agreenents, which includes the Agreenent on the Trade
Rel at ed Aspects of Intellectual Property (TRIPs). O

rel evance to us in this case, is Article 23 of Section 3

[ Geogr aphi cal Indications]® of the TRI Ps Agreenent, which
states, in pertinent part, as foll ows:

Each Menber shall provide the | egal neans for

interested parties to prevent use of a
geographical indication . . . identifying spirits

* Public Law 103-465, § 522, 108 Stat. 4982, the Uruguay Round Agreenent
Act, signed into |l aw on Decenber 8, 1994, and effective January 1, 1996.
® Geographical indications are defined in TRIPs Article 22(1) as
“indications which identify a good as originating in the territory of a
Menber, or a region or locality in that territory, where a given
quality, reputation or other characteristic of the good is essentially
attributable to its geographical origin.”
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not originating in the place indicated by the

geographical indication in gquestion, even where

the true origin of the goods is indicated or the

geographical indication is used in translation or

acconpani ed by expressions such as “kind,” “type,”

“style,” “imtation” or the |ike.
This prohibition, required by the TRI Ps Agreenent and
i npl enented by the anendnment to Section 2(a) of the
Trademark Act of P.L. 103-465, is an absolute prohibition
agai nst the registration, in connection with wi nes or
spirits, of a mark that includes a geographical indication
if the wines or spirits do not originate in that geographic
area.® Further, the |anguage of Section 23 of the TRIPs
Agreenment mekes it clear that the addition of certain terns,
in particular STYLE, does not alter the primary geographic
significance of the geographic indication. Wile the
refusal to register in the case before us is under Section
2(e)(3), rather than Section 2(a), the question of the
geogr aphic connotation of the mark is the sane under both

sections. Thus, we believe these anendnents to Section 2(a)

and the reasons therefor are very relevant to our

® See, Senate Report No. 103-412, Joint Report of the Committee on

Fi nance, Committee on Agriculture, Nutrition, and Forestry, Comrttee on
CGovernmental Affairs of the United States Senate to Acconpany S. 2476,
Uruguay Round Agreenents Act, p. 226, which states: “TRIPs requires WO
menber countries to refuse or invalidate a registration of any trademark
consi sting of a geographic indication identifying wines or spirits not
originating in the place indicated. Section 522 of the bill anmends
section 2 of the Trademark Act to provide that marks for w nes or
spirits are not registerable to the extent they include a geographica
indication if in fact, the wines or spirits do not originate in that
geographic area.”
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consideration herein of the connotati on of HAVANA STYLE as

primrily geographic.’

" We do not consider herein the propriety of a refusal to register in
this case under Section 2(a). However, while this intent-to-use
application was filed and exam ned prior to the effective date of the
noted anendments to Section 2(a), if applicant was to submt an
anendnment to allege use or a statenment of use indicating that use of the
mar k commenced subsequent to January 1, 1995, it would be appropriate
for the Exam ning Attorney to consider whether to refuse registration
under the provisions of Section 2(a) as anended by P.L. 103-465.
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Deci sion: The refusal under Section 2(e)(3) of the Act

is affirned.

J. D. Sans

T. J. Quinn

C. E Wilters
Adm ni strative Tradenmark Judges,
Trademark Trial and Appeal Board



