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OQpi nion by Hairston, Adm nistrative Trademark Judge:

An application has been filed by Gast Manufacturing
Corporation to register the mark SMART AIR (the word "AIR'
is disclainmed) for "air conpressors and vacuum punps. "1

Regi stration has been finally refused under Section
2(e)(1) of the Trademark Act, 15 U.S.C. 81052(e)(1l), on the
basis that, when used on applicant's goods, the mark is

merely descriptive of them

1Application Serial No. 74/541,668, filed June 21, 1994, which
all eges a bona fide intention to use the mark in commerce.
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Applicant has appealed. Briefs have been filed, but an
oral hearing was not requested. W reverse the refusal to
register.

The Exam ning Attorney maintains that when the words
"smart" and "air" are conbined, the resulting term SMART AIR
conveys information regarding the nature of the identified
goods, nanely, that the air conpressors and vacuum punps
utilize air and contain a m croprocessor. The Exam ning
Attorney has submtted dictionary definitions of the term

"smart." The Conputer Dictionary (3d ed. 1992) defines

"smart" as:

Havi ng sone conputational ability of its own.
Smart devices usually contain their own
m croprocessor. A synonymfor intelligent.

Further, the Exam ning Attorney submtted excerpts of
articles/patents fromthe NEXI S data base show ng
descriptive uses of "smart" in connection wth various
products having m croprocessors. The follow ng are
representative exanpl es:

Now cones sonething that mllions of Americans
have |l ong desired: snart el evators.

M croprocessors and artificial intelligence
software are adding zip to lifts new and ol d,
with the goal of trimmng those annoying waits
in the | obby.

"The Washington Post,"” July 8, 1994.

... Energi zer Power Systens division of Eveready
Battery Co. recently announced a relationship
with National Sem conductor Corp. to devel op
smart battery packs with built-in mcro-
processors.

"Inofo Wrld," June 6, 1994.
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The smart card is equipped with an integrated
m croprocessor; it can perform many functions,
i ncl udi ng high security "handshakes" wth

the transactions term nal or conputer.

"Voi ce Technol ogy News," June 14, 1994.

This invention relates to a m croprocessor
controlled or '"smart' AC outlet and encoded
pl ug which can be read by the m croprocessor.
Common wal | mounted AC outlets have different
current ratings which should not be exceeded.
Pat ent No. 4,915,639 for "Smart" AC receptacle
and conpl enentary pl ug.

...only illustrates the nethod of operation
of the customintegrated circuit version

di scl osed as the preferred enbodi nent

herein but also may be used by the skilled
wor ker as a flowchart for progranmm ng

a mcroprocessor chip to acconplish snart
pressure switch functions. The nethod

enbodi ment di scl osed begins with turning

on power at step 701.

Pat ent No. 4,621,503 for Pressure sensing
devi ces and net hods.

Applicant, on the other hand, naintains that the
Exam ning Attorney has inproperly dissected applicant's
mar k, and that SMART AIR is only suggestive of air
conpressors and vacuum punps. Applicant al so argues that
the present refusal is inproper in viewof the Ofice's
al l omance of other marks which consist of the word SMART.
In this connection, applicant has submtted copies of five
third-party registrations of marks consisting of the word
SMART.

Atermis merely descriptive, and therefore,
unregi strable pursuant to Section 2(e)(1), if it imedi ately
conveys know edge of the ingredients, qualities, or

characteristics of the goods with which it is used. On the
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other hand, a termwhich is suggestive is registrable. A
suggestive termis one which suggests, rather than

descri bes, such that imagination, thought or perceptionis
required to reach a conclusion on the nature of the goods.
In re Gyulay, 820 F.2d 1216, 3 USPQ@d 1009 (Fed. G r. 1987).

As evidenced by the disclainer of record, there is no
di spute that the word "air" is descriptive of a
characteristic of applicant's air conpressors and vacuum
punps. Furthernore, it is clear fromthis record that the
word "smart" is used to describe various products which
enpl oy m croprocessors. Although this is an intent-to-use
application, the identification of goods, as listed in the
application, is broad enough to include all types of air
conpressors and vacuum punps, including those containing
m croprocessors. Thus, we nust presunme that applicant's air
conpressors and vacuum punps wi |l include m croprocessors
and thus are "smart."

However, it does not automatically follow that because
the words "smart" and "air" are descriptive, that the mark
SMART AIRin its entirety in descriptive of air conpressors
and vacuum punps. The question of nere descriptiveness is
not resolved by analyzing the words "smart" and "air"
separately; rather the conposite mark SMART Al R nust be
considered inits entirety to determ ne whether it is nerely
descriptive of the identified goods. See The Firestone Tire

& Rubber Conpany v. The Goodyear Tire & Rubber Conpany, 186
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USPQ 557 (TTAB 1975) and In re J. P. Stevens & Co., Inc.
160 USPQ 692 (TTAB 1969).

Appl yi ng these principles here, we conclude that SMART
Al R has not been proven to be nerely descriptive of air
conpressors and vacuum punps. Wile the individual elenents
SMART and Al R each have a descriptive significance in
connection wth the goods, when the words are conbi ned the
significance of the phrase SMART AIR is only suggestive. As
used in the mark, SMART is an adjective nodifying AIR
SMART Al R has an incongruous meani ng because the air in
applicant's air conpressors and vacuum punps is not "smart,"
i.e., equipped with mcroprocessors. It requires sone
i magi nati on and nental steps to conclude from SMART Al R t hat
the identified goods contain mcroprocessors and use air.

This case is readily distinguishable fromln re
Cryonedi cal Sciences, Inc., 32 USPQ2d 1377 (TTAB 1994),
relied on by the Exam ning Attorney, wherein SMARTPROBE was
hel d nerely descriptive of cryosurgical probes. In that
case, SMART preceded the generic nane of the goods, with no
resulting incongruity.

On the record before us, we find that SMART AIR i s not
merely descriptive of air conpressors and vacuum punps.

Decision: The refusal to register under Section

2(e)(1) of the Trademark Act is reversed.
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