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Bef ore Sans, Hanak and Hohein, Adm nistrative Trademark Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

O ynpus Anerica Inc. has filed an application to

register the term"BX"' for "microscopes."?!

! Ser. No. 74/482,275, filed on January 24, 1994, which alleges a date
of first use anywhere of January 27, 1993 and a date of first use in
comrerce of April 22, 1993.
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Regi stration has been finally refused under Section
2(e)(1) of the Trademark Act, 15 U. S.C. 81052(e)(1l), on the basis
that, when used in connection with applicant’s goods, the term
"BX" is nerely descriptive of them

Applicant has appealed. Briefs have been filed, but an
oral hearing was not held.? W reverse the refusal to register.

The Exam ning Attorney, relying upon a listing of the

term"BX" in 1 Acronyns, Initialisns & Abbreviations Dictionary

(18th ed. 1994) at 555 as neaning "Biopsy [ Medicine]" and nine
excerpts froma search of such termin the Lexis/Nexis "MEDLI NE"

dat abase® in which it is used as a shorthand for "biopsy," *

2 Mpplicant, in a communication filed with a certificate of mailing
dated August 1, 1996, indicated that "it previously has submtted a
Request for Oral Hearing of Appeal (filed Decenmber 20, 1995)," no
such request is in the record file. Nevert hel ess, inasnuch as
applicant's comruni cati on was submitted within the tinme permtted for
requesting an oral hearing, the Board on October 22, 1996 issued an
order scheduling an oral hearing in this matter for March 20, 1997 at
10: 00 a.m Neither applicant's counsel nor the Exam ning Attorney,
however, entered an appearance, so the schedul ed heari ng was

cancel ed.

® The foll owi ng exanpl es (enphasis added) are representative:

[Plredictors of progression of |1gA nephropathy (1gAN)
were investigated by multivariate |life table analysis,
usi ng Cox's proportional hazard nodel, in 225 patients
with | gAN di agnosed by renal biopsy (Bx). .... Mean age
at Bx was 32.5 years. -- Cdinical Nephrol ogy, Apri
1994; and

[Platients were divided into the foll ow ng two
groups: Goup A ... cases in which there were fewer
i ntragl onerular C3-D at the second biopsy (2nd- Bx) than
at the first biopsy (1st- Bx); and Goup B ..., those in
whi ch the amount of C3-D at the 2nd- Bx was greater than
or equal to that at the 1st- Bx. -- American Journal of
Ki dney Di sease, March 1994.
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argues that as applied to m croscopes which are used, inter alia,

for view ng biopsy specinens, it is clear that "the term'BX has
recogni zed generic significance as an acronym equi val ent of the
term'biopsy."" In view thereof, and since applicant's goods
"are expensive, specialized instrunents of little or no use to

t hose without the nedical, scientific and/or technical training

and expertise required for their use,"” the Exam ning Attorney
mai ntai ns that "such expert consumers will be well aware of the
significance of the term'BX as a shorthand for 'biopsy' and
will, furthernore, have little difficulty in making the
connection required to recognize the nerely descriptive
significance as applied to the goods when using themto review
bi opsy speci nens. "

Applicant, while admtting in its supplenental brief
that the evidence furnished by the Exam ning Attorney shows that

"BX is a known acronym for 'biopsy,'" nevertheless contends that,
at nost, such termwould be suggestive to only a |limted cl ass of

purchasers and/or users of its mcroscopes. Referring to both a

“ W judicially notice, for instance, that The Random House Dictionary
of the English Language (2d ed. 1987) at 211 defines "biopsy" as
"Med.--n. 1. the renmpval for diagnostic study of a piece of tissue
froma living body. 2. a specinen obtained froma biopsy." It is
settled that the Board may properly take judicial notice of
dictionary definitions. See, e.g., In re Hartop & Brandes, 311 F.2d
249, 135 USPQ 419, 423 (CCPA 1962); Hancock v. Anerican Steel & Wre
Co. of New Jersey, 203 F.2d 737, 97 USPQ 330, 332 (CCPA 1953); and
University of Notre Dane du Lac v. J. C. Gournet Food Imports Co.,
Inc., 213 USPQ 594, 596 (TTAB 1982), aff’'d, 703 F.2d 1372, 217 USPQ
505 (Fed. Cir. 1983).
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brochure for its goods® and the results of its search of the
Nexi s dat abase,® applicant asserts in particular that (footnote
omtted):’

The brochure refers to the "BX M croscope
Series" or sinply the "BX Series," thus

enpl oying BX as a trademark, and not as the
name of the goods. Furthernore, the brochure
does not in any way link "BX" with biopsy, or
intimate that the m croscopes di scussed
therein are intended specifically or
primarily for use in biopsies. The word

"bi opsy" is nentioned nowhere in the
brochure's 23-page discussion of Applicant's
m croscopes. The brochure consistently uses
the generic term"specinen" to refer to the
sanpl es to be anal yzed using Applicant's

m cr oscopes.

It is no surprise that Applicant's
brochure makes no nention of "biopsies."
Applicant's m croscopes, as is evident from
the brochure, are intended to be used in a
broad array of settings for a virtually
limtless nunber of applications. The
brochure states that "the BX Series is the
i deal choice to neet the unconprom sing ..
requi renents of research scientists and
clinical l|aboratories, both now and into the
21st century."

As the brochure al so nakes cl ear,
Applicant's m croscopes are not specifically

®> Portions of the brochure, which contain facsinmiles of applicant's
goods, were submtted as speci nens when the application was fil ed.

6 Specifically, a search on Cctober 27, 1995 of the "ALLNWS' file of
the "NEWS" library using the search request "BX W40 M CROSCOP!"
retrieved only a single story, entitled "Ml ecular genetics of the
bi t horax conpl ex in Drosophila nmel anogaster," which appeared in the
July 1, 1983 edition of the journal Science.

" Al 't hough both the brochure and the search results were introduced as
attachnents to applicant's initial brief and, thus, were technically
untinmely under Trademark Rule 2.142(d), we have consi dered such

evi dence inasnuch as a remand of the application was subsequently
requested and granted in order for the Exanmining Attorney to neet

such evi dence through the introduction of the previously noted
excerpts fromhis Nexis/Lexis search of the "NMEDLI NE" dat abase.
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targeted to those nedical technicians who
anal yze ti ssue obtained via biopsies for

di agnosti c purposes. Those clinicians
perform ng that specific function represent
but one small subset of the entire set of
possi bl e users of Applicant's m croscopes.
Accordingly, Applicant's brochure in no way
suggests that the mark "BX' has any
connection with the term"biopsy," nor does
it enploy the mark in a way that would

i ndicate that "BX' describes, or even
suggests, anything about the features or
functions of Applicant's products.

In further support of its argunent that

"BX" is not [nmerely] descriptive of

m croscopes, Applicant notes that a NEXI S

search ... for incidences of "BX'" within 40

words of "m croscope,” turned up only a

single reference. |In that single reference,

"BX" was used as an abbreviation for bithorax

mut ant, and not as an acronym for "biopsy."

Applicant, in addition, contends that even to nedical
technicians, a multi-step process of nental reasoni ng would be
required in order to derive any informative content inasnmuch as

the term"'BX does not directly and i medi ately connote anyt hi ng
about the nature of Applicant's m croscopes.” |In consequence
thereof, applicant insists that such termis not nerely
descriptive of its goods.

It is well settled that a termis considered to be
nmerely descriptive of goods or services, within the neaning of
Section 2(e)(1l) of the Trademark Act, if it imedi ately descri bes
an ingredient, quality, characteristic or feature thereof or if

it directly conveys information regarding the nature, function,

pur pose or use of the goods or services. See In re Abcor
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Devel opnment Corp., 588 F.2d 811, 200 USPQ 215, 217-18 (CCPA
1978). It is not necessary that a termdescribe all of the
properties or functions of the goods or services in order for it
to be considered to be nerely descriptive thereof; rather, it is
sufficient if the termdescribes a significant attribute or idea
about them Moreover, whether a termis nerely descriptive is
determ ned not in the abstract but in relation to the goods or
services for which registration is sought, the context in which
it is being used on or in connection with those goods or services
and the possible significance that the termwould have to the
aver age purchaser of the goods or services because of the manner
of its use. See In re Bright-Crest, Ltd., 204 USPQ 591, 593
(TTAB 1979). Consequently, "[w] hether consuners coul d guess what
the product [or service] is fromconsideration of the mark al one
is not the test.” In re American Greetings Corp., 226 USPQ 365,
366 (TTAB 1985).

On the other hand, a mark is suggestive if, when the
goods or services are encountered under the mark, a nultistage
reasoni ng process, or the utilization of imagination, thought or
perception, is required in order to determ ne what attri butes of
the goods or services the mark indicates. See, e.g., In re Abcor
Devel opnent Corp., supra at 218, and In re Mayer-Beaton Corp.

223 USPQ 1347, 1349 (TTAB 1984). As has often been stated, there
is athinline of demarcati on between a suggestive mark and a

merely descriptive one, with the determ nation of which category
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a mark falls into frequently being a difficult matter involving a
good neasure of subjective judgnment. See, e.g., Inre Atavio, 25
USPQ2d 1361 (TTAB 1992) and In re TMS Corp. of the Anmericas, 200
USPQ 57, 58 (TTAB 1978). The distinction, furthernore, is often
made on an intuitive basis rather than as a result of precisely

| ogi cal anal ysis susceptible of articulation. See In re Ceorge
Weston Ltd., 228 USPQ 57, 58 (TTAB 1985). Any doubt as to
whether a mark is nerely descriptive or suggestive is resolved,
in accordance with the Board's policy, in favor of the applicant

by al l ow ng publication of the mark for opposition. See, e.g.,

In re Morton-Norwi ch Products, Inc., 209 USPQ 791 (TTAB 1981) and
In re Gournmet Bakers, Inc., 173 USPQ 565 (TTAB 1972).

VWhile the record reflects that the term"BX" signifies,
as applicant concedes, the word "biopsy” and it is plain that
m croscopes, |ike many other |aboratory instrunents, would
frequently be enployed in the diagnostic study of tissue sanples,
we concur with applicant that nedical technicians, researchers
and scientists would not immediately or directly regard the term
"BX" as describing any significant attribute or function of
applicant's goods. Instead, the purchasers, users and/or
prospective custoners thereof would have to pause and reflect on
the significance of the term"BX" in order to understand that
applicant's products may be particularly useful in or conducive
to the performance of a biopsy. However, as pointed out by

applicant, nothing in its product brochure supports such an
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interpretation, nor is there anything in the scientific or
medi cal literature which indicates that certain m croscope
designs or features specifically lend thenselves to or are nore
suitable for the kind of diagnostic study of tissue sanples which
is knowmn as a biopsy or, for short, BX  The record, on the
contrary, denonstrates that there is apparently no such
instrunment as a biopsy or BX mcroscope, nor is there anything
whi ch shows that know edgeabl e and highly trai ned nedi cal and
scientific personnel, who would be aware that the term "BX"
typically connotes the word "biopsy," would view such term
descriptively in relation to applicant's m croscopes or woul d
otherwise regard it as lacking in trademark significance.

Consequently, we agree with applicant that actual and
prospective custonmers and users for its products would be left to
specul ate as to what particular function(s) or other aspect(s)
thereof the term"BX" refers. Only after reflection, or through
the exercise of a nmultistage reasoni ng process, would such
persons possibly conclude that applicant's m croscopes nmay
sonehow be especially useful for biopsies. The term"BX" is
t herefore suggestive rather than nerely descriptive of
applicant's goods.

Deci sion: The refusal under Section 2(e)(1) is

rever sed

J. D. Sans
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E. W Hanak

G D. Hohein
Adm ni strative Tradenmark Judges,
Trademark Trial and Appeal Board



