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Before Bucher, Bottorff and Drost, Adm nistrative Trademark
Judges.

Opi ni on by Bucher, Adm nistrative Trademar k Judge:
On Novenber 22, 1999, McKay H. Davis (Petitioner)
filed a petition to cancel Registration No. 1974518, owned

by Enmbl ematic Corporation (Respondent). This registration

is for the mark KOKOPELLI and desi gn, as shown bel ow

/; KoOKOPELLI
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The invol ved registration issued on May 21, 1996, as a
result of an application filed on March 25, 1994. The
goods in the registration are identified as “bags, nanely
handbags and tote bags,” in International Cass 18, and
“clothing, nanely sport shorts, T-shirts, sweat shirts,
fashion knit shirts, jackets, caps, hats, scarves, socks,
sl eep wear and gloves,” in International Cass 25. The
registration alleges dates of first use and dates of first
use in commerce, for both classes, of February 1994.1
Petitioner clains that he has pronoted a variety of
Kokopel | i figures as used in connection with key chains and
decal s, since at least as early as fall of 1991, and
T-shirts at least as early as spring of 1992. Petitioner
filed an application for a Kokopelli figure riding a
bi cycl e, as shown bel ow, for goods identified in the

application as key chains, decals and shirts:

1 The Section 8 affidavit for Registration No. 1974518 was
accepted in Septenber 2002.
2 Application Serial Nunber No. 75482477 was filed on May 11,

1998, and remmi ns suspended awai ting the outcone of the instant
pr oceedi ng.
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Simlarly, petitioner alleges that since at |east as early
as 1992, he has distributed key chains, decals and shirts
whi ch feature designs (as shown bel ow) depicting a
Kokopel I'i character riding on or using a snowboard,

skat eboard, inline skates and skis:

P N

Accordingly, petitioner alleges that when registrant’s
simlar mark is used on its identified goods, there is a
I'i kel i hood of confusion and therefore, he seeks the
cancel l ation of respondent’s registration. In its answer,
respondent denied the salient allegations of the petition
to cancel, and argues | aches as an affirmative defense.
Both parties have fully briefed the case but no ora
heari ng was requested.

The record consists of the file of the invol ved
registration, and petitioner’s trial testinony depositions,
wi th acconpanying exhibits, of McKay H Davis (petitioner)

and of Charles C. Fallon, Jr., team manager for Pacific
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Cycle. Respondent took no testinony and placed no evi dence
in the record during its testinony period.

As a prelimnary matter, we address petitioner’s
notion to strike certain evidentiary assertions in
respondent’s appeal brief. Wile respondent’s involved
registration file is automatically part of the record,
petitioner is correct in arguing that this does not nean
that allegations contained in the registration file wapper
are evidence on behalf of the registrant/respondent in the
current inter partes proceeding. See 37 CFR 82.122(b)(2).
Because respondent introduced no evidence during its
testinony period, all argunents made in respondent’s brief
based upon the speci nens, docunents, exhibits, etc.
contained within the registration file have not been
consi der ed.

Addi tionally, although respondent raised | aches as an
affirmative defense in its answer, respondent placed no
evidence into the record during its testinony period and
failed to raise this argunent in its trial brief.

Accordi ngly, we have given this defense no further
consi der ati on.

Finally, while the initial petition contained dilution
| anguage, and petitioner’s earlier notion for sunmmary

judgnent argued that respondent’s mark is primarily

- 4 -
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geographically descriptive, neither of these allegations
has been tried, and we have given them no consi derati on.

The record establishes petitioner’s standing to bring
this petition to cancel, both through petitioner’s proof of
use of the term “Kokopelli” and use of the inmage of a
Kokopel | i character in association with shirts, and proof
of its ownership of a pending application that has been
rejected on the basis of the involved registration.

Proof of a prior proprietary right is, of course, a
requi renent for petitioner to prevail herein. Petitioner’s
assertion of prior trademark rights raises two separate but
related inquiries. The first question is one of priority —
whet her or not petitioner has shown wi th conpetent evidence
use of various Kokopelli designations on the clainmed goods
prior to the earliest dates on which respondent can rely.

In determning priority in this case, we nust al so
consi der the issue of the distinctiveness, either
i nherently or through acquired distinctiveness, of the
designation clained by petitioner to be his mark. 1In |ight
of respondent’s allegations as to the ornanental nmanner in
whi ch petitioner’s various Kokopelli characters have been
used, we cannot presune this image is inherently
distinctive for petitioner’s shirts, for exanple. Hence,

the second critical question is whether petitioner’s

- 5 -
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Kokopel I'i desi gnati ons have actually acquired

di stinctiveness as source indicators. See Gto Roth &

Conpany, Inc. v. Universal Foods Corporation, 640 F.2d

1317, 209 USPQ 40, 44 (CCPA 1981); see also Towers v.

Advent Software Inc., 913 F.2d 942, 17 USPRd 1471 (Fed.

Cir. 1990). W nust evaluate the evidence of record to
determ ne whet her petitioner has established acquired

di stinctiveness of his mark as required by Wal-Mart Stores,

Inc. v. Samara Brothers, Inc., 529 U S. 205, 54 USPQ2d 1065

(S.Ct. 2000).

Turning first to the basic question of whether
petitioner has denonstrated his priority, the record
establ i shes that petitioner used the term Kokopelli along
with images of a Kokopelli character on T-shirts as of the
spring of 1992. (Trial deposition of McKay H Davis, pp. 6
— 8) This is a date prior to the filing date of the
application that matured into respondent’s registration,
nanmely March 25, 1994.°% Thus, in this case, priority rests
Wi th petitioner.

Nonet hel ess, in order for this use to be legally

significant, we nmust determ ne whether the term Kokopel |

3 It is also prior to respondent’s clained date of first use
of February 1994.

-6 -
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and the various Kokopelli inages have actually functioned
as distinctive source indicators for petitioner.
The record shows the inmage of petitioner’s wal king

stick figure on the front side of a T-shirt:

FUN

as well as a Kokopelli character riding a bicycle off an
arch in the same scene as the word Kokopelli on the back

side of the sane shirt:

The record contains informati on about the history of
this character froma variety of sources, including

petitioner’s own pronotional pieces:
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Ameri can Sout hwest |egends tell of the
nmyt hi cal hunped back flute player
KOKOPELLI [, who] was said to wander from
village to village with a bag of songs on
hi s back, and as a synbol of fertility he
was paticularly [sic] wel cone during the
corn planting season

Today, KOKOPELLI has been adopted as the
patron saint of nountain bikers and s/ he who
dons his inmage shall be protected.

As argued by respondent in its brief, we find that
given the way petitioner’s pronotes the personality and
character of the Kokopelli character, and fits the actions
of this icon into a nuch larger thenmatic whol e,

petitioner’s alleged mark is nothing nore than nere

ornanentation. See In re Astro-Gods Inc., 223 USPQ 621

(TTAB 1984). Cdearly, the alleged mark serves as part of
the aesthetic ornanmentation of these goods. On the front
of the T-shirt, the Kokopelli character is approaching

anot her stick figure dow on all fours, both silhouetted
against a sem circle remniscent of a setting sun. On the
back of the shirt, the Kokopelli character is riding a

bi cycl e down the side of a fanciful representation of the
Delicate Arch, with the word “Kokopelli” enbl azoned across
the front of the arch — arguably perform ng a non-trademark

function of identifying the bike-riding character by nane.
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Petitioner’s own literature connects the “spirit” of
out door biking fun wth the “action” and “personality” of
this well -known icon:

Qut door recreation fans everywhere are
custom zi ng vehicle w ndows and roof
spoilers with stickers. Qur copyrighted
Kokopel | i series of stickers capture the
spirit of outdoor fun best with the
appearance of action. No other character
has the fantastic personality of the one and
only kokopelli, native of Mdab, nountain

bi ke mecca of the world ..

Rat her than building trademark rights in this matter,
petitioner hinself appears to be encouragi ng bikers to buy
his shirts, key rings and stickers because they depict an
ani mat ed version of the popular Native Anerican icon,
Kokopel l'i, without attenpting to tie this imagery to one
particul ar source of the goods.

In this vein, although this testinony was introduced
by petitioner as evidence of actual confusion between
petitioner’s and respondent’s usage, the testinony of a
raci ng team nanager, Charles C. Fallon, Jr., seenmed to
suggest a growi ng proliferation of Kokopelli inmages on
T-shirts around the Mdab racing scene, and el sewhere:

Q Have you ever seen a Kokopelli and a
Kokopel I'i inmage on a T-shirt com ng from
anybody ot her than MKay Davi s?

A. Well, | have seen stuff over the years -

you know — | have seen stuff — you know — in
Moab and pl aces |like that you see — you know
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— you are starting to see this guy
[ Kokopel I'i images] all over the place...

Agai nst this backdrop, the record put together by
petitioner contains nothing in the form of evidence of the
dol I ar volunme of petitioner’s sales of his key chains,
decal s and T-shirts, or the dollar amount of his
pronoti onal expenditures over the past decade for goods
bearing his alleged Kokopelli mark.

Accordingly, we find that on the record before us,
petitioner has not proven his allegation that the Kokopell
desi gnati on has beconme excl usively associated with
petitioner through his uses of Kokopelli images. Because
petitioner has not proven that he has prior rights in
Kokopel I'i, he cannot succeed on his clai munder Section
2(d) and we need not discuss the application of the du Pont
factors* to the question of |ikelihood of confusion herein.

However, even though it is not necessary for us to
deci de the question of likelihood of confusion in |ight of
the di sposition above, in the interest of conpleteness and
judicial econony (e.g., in the event petitioner should
appeal our finding of an absence of distinctiveness, and
were to prevail on that issue), we should conment on

several key du Pont factors.
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As to the du Pont factors focusing on the confusing
simlarity of the marks, petitioner’s Kokopelli inmage is of
a skinny, elongated character, which stands in stark
contrast to the short, stocky Kokopelli character shown in
respondent’s registration. Furthernore, there is no
showi ng that petitioner’s mark is strong. To the contrary,
petitioner’s own evidence in the record suggests a degree
of weakness for this matter as a source identifier. This
designation traces its origins to the prehistory of Native
Americans in the Anerican Southwest, and the record
suggests the increasing popularity of imges of the
Kokopel I'i character on T-shirts and other itens fromthe
four-corners area of the Anmerican Southwest. Moreover,
petitioner has further handi capped its position by
enpl oyi ng so many variations on the thene (e.g., the
bi cycl e-ridi ng Kokopelli facing right at tines and left at
others; riding on or using a bicycle, snowboard,
skat eboard, inline skates and skis; incorporating the
Kokopel I'i character into a conposite image in close
proximty to another stick figure; etc.). Hence, given the
seem ng weakness of the Kokopelli character as a source

identifier, and taking into consideration the striking

4 Drawn fromln re E |. du Pont de Nenours & Go., 476 F.2d

|
1357, 177 USPQ 563 ( CCPA 1973).
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differences in the overall commercial inpressions of
petitioner’s and respondent’s characters, we find that even
if petitioner were to denonstrate acquired distinctiveness
of its ornanmental character, petitioner would still fail in
this proceeding to denonstrate a confusing simlarity with
respondent’ s mark.

Finally, as to the du Pont factor focusing on the
rel ati onship of the respective goods, while petitioner’s
T-shirts are deened to be identical to the T-shirts listed
in respondent’s registration, and T-shirts are related to
the other International Cass 25 goods identified in
respondent’s registration, there has been no show ng of the
rel ati onship of T-shirts, key chains or decals to
respondent’s bags in International Class 18, nanely its
“handbags and tote bags.”

Accordi ngly, inasmuch as petitioner is the party who
bears the burden of proof in this proceeding, and because
petitioner has failed to denonstrate that he has prior
proprietary rights in the Kokopelli design, he cannot
succeed on his claimunder Section 2(d) and it is adjudged

that the petition to cancel nust fail.

Deci sion: The petition to cancel is hereby denied.



