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Opi nion by Chapman, Adm nistrative Trademark Judge:
Rodal e, Inc. (a Pennsylvania corporation) has
opposed two applications filed on February 5, 2001, by
Heal thy Heart Review, Inc. (a Washington corporation),
both to register the mark PREVENTION MD (“MD” di scl ai med)

on the Principal Register. Both applications are based
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on applicant’s clainmed dates of first use and first use
in commerce of July 2000 and October 2000.

Application Serial No. 76205561 (the subject of
Opposition No. 91151405) is for services identified as
“medi cal testing and di agnostic services, and
vaccinations” in International Class 42.

Application Serial No. 76205560 (the subject of
Opposition No. 91151406) is for services identified as
“educati onal services, nanely, instruction in first aid,
automated external defibrillation, cardiopul nonary
resuscitation, wellness, travel medicine, and other life
support and first aid training” in International Class
41.

As grounds for opposition, opposer made essentially
the same allegations in its two notices of opposition,
namely, that since long prior to any date upon which
applicant can rely, opposer adopted and registered
vari ous marks which consi st of or include the word
PREVENTI ON for “various products and services in the
health, nutrition, diet, and exercise field, and rel ated
col |l ateral products and services” (Paragraph 2); that
opposer owns nunmerous registrations with the term
PREVENTI ON (over 20 are listed in opposer’s paragraph 3);

t hat opposer “has |l ong used the mark PREVENTION in
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connection with providing healthcare informtion and
health screening and testing services” resulting in the
mar k becom ng “di stinctive in association with such
services and [identifying] opposer as the source of such
services rendered under the PREVENTI ON mark” (Paragraph
4); that as a result of opposer’s long use of its famly
of PREVENTI ON marks and its extensive advertising and
pronmotion of its various products and services its
PREVENTI ON mar ks have becone “extrenmely well known to the
public and have becone fanous” (Paragraph 5); and
applicant’s mark, when used in connection with its
services, so resenbl es opposer’s previously used and
regi stered marks, consisting of or including the word
PREVENTI ON, as to be likely to cause confusion, m stake,
or deception in contravention of Section 2(d) of the
Trademark Act. '’

I n applicant’s answers it denied the salient
al | egations of the notices of opposition, and raised

“affirmati ve defenses” which are nore in the nature of

! pposer al so pleaded in both oppositions clains under Section
2(a) false suggestion of a connection with opposer, and Section
43(c) dilution, 15 U S.C. 881052(a) and 1125(c), respectively.
These cl ains were expressly dropped by opposer in footnote 2 of
its notion (filed April 11, 2003) to anend the pl eadings.
Therefore, these two claims will not be further considered. (A
deci sion on opposer’s notion to anmend its pleadi ngs was deferred
until after trial by Board order dated August 9, 2003. The
notion to amend will be decided | ater herein.)
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further specific information as to the basis for
applicant’s denial of opposer’s likelihood of confusion
cl aim

In an August 19, 2002 order, the Board granted
opposer’s notion to consolidate, and the two opposition
proceedi ngs were then consol i dat ed.

The record consists of the pleadings (in both

oppositions); the files of the two opposed applications;
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opposer’s notices of reliance on (i) status and title
copies of twenty of its registrations,? and (ii)
applicant’s answers to certain of opposer’s
interrogatories, and other discovery materials; and the
testi mony depositions, with exhibits, of Catherine M
Cassidy, editor-in-chief of opposer’s PREVENTI ON
magazi ne, ® and Jeff E. Vaughan, opposer’s executive
director of corporate conmunications. Applicant
submtted a notice of reliance on (i) several third-party
regi strations which include the word “PREVENTI ON' and
several others which include the conponent “MD,” and (ii)
opposer’s answers to two of applicant’s interrogatories;
and the testinony depositions, with exhibits, of Rodney
L. Watson, applicant’s president, and Gary W Bequette,
in charge of applicant’s sales and marketing as well as

departnment head for CPR and first aid training.

2 Nineteen of these twenty registrations were pl eaded in
opposer’s notices of opposition, and opposer requested that the
pl eadi ngs be consi dered anmended to allow for the |atest
registration. To whatever extent it is necessary, the Board
consi ders opposer’s pl eadi ngs anmended to conformto the evidence
pursuant to Fed. R Civ. P. 15(b), thereby including the
twentieth registration as if pleaded by opposer.

3 Portions of this testinony were submitted as “confidential.”
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Both parties filed briefs on the consolidated case?’
and both parties were represented at the oral hearing

hel d before the Board on Novenber 19, 2003.

4 pposer’s notion (filed September 8, 2003) to extend its tine
to file areply brief is granted.
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Opposer’s Mdtion to Amend the Pl eadi ngs

As a prelimnary matter, we will determ ne opposer’s
notion for |leave to file a consolidated anmended notice of
opposition. Applicant’s testinony period closed on April
9, 2003, and on April 11, 2003 opposer nmoved under Fed.
R Civ. P. 15(b) for leave to file an anended
consol i dated notice of opposition to add a claimthat
each application is void ab initio because applicant did
not use the mark in commerce in connection with any
(application Serial No. 76205560) or sonme (application
Serial No. 76205561) of the identified services prior to
the filing date of the applications. Specifically,
opposer contends that this new i ssue was rai sed by
applicant and was tried by inplied consent during the
March 19, 2003 deposition of applicant’s president,
Rodney L. Watson; that applicant’s attorney raised the
i ssue of whether applicant renders any of its services in
interstate comerce (or other comerce |awfully regul ated
by Congress); that the only service rendered by applicant
outside the state of Washington is that identified as
“vaccinations”; that opposer tinely filed the notion for
| eave to anmend because it had no basis to file a notion

prior to the issue being raised during applicant’s
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testimony period; and that the amendnent will not del ay
t he proceeding or prejudice applicant.

Applicant contends that consent is generally inplied
only if, during trial, a party acquiesces to the
i ntroduction of evidence that is relevant only to that
i ssue, however, in this consolidated case, the testinony
is relevant to the pleaded issue of likelihood of
confusion (e.g., actual confusion circunstances); that
the issue was not tried with the inplied consent of
applicant; that applicant will be unfairly and
substantially prejudiced as opposer did not act on this
issue until after the close of applicant’s testinony
period, thereby negating applicant’s opportunity to offer
further evidence on interstate use; and that the
anmendnment woul d be futile because the use necessary to
support application and registration includes not only
provi ding services in nore than one state, but also,
services provided in one state to custonmers who travel
across state lines.

Whil e the witness, Rodney Watson, was questi oned on
direct and cross exam nation regardi ng applicant’s
activities outside the state of Washington, there is
nothing in the record which would have al erted applicant

t hat opposer intended to use the information as a
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separate ground for opposition, specifically that both
applications were void ab initio. See Col ony Foods, Inc.
v. Sagemark, Ltd., 735 F.2d 1336, 222 USPQ 185, 187 (CCPA
1984); and Reflange Inc. v. R-Con International, 17
UsP@2d 1125 (TTAB 1990). It is reasonable, as applicant
argues, that it believed this testinmony related to the

i ssue of Iikelihood of confusion.

We find that the issue of applicant’s alleged
failure to use its mark in connection with its services
in interstate commerce rendering its applications void ab
initio was not tried with the inplied consent of
applicant; and that to all ow such an anmendnent of the
pl eading in this consolidated case at this tine would
constitute unfair surprise and be prejudicial to
appl i cant.

Accordi ngly, opposer’s notion for |leave to file an
anended pl eadi ng under Fed. R Civ. P. 15(b) to add a
claimof applicant’s asserted non-use of the mark in
interstate comerce is denied.

The Parties

Rodal e, Inc., opposer, publishes various
publications, including magazi nes such as Preventi on,

Bi cycling, Runner’s World and Organic Style. Its nonthly

Prevention nmagazi ne was first published in 1950 and the



Opposition Nos. 91151405 & 9115406

mar k has been in continuous use since that date. This
magazi ne includes articles covering a wi de variety of
health topics, such as weight |loss, fitness, nutrition
and diet, exercise, information on chronic diseases

i ncludi ng cancer, heart disease, diabetes, arthritis and
asthma, nental health topics, self-diagnosis based on
synptons, health news and nedi cal breakthroughs incl uding
new vacci nes and new therapies. Opposer’s Prevention
magazi ne has a paid circulation (subscription and
newsstand) of 3.2 mllion, with a “pass along” readership
of 10 million. It is the 14'" | argest consumer nmgazi ne
in the United States, ahead of Playboy and Sports

Il lustrated, and the nunmber one nagazine in the consuner
heal t h publication rankings.

Ot her publications in opposer’s Prevention |line and
all offered under a PREVENTION mark are the foll ow ng:
speci al guides on various health topics, which are
newsstand only publications, and are sold under the nane
Prevention Gui de; books (totaling about 50-100 different
titles) including health cookbooks, books for seniors,
for kids and for wonmen, sold through direct mail and
bookstores and other retail and online outlets;

“bookazi nes” which are books nade avail able |like a

magazi ne; various newsletters (e.g., “Prevention Wl ki ng

10
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Club Newsletter”), (which are currently avail able
online); conpilations of free Prevention reports covering
a variety of health topics such as back pain, high bl ood
pressure and arthritis, offered as incentives for
subscription via direct mail; and Prevention Annual which
is a conpilation of various health topics published over
the course of a year. Opposer’s various PREVENTI ON
publications are available nationally and are sold or
distributed to the general public.

Opposer also offered a book club service which was
in existence for about 12 years ceasing in 2002. For
over ten years, opposer has brought chefs into
supermarkets to teach cooking healthy nmeals; it has put
“freestanding inserts” in about one thousand different
newspapers; it has provided at |east one press release a
nmonth in connection with its “PREVENTI ON' magazi ne and
the press rel eases are sent to over 2000 nedia outlets;
and opposer has been involved in providing seninars on
various health topics through professional events such as
the Anerican Dietetics Association Conference, and
t hrough opposer’s own “PREVENTI ON Wal king Rally,”
targeted to the general public.

Opposer has a website which covers the sane topics

as the nmagazi ne including breaking news in the nedical

11
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field, such as vaccines; it receives about 600, 000
visitors per nonth.

As expl ai ned previously, opposer has introduced
twenty of its registrations for marks which consist of or
i nclude the word PREVENTION into the record. The nopst
rel evant of those are the follow ng:

(1) Registration No. 694267, issued March 8, 1960,
for the mark PREVENTION for a “nmagazine” (Section 8
affidavit accepted, Section 15 affidavit acknow edged,
renewed) ;

(2) Registration No. 2222899, issued February 9,
1999 for the nmark PREVENTI ON HEALTH BOOKS for a “series
of books on health, fitness, diet, exercise and
lifestyle” (“Health Books” is disclainmed);

(3) Registration No. 2118079, issued Decenber 2,
1997, for the mark PREVENTI ON MAGAZI NE HEALTH BOOKS for a
“series of books on health, fitness, diet, exercise and
lifestyle” (“Magazine Health Books” is disclainmed);

(4) Registration No. 1455284, issued Septenber 1,
1987, for the mark PREVENTION' S FAM LY HEALTH LI BRARY f or
a “series of health rel ated books published periodically”
(“Fam |y Health Library” is disclainmd)(Section 8
affidavit accepted, Section 15 affidavit acknow edged);

(5) Registration No. 1959078, issued February 27,
1996, for the mark PREVENTION' S GUI DE for a “magazine in
the field of health, fitness, diet, exercise and rel ated
lifestyle issues,” (“CGuide” is disclained)(Section 8
af fidavit accepted, Section 15 affidavit acknow edged);

(6) Registration No. 1929896, issued October 24,
1995, for the mark THE PREVENTI ON PULSE for a “newsletter
in the field of health and fitness” and “conducting
busi ness surveys in the field of public opinion and
mar ket research” (Section 8 affidavit accepted, Section
15 affidavit acknow edged);

(7) Registration No. 1296113, issued Septenber 18,
1984, for the mark THE PREVENTI ON TOTAL HEALTH SYSTEM f or

12
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a “series of books devoted to health topics” (“Health” is
di scl ained) (Section 8 affidavit accepted, Section 15
affidavit acknow edged);

(8) Registration No. 1854917, issued Septenber 20,
1994 for the mark PREVENTI ON AT WORK for educati onal
services nanely conducting sem nars on various health
topics, and for providing health information; fitness
testing; nutrition counseling, and notivational prograns
in the nature of health, fitness and nutritional
counseling (Section 8 affidavit accepted, Section 15
af fidavit acknow edged); and

(9) Registration No. 2643325, issued October 29,
2002, for the mark PREVENTION for “production of radio
and tel evision progranms and entertai nment services,
nanmel y, conducting a series of progranms in the fields of
health, fitness, diet, exercise and lifestyle distributed
over radio, television, satellite, cable, audio and
vi sual nedia, and via a gl obal conmputer network” and
“information services in the fields of health, fitness,
diet, exercise and |ifestyle provided electronically via
a web site on a nulti-user global conputer information
networ k; and el ectronic publications via the world w de
web containing on-line magazi nes, colums and articles in
the fields of health, fitness, diet, exercise and
lifestyle.”

A significant part of opposer’s circulation and
sales of its Prevention magazine cones from subscription.
However, there is also a large distribution through
retail chain stores such as Wal-Mart and Kmart;
super mar ket stores such as Saf eway and Kroeger;
bookst ores such as Barnes & Noble and Borders; drug
stores such as CVS and Eckerd; specialty stores such as
health food stores and fitness centers; and in mjor
transportation centers such as train stations and

airports. In addition, opposer distributes the

13
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publication free to doctors’ offices, energency clinics,
sports nedicine clinics, and the I|iKke.

Opposer distributes Prevention magazi ne through its
“Spirit of Wonen Health Network,” which is a partnership
bet ween opposer and about a dozen hospital networks
t hroughout the country, representing about 80 hospitals.
It is an educational programto provide information to
women about their health. Specifically, through this
program opposer distributes about 110,000 free copies of
its publications to these hospitals for educati onal
prograns on such health issues as di abetes or heart
di sease. In Septenber 2002, the Spirit of Whnen
partnership offered a cruise, which included healthy
lifestyle sem nars, daily fitness prograns, workshops,
etc., under opposer’s PREVENTI ON mark.

Opposer sells videotapes (comenced in 1999 and with
pl ans to produce at |east two per year for the next five
years) and audi otapes (since at |east 1996) on health-
related topics (e.g., fitness, exercise, disease specific
i nformation) under opposer’s PREVENTION mark. It also
sells various collateral goods such as unbrellas, golf
bal I s, binocul ars, note pads, cal endars, recipe cards,

towel s, hats and shirts under this mark.

14
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Opposer’s annual sal es and advertising figures for
the last five years were submtted under seal as
confidential but suffice it to say, they are extrenely
significant nunbers.

Opposer engages in partnerships with radi o nmedi a,

i ncludi ng one with CBS whereby opposer provides five
scripts a week for five health m nutes read as a Health
Watch Tip each weekday. Through a contractor, since 1999
opposer has of fered “PREVENTI ON Wal ki ng Tours” throughout
the United States and in Canada and Europe. Partnerships
with various television nmedia include one with NBC

i nvol ving one m nute “Qunce of Prevention Tips”
distributed to over 200 affiliates begun in 1999; a nore
recent one with CBS invol ving market research or polls on
i nportant health topics, a nonthly segnment on CBS s The
Early Show, and a new y-pl anned series of afternoon
specials; one with The Weat her Channel for two years in
2000-2002; and one with The Di scovery Channel and The
Ameri can Cancer Society involving a poll on cancer nyths,
including a “Di scovery Heal th/Preventi on Magazi ne
Special” on cancer. It partners with print nmedia such as
“The New York Tinmes” which syndicates articles from

Prevention Magazi ne nationw de.

15
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Opposer coll aborates with other organizations to
offer medical testing. For exanple, opposer partnered
with Wal - Mart and a pharmaceuti cal conpany in Novenber
2000 to offer glucose screening for diabetes for
custonmers at Wal-Mart; and in 1999 opposer co-sponsored
with Pfizer Corporation (and other conpanies) the first
of its “Heart Healthy Tours,” involving an 18-wheel truck
(opposer’ s PREVENTI ON mark covering the 64-foot sides of
the truck) visiting various retail |ocations and health
fairs throughout the United States. Through this
program opposer and the co-sponsors provide (i) several
types of screening and tests (e.g., cholesterol tests,
general health assessnment tests, bone density tests,
derma tests) free of charge, and (ii) health information
al so free of charge. The truck was on the road for six
months from May to October, going to over 25 | ocations
with an average of 500 tests per l|ocation and the truck
tours have occurred three tinmes, thus invol ving over
30,000 testings. Another truck tour is being planned.

Opposer’s editor-in-chief of Prevention magazi ne,
Cat herine Cassidy, testified that through opposer’s
publications, sem nars, and other activities, all offered

under its PREVENTI ON mark, opposer “offers advice and

16
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instruction in connection with new therapies, ...new
vaccines, ...first aid.” (Dep., pp. 65-66.)

Applicant, Healthy Heart Review, Inc., was first
organi zed in 1993 and was incorporated around 1995 or
1996. It offers classes (online and at physical
| ocations) on topics such as CPR, first aid, wellness,
and travel nmedicine; and it provides flu and pneunoni a
vacci nations, as well as nedical and diagnostic testing.
In its early years, applicant provided tests relating to
the heart (e.g., cholesterol, blood pressure, body
conposition), but it branched out to other health areas
such as drug tests and bone density tests. It was then
t hat applicant decided to select a new, nore
conprehensive mark, first using “PREVENTI ON PLUS,” but
| ater changing the mark to “PREVENTI ON MD.” According to
M. Watson, applicant’s president, applicant “believes
very much in proactive rather than reactive health.”
(Dep., p. 13.)

Applicant has two offices (in eastern and western
Washi ngton state); and it offers its services (classes,
testing and vaccinations) mainly to hospitals,
corporations and at private health fairs and
supermarkets. Applicant has a website

(“preventionnd. coni) where it advertises its services and

17
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provi des online classes. It also produces posters and
fliers to advertise the flu and pneunoni a vacci nati ons.
Speci fically, applicant offers its services to the
public, but nost of its custoners for CPR/first aid
cl asses are hospitals. Applicant’s flu and pneunoni a
vacci nations are generally done through corporations such
as Safeway and Bi-Mart for the public, or for corporate
clients such as Bank of Anmerica for the enployees, or for
hi gh-rise buildings in Washington cities such as Seattle
and Bell evue. The flu and pneunoni a vacci nations are
offered in the states of Washi ngton, Oregon, |daho and
Mont ana, and applicant’s other services are conducted
within the state of Washington. Applicant offers a class
in conjunction with the Anmerican Heart Associ ation
Training Center. Applicant provides travel vaccinations
through its two offices.

Applicant nmarkets its services by sending letters to
corporations and it follows up with tel ephone calls.

Applicant is aware of no instances of actual

conf usi on.

Priority
I n these consolidated oppositions, as expl ai ned

earlier, opposer has filed status and title copies of

18
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twenty of its registrations.®> In view of opposer’s two
valid and subsisting registrations for educational and

i nformational services, the issue of priority with
respect to educational services does not arise herein.
See King Candy Conpany v. Eunice King s Kitchen, Inc.,
496 F.2d 1400, 182 USPQ 108 (CCPA 1974). Opposer’s two
registrations are: (1) Registration No. 1854917 for the
mar k PREVENTI ON AT WORK for the foll ow ng services:

“educati onal services, nanely,
conducting sem nars on the subjects of
health, fitness, nutrition, and other
related topics; fitness instruction,
and publication of nmgazines,

i nf ormati onal booklets and printed
materials on the subject of health,
fitness, nutrition and other rel ated
topi cs,” and

“providing health information; fitness
testing; nutrition counseling, and
notivati onal programs in the nature of
health, fitness and nutritional
counseling”; and

5> pposer subnitted proper status and title copies of twenty
registrations under a tinely notice of reliance filed in
February 2003. 1In this regard, when a registration owed by a
party has been properly made of record in an inter partes case,
and there are changes in the status of the registration between
the time it was made of record and the tinme the case is decided,
the Board will take judicial notice of, and rely upon, the
current status of the registration as shown by the records of
the United States Patent and Trademark O fice. See TBWP
8704.03(b)(1)(A) (2d ed. June 2003), and the cases cited
therein. The Board hereby takes judicial notice that five of
the twenty registrations are no |onger valid and subsisting.
Specifically, Registration Nos. 1183328 (expired, Section 9);
2005317 (cancelled Section 8); 2017515 (cancelled Section 8);
2040555 (cancell ed Section 8); and 2046093 (cancel |l ed Section
8). These registrations will not be further considered herein.

19



Opposition Nos. 91151405 & 9115406

(2) Registration No. 2643325 for the mark PREVENTI ON for
the follow ng services:

“production of radio and tel evision
programs; and entertai nnment services,
namely, a continuing series of
prograns in the fields of health,
fitness, diet, exercise and lifestyle
di stri buted over radio, television,
satellite, cable, audio and visual
medi a, and via a gl obal conputer

net wor k, ” and

“information services in the fields of
health, fitness, diet, exercise and
lifestyle provided electronically via
a web site on a nulti-user globa
conputer information network; and

el ectronic publications via the world
w de web containing on-line magazines,
colums and articles in the fields of
health, fitness, diet, exercise and
lifestyle.”

Opposer has al so established comon |aw rights in
its PREVENTION mark in connection with the nedical tests
and screenings done on its “Heart Healthy Tours” as of
1999. We recognize that opposer offered these medical

tests and screenings under the auspices of its Prevention
Magazi ne. Nonet hel ess, as fully discussed | ater herein,
we find that opposer’s PREVENTION mark is fanous for
publications relating to health and well ness; and that
the public receiving the nedical tests and screenings
woul d understand the tests were offered by opposer (al ong

with the co-sponsors) as part of opposer’s PREVENTI ON

20
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mar keti ng, and they woul d associ ate opposer as a source
of the nmedical tests and screenings.

Applicant’s earliest proven first use is sonetine in
2000, perhaps | ate 2000. Applicant’s president, Rodney
WAt son, testified as follows:

Q Wen did you start using that mark
[ PREVENTI ON MD] ?

A. | believe we started using it
about 2000, | think. Originally,
we started out with Prevention
Pl us.

And you started using prevention
MD in about July of 20007

A.  Sonewhere in that -- yes,
somewhere in that tine frane.
(dep., p.8);

VWhen again, did you switch to
Prevention MD, do you recall?

It would have been right at -- to
my recollection it was right at

t he end of 2000, sonewhere in that
area, | believe. | am not
entirely sure, but | think around
2000. (dep., p. 12); and

Q | notice that the report [Exhibit
12 a trademark search report for
the mark Prevention Plus] has a
date on the -- not the cover page,
but the first page inside the
report of May 2000.

A.  Yes, it does.

Q Does that help you renmenber when
you began using Prevention MD in
connection with your services?

A. Well, it was obviously after that
date, but again, it’s just -- you
know, it is gone. It would have

been, you know, |ate 2000 when we
started, sonmewhere in that area
that we started making -- [a

21
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change from Preventi on Pl us].
(dep., pp. 27-28).

Thus, opposer has established prior common | aw
rights with regard to nmedical testing and di agnostic

servi ces.

Li kel i hood of Confusion

We turn now to consideration of the issue of
I'i keli hood of confusion. Qur determ nation of I|ikelihood
of confusion is based on an analysis of all of the facts
in evidence that are relevant to the factors bearing on
the issue of |ikelihood of confusion. In re E 1. du
Pont de Nenmours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA
1973). See also, Inre Majestic Distilling Conpany,

Inc., 315 F.3d 1311, 65 USPQ2d 1201 (Fed. Cir. 2003).
Based on the record before us, we find that confusion is
likely.

The first du Pont factor we consider in this case is
the fame of opposer’s mark. Opposer has clearly
established that its mark PREVENTI ON for magazi nes and
publications on health and fitness is fanous within the
meani ng of the du Pont factors as shown by opposer’s
extrenely extensive annual sales figures and adverti sing

suns, and the trenmendous success of the PREVENTI ON

22
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magazi ne fromits |aunch in 1950, having the | argest
circulation of any nmagazine in the health field and
fourteenth in circulation of all magazi nes (ahead of
Sports Illustrated and Pl ayboy). The circulation nunbers
are 3.2 mllion subscriptions and 10 mlIlion “pass al ong”
reader shi p.

We are aware that applicant contends opposer’s mark
is famobus only for magazi nes. However, we find not only
t hat opposer has established the fame of its PREVENTI ON
mar k for magazines, but also that the fane of the mark
extends into the health and wellness field. The fanme of
opposer’s mark increases the |ikelihood that consumers
w Il believe that applicant’s services emanate from or
are sponsored by the sanme source. See Recot Inc. v. MC.
Becton, 214 F.3d 1332, 54 USPQ2d 1894 (Fed. Cir. 2000);
and Kenner Parker Toys Inc. v. Rose Art Industries Inc.
963 F.2d 350, 22 USP@d 1453 (Fed. Cir. 1992). As the

Court stated in the Kenner Parker case, 22 USPQ2d at

1456:

A strong mark, on the other hand,
casts a | ong shadow whi ch conpetitors
must avoid. See e.g., Nina Ricci, 889
F.2d at 1074. Thus, the Lanham Act’s
tolerance for simlarity between
conpeting marks varies inversely with
the fame of the prior mark. As a
mark’s fame increases, the Act’s

23
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tolerance for simlarities in
conpeting marks falls.

And the in the Recot case, 54 USPQ2d at 1897, the Court
st at ed:

Famous mar ks are accorded nore
protection precisely because they are
nore likely to be renenbered and
associated in the public mnd than a
weaker marKk.

This reasoning applies with equal
force when evaluating the |ikelihood
of confusion between marks that are
used with goods that are not closely
rel ated, because the fame of a mark
may al so affect the |ikelihood that
consunmers will be confused when
purchasi ng these products. |Indeed, it
is precisely these circunstances which
demand great vigilance on the part of
a conpetitor who is approaching a
famous mark, for, as the present case
illustrates, the lure of undercutting
or discounting the fame of a mark is
especi ally seducti ve.

This factor, the fame of opposer’s mark, weighs
heavily in opposer’s favor

Turning next to a consideration of the parties’
respecti ve goods and services, in Board proceedings, the
i ssue of likelihood of confusion nust be determ ned in
i ght of the goods or services as identified in the
i nvol ved application and registration and, in the absence
of any specific limtations therein, on the presunption
that all normal and usual channels of trade and net hods

of distribution are or may be utilized for such goods or
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services. See Octocom Systenms Inc. v. Houston Conputers
Services Inc., 918 F.2d 937, 16 USPQ2d 1783 (Fed. Cir.
1990); Canadi an I nperial Bank of Comrerce, N. A v. Wells
Fargo Bank, 811 F.2d 490, 1 USPQ2d 1813, 1815 (Fed. Cir.
1987); and CBS Inc. v. Mrrow, 708 F.2d 1579, 218 USPQ
198 (Fed. Cir. 1983). O course, the plaintiff may
assert (and prove) common law rights in a particular mark
for particular goods or services as well. See Towers v.
Advent Software Inc., 913 F.2d 942, 16 USPQd 1039 (Fed.
Cir. 1990).

Applicant’s services are essentially (i) educational
services providing instruction in CPR, first aid,
wel | ness, and travel nedicine, and (ii) medical testing
and di agnostic services, and providing vaccinations.
Opposer owns registrations for educational services in
the nature of conducting sem nars on health, fitness and
related topics and producing radi o and television
programs on the health and fitness topics and providing
information services in the fields of health and fitness
via a web site to a multi-user global conputer
information network. As identified, we find that
applicant’s and opposer’s educational services are

cl osely rel ated.
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Further, as explained earlier, opposer has
establi shed common |law rights in the use of its
PREVENTI ON mark for glucose screening for diabetes (in
partnership with Wal -Mart and a pharmaceuti cal conpany),
and for chol esterol tests, general health assessnment
tests, bone density tests, derma tests, and the like (in
partnership with Pfizer Corporation and other co-sponsors
of the “Heart Healthy Tours”). Applicant argues that
al t hough opposer is “allegedly famus for PREVENTI ON
Magazi ne and the various pronotional and adverti sing
activities it engages in to pronote the nmgazine,”
opposer’s “focus is on being a source for *‘health
information’ [but it is not a nmedical testing conpany]”
(Brief, p. 15.) It is true that opposer is not a nedical
testing conpany. However, opposer has been providing
health information in its Prevention Magazine since 1950,
and it has provided nedical tests and screenings (in
cooperation with other co-sponsors) since 1999. Thus,
there is a reasonable basis for the public to attribute
the nedical tests and screenings -- glucose tests in Wl -
Mart, and various nedical tests and screenings on the
“Heal thy Heart Tours” to opposer as the source thereof.

We find that opposer has established there is a

close rel ati onship between applicant’s nmedical and
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di agnosti c services and opposer’s comon |aw rights in
its mark for nmedical tests and screenings.

Turning next to the du Pont factors of trade
channel s and purchasers, with regard to the educati onal
services, neither applicant’s application nor opposer’s
rel evant registrations includes any type of restriction
as to trade channels or purchasers. Therefore, we nust
presume in this adm nistrative proceeding that those
services are sold in all normal channels of trade to all
usual cl asses of purchasers for such goods and services.
See COctocom Systens Inc. v. Houston Conputers Services
Inc., supra; and Canadi an | nperial Bank of Comrerce, N. A
v. Wells Fargo Bank, supra.

Wth regard to the nmedical testing and di agnostic
services, there are no restrictions in applicant’s
identification of those services, thus it nmust be
presuned that they are offered by applicant through al
normal channels of trade to all usual classes of
purchasers (including the general public), and opposer’s
evi dence establishes that it offers (with co-sponsors)
nmedi cal tests and screenings to the general public.

We find that the channels of trade and the cl asses
of purchasers for the parties’ services, as identified,

and as proven by opposer, are simlar and overl appi ng.
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Turning next to a consideration of the
simlarities/dissimlarities of the marks, it is well
settled that marks nust be considered in their entireties
because the comrercial inmpression of a mark on an
ordi nary consuner is created by the mark as a whol e, not
by its conponent parts. This principle is based on the
conmon sense observation that the overall inpression is
created by the purchaser’s cursory reaction to a mark in
t he marketplace, not froma neticul ous conpari son of one
mark to another to assess possible |egal differences or

simlarities. See 3 J. Thomas MCarthy, MCarthy on

Trademar ks and Unfair Conpetition, 823:41 (4th ed. 2001).

See al so, Puna- Sportschuhfabri ken Rudol f Dassl er KG v.
Rol | er Der by Skate Corporation, 206 USPQ 255 (TTAB 1980).
Moreover, the differences in the marks may not be
recal |l ed by purchasers seeing the marks at separate
times. The enphasis in determ ning |ikelihood of
confusion is not on a side-by-side conparison of the
mar ks, but rather nust be on the recollection of the
aver age purchaser, who normally retains a general rather
than a specific inpression of the many trademarks
encountered; that is, the purchaser’s fallibility of
menory over a period of time nust also be kept in m nd.

See Grandpa Pidgeon’s of Mssouri, Inc. v. Borgsmller,
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477 F.2d 586, 177 USPQ 573 (CCPA 1973); and Spoons
Restaurants Inc. v. Mrrrison Inc., 23 USPQ2d 1735 (TTAB
1991), aff’d unpub’d (Fed. Cir., June 5, 1992).

Qur primary review ng Court has held that in
articulating reasons for reaching a conclusion on the
question of |ikelihood of confusion, there is nothing
i nproper in stating that, for rational reasons, nore or
| ess wei ght has been given to a particular feature or
portion of a mark. That is, one feature of a mark nay
have nore significance than another. See Cunni ngham v.
Laser Golf Corp., 222 F.3d 943, 55 USPQ2d 1842 (Fed. Cir.
2000); Sweats Fashions Inc. v. Pannill Knitting Co., 833
F.2d 1560, 4 USPQ2d 1793, 1798 (Fed. Cir. 1987); and In
re National Data Corporation, 753 F.2d 1056, 224 USPQ
749, 752 (Fed. Cir. 1985).

In this case, both applicant’s and opposer’s marks®

share the dom nant term PREVENTI ON. Applicant has added

® Al though opposer pleaded a “fanily” of marks, it did not
seriously argue that point in its brief on the case. Mreover,
it is well settled that nere adoption, use and registration of a
nunber of marks having a conmon feature for simlar or related
goods or services does not in and of itself establish a “famly”
of marks. Rather, in order to establish a “fam|y” of marks, it
nmust be denonstrated that the marks asserted to conprise the
“famly,” or a nunber of them have been used and advertised in
pronotional material or used in everyday sales activities in
such a manner as to create conmon exposure and thereafter

recogni tion of common ownershi p based upon a feature conmon to
each mark. See J & J Snack Foods Corp. v. MDonald' s Corp., 932
F.2d 1460, 18 USPQ2d 1889 (Fed. Cir. 1991); and Dan River, Inc.
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t he conmponent “MD” to the word “PREVENTION,” and
opposer’s marks which consist of the word PREVENTI ON
al one or include the word PREVENTI ON t herein, such as

PREVENTI ON' S GUI DE and

v. Apparel Unlimted, Inc. 226 USPQ 186 (TTAB 1985). The record
bef ore us does not prove that opposer has a “fam|y” of
PREVENTI ON mar ks.
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PREVENTI ON AT WORK. However, these differences do not
serve to distinguish the marks. The only word in
opposer’s primary mark and the dom nant word in others of
its

registrations is PREVENTI ON and the dom nant word in
applicant’s mark is PREVENTI ON. Thus, these marks,

al t hough obviously not identical, are simlar in sound
and appear ance.

The connotation created by both applicant’s mark
PREVENTI ON MD and opposer’s marks such as PREVENTI ON,
PREVENTI ON' S GUI DE and PREVENTI ON HEALTH BOOKS woul d al |
be simlar in that the word “PREVENTI ON' connotes the
i dea of thwarting or averting sonmething before it becomes
a problem in this case relating to health and well ness.
Applicant’s mark may be viewed by consuners as anot her of
opposer’s “PREVENTI ON' mar ks.

When considered in their entireties, we find that
applicant’s “PREVENTI ON MD* mark and opposer’s
“PREVENTI ON* marks are simlar in sound, appearance,
connotati on and commercial inpression. See In re Azteca
Rest aurant Enterprises Inc., 50 USPQ2d 1209 (TTAB 1999).

Appl i cant argues that there is comon use and there
are third-party registrations of marks which include the

word “PREVENTION" in the relevant fields, thus weakening
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the termas a mark. As evidence thereof, applicant
submtted its notice of reliance on 23 third-party
registrations which include the word “PREVENTI ON,” and
opposer’s answer to applicant’s interrogatory No. 10
aski ng about opposer’s know edge of any third-party uses,
to which opposer responded by listing five third-party
mar ks.

To begin with, several of the 23 third-party
registrations fromthe USPTO s Trademark El ectronic
Search System (TESS) are not for related goods or
services, (e.g., Registration Nos. 2614317 for a dietary
suppl ement to assist in recovering froma hangover
2414692 for distributorships and rental of medical
equi pment; 2042724 for nout hwash and nedi cinal antiseptic
gargle; and 2674701 for herbicides and pesticides).

Ot hers are for marks with significantly different and
separate commercial inpressions (e.g., Registration Nos.
2075208 for the mark AMERI CAN SOCI ETY OF CLI NI CAL
ONCOLOGY 1964 PREVENTI ON RESEARCH TREATMENT EDUCATI ON and
desi gn; 2516657 for the mark CSTR EDUCATI ON PREVENTI ON
QUALI TY RESEARCH and desi gn; 2607311 for the mark

H O P. E. H GHMARK OSTEOPOROSI S PREVENTI ON AND EDUCATI ON
and design; and 2442041 for the mark HEALTHY HEART

COVMUNI TY PREVENTI ON PRQJECT “YOU GOTTA HAVE HEART” and
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design. The record, therefore, includes only a m ninmal
nunmber of relevant third-party registrations. (Applicant
listed seven in its brief on appeal.)

Moreover, it is well settled with regard to the
wei ght to be given to third-party registrations, that
these registrations are not evidence of use of the marks
shown therein in the marketplace or that the public is
famliar with them Thus, we cannot assume that the
public has become able to distinguish between them See
O de Tyne Foods Inc. v. Roundy’s Inc., 961 F.2d 200, 22
UsP@2d 1542, 1545 (Fed. Cir. 1992); and Hel ene Curtis
| ndustries Inc. v. Suave Shoe Corp., 13 USPQ2d 1618 (TTAB
1989) .

Opposer’s answer to applicant’s interrogatory No. 10
shows that opposer is aware of uses by others of five
mar ks which include the word “PREVENTION.” But,
applicant did not pursue information on any of these
third-party uses and there is no further information in
the record thereon (e.g., the goods or services involved,
the nature of the uses, the extent of the uses).
Therefore, this evidence of third-party use is entitled
to little probative wei ght under the du Pont factor of

t he nunmber and nature of simlar marks i n use.
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In short, the nmere fact that there are a few third-
party registrations and that opposer is aware of a few
third-party uses of marks which include the term
“PREVENTI ON* does not detract from opposer’s use of and
t he public perception of its marks, including the fane of
opposer’s marks as di scussed above.

The absence of actual confusion is not surprising
given the relatively short duration of use by applicant
of its mark (comrencing sonmetinme in 2000), and that
applicant offers its services in a limted geographic
area in the Northwest. Thus, this du Pont factor is
neutral. In any event, the test is not actual confusion,
but 1ikelihood of confusion. See Wiss Associates Inc.
v. HRL Associates Inc., 902 F.2d 1546, 14 USPQ2d 1840
(Fed. Cir. 1990); and In re Azteca Restaurant Enterprises
Inc., 50 USPQ2d 1209 (TTAB 1999).

I n bal ancing the du Pont factors in this case, we
keep in mnd the holding of our primary review ng Court
t hat fame, when present, plays a “dominant” role in
determ ni ng the question of I|ikelihood of confusion. For
exanple, in the Recot case, 54 USPQ2d at 1897 and 1898,

t he Court stat ed:
The fifth DuPont factor, fane of the

prior mark, when present, plays a
“dominant” role in the process of

34



Opposition Nos. 91151405 & 9115406

bal anci ng the DuPont factors. Fanpus
mar ks thus enjoy a wide | atitude of

| egal protection. (Citations
omtted.)

Accordingly, we hold that the fanme of
the mark nust al ways be accorded full

wei ght when determ ning |likelihood of
conf usi on.

| ndeed, this court and its predecessor
court have consistently stated that
the fame of the mark is a dom nant
factor in the likelihood of confusion
analysis for a fanmous nmark,

i ndependent of the consideration of
the rel atedness of the goods.

G ven the fanme of opposer’s mark, and the | ong
shadow it casts, we find that the marks and the goods and
services are sufficiently simlar and related to support
a finding of likelihood of confusion. (And in this case
it is also established that there are overl apping trade
channel s and sim |l ar purchasers.)

We agree with applicant that there is no evidence of
applicant’s intent to cause confusion in this case.
Nonet hel ess, this factor is of little weight in this case
because, as stated by the Court of Appeals for the
Federal Circuit (our primary reviewng court), inJ & J
Snack Foods Corp. v. MDonald s Corp., supra, 18 USPQd

at 1891: “Whet her there is evidence of intent to trade

on the goodw I | of another is a factor to be considered,
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but the absence of such evidence does not avoid a ruling
of likelihood of confusion. (citation omtted).”

Whil e we have no doubt in this case, if there were
any doubt on the question of |ikelihood of confusion, it
must be resol ved agai nst the newconer as the newconer has
t he opportunity of avoi ding confusion, and is obligated
to do so. See TBC Corp. v. Holsa Inc., 126 F.3d 1470, 44
UsSP@2d 1315 (Fed. Cir. 1997); and In re Hyper Shoppes
(Ghio) Inc., 837 F.2d 840, 6 USPQR2d 1025 (Fed. Cir.

1988).

Deci sion: The oppositions are sustained and

registration to applicant is refused for each

application.
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