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Opi nion by Hairston, Adm nistrative Trademark Judge:
Ryan Bros. Coffee, Inc. has filed applications to

register the mark LIFE IS TOO SHORT TO BE BI TTER f or
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“cof f ee; cof fee nugs and coffee cups; and “cl ot hi ng,

namely, shirts, hats, jackets, and sweatshirts.”?

Regi strati on has been opposed by Arabica Funding,
Inc. on the grounds that it or its predecessor has used
the mark “LIFE IS SHORT. STAY AWAKE FOR IT.” in
connection with restaurant services and retail store
services in the field of coffee, t-shirts, and
beverageware since at |east as early as February 23,
2001, the filing date of applicant’s applications; that
opposer is the owner of two registrations for the mark
“LIFE IS SHORT. STAY AWAKE FOR I T.”, nanely, Registration
No. 2,008,379 (issued October 15, 1996; Section 8
affidavit accepted, Section 15 affidavit acknow edged)
for “restaurant services and retail store services in the
field of coffee;” and Registration No. 2,000,062 (issued
Sept enber 10, 1996; Section 8 affidavit accepted, Section
15 affidavit acknow eged) for “t-shirts;” and that
applicant’s mark, if used on the identified goods, would
so resenbl e opposer’s previously used and regi stered

mark, as to be likely to cause confusi on.

! Serial No. 76216469, filed February 23, 2001, and based on a
bona fide intention to use the nmark in conmerce.
2 Serial No. 76216470, filed February 23, 2001, and based on a
bona fide intention to use the mark in commerce
3 Serial No. 76216471, filed February 23, 2001, and based on a
bona fide intention to use the mark in conmerce.
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Applicant, in its answer, denied the salient
al l egations of the notice of opposition.

Prelimnarily, we note that opposer has objected to
Exhibit 2 to applicant’s notice of reliance, which
consists of a printout of the results of a search of the
Internet for “life is short.” Opposer has objected to
this exhibit on the ground that an Internet printout does
not qualify as a printed publication under Trademark Rul e
2.122(e). Applicant does not dispute opposer’s
contention and, in any event, opposer’s objection is well
taken. See Raccioppi v. Apogee Inc., 47 USPQ2d 1368,
1370 (TTAB 1998). Thus, we have not considered the
printout in reaching our decision herein.

The record consists of the pleadings, the files of
t he opposed applications; trial testinony with rel ated
exhi bits taken by both parties; and applicant’s notice of
reliance on a list of third-party registrations and
applications for marks which include the phrase “LIFE IS
(TOO) SHORT”; copies of several third-party registrations
for marks which include the phrase; and opposer’s
responses to applicant’s interrogatories.

Both parties filed briefs on the case and both were
represented by counsel at an oral hearing held before the

Boar d.
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The record shows that opposer |icenses use of the
mark “LIFE I'S SHORT. STAY AWAKE FOR I T.” to Cari bou
Cof f ee Conpany (Caribou). Caribou was the original owner
of the pleaded registrations and assigned the mark to
opposer on April 20, 2001. Caribou began as a “nom and
pop” coffee store in Edina, Mnnesota in Decenber 1992.
It quickly expanded to twelve retail stores in M nnesota
and in Septenmber 1994 opened its first store in Atlanta,
Georgia. It was then that Cari bou began use of the
sl ogan “LIFE I S SHORT. STAY AWAKE FOR I T.” in connection
with its restaurant services and retail store services in
the field of coffee. According to opposer’s w tness
Ki mberly Puckett, the slogan was adopted “to communi cate
to [Caribou s] custoners the differences between [it and
St arbucks”]. (Puckett dep., p. 17). The mark was first
used on posters and in newspaper advertisenents in
connection with Caribou s services. The mark has since
cone to be used on t-shirts (1994); nugs (1994);

t hernoses (1997); and pre-packed coffee (1995). The mark
is currently used on virtually all of Caribou' s
advertising and pronotional materials.

Caribou is the second | argest conpany-owned coffee
retailer in the United States, and it has approxi mately

150 retail stores in seven states and the District of
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Col unmbia. Caribou also sells its coffee through
commerci al channels to office coffee services,
restaurants, hotels and grocery stores. Caribou s yearly
sal es and advertising figures were filed under seal, but
as opposer notes in its brief, for the period 1994-2002,
Caribou’s total sales were over $450 nmillion and Cari bou
spent over $10 mllion advertising and marketing products
in connection with which the mark “LIFE I S SHORT. STAY
AWAKE FOR I T.” was used.

Applicant, Ryan Bros. Coffee, Inc. began business in
1994 with a single coffee cart in downtown San Di ego,

Cal fornia and subsequently expanded to a retail store.
Applicant ceased its retail operations in 2000 and is
currently a “m croroaster” and whol esal er of specialty
cof fee beans and teas to hotels, restaurants, cafes and
delis.

Applicant is a fam|ly-owned and nanaged busi ness.
According to one of the owners, Harry Ryan, applicant
adopted the slogan “LIFE IS TOO SHORT TO BE BI TTER” in
1999 as the result of a famly argunent and because
applicant wanted to convey to custoners that its coffee
is smooth instead of bitter. Applicant began use of the
mark in 1999 and currently uses “LIFE IS TOO SHORT TO BE

BI TTER’ on coffee cups, nmugs, t-shirts, and other
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clothing for pronotional purposes only, and not for
resale. Applicant markets its coffee and tea products by
“cold calling” and “word of mouth.” Applicant maintains
a website for informational purposes only; the website
contai ns descriptions of applicant’s coffee and teas, but
custonmers may not order products online.

Opposer, through the testinmony of its witness, has
i ntroduced as exhibits copies of its pleaded
registrations for the mark “LIFE IS SHORT. STAY AWAKE FOR
| T.” which show that each of the registrations is
subsi sting and owned by opposer. Thus, there is no issue
with respect to opposer’s priority vis-a-vis the goods
and services identified in opposer’s registrations.
King's Candy Co., Inc. v. Eunice King' s Kitchen, Inc.,
496 F.2d 1400, 182 USPQ 108, (CCPA 1974). Moreover, the
uncontroverted testi nony of opposer’s w tnesses
denonstrates that opposer has prior common law rights in
its mark for pre-packed coffee and beverageware, i.e.,
mugs and thernoses, by virtue of use prior to applicant’s
first use in 1999. |In any event, applicant does not

di spute opposer’s priority. (Applicant’s brief, p.6).
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We turn our attention then to the issue of
li kel i hood of confusion.® Qur determnation of |ikelihood
of confusion under Section 2(d) nmust be based on an
analysis of all of the probative facts in evidence that
are relevant to the factors bearing on the likelihood of
confusion issue. In re E. |I. duPont de Nemours & Co.,
476 F.2d 1357, 177 USPQ 56 (CCPA 1973). In considering
t he evidence of record on these factors, we keep in m nd
that “[t]he fundamental inquiry mandated by Section 2(d)

goes to the cunul ative effect of

4 Al t hough opposer did not plead a |ikelihood of confusion vis-
a-vis its pre-packed coffee and the goods identified in
applicant’s application, we deemthe notice of opposition
anended to include such a claim Fed. R GCv. P. 15(b).
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differences in the essential characteristics of the goods
and the differences in the marks.” Federated Foods, Inc.
v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29
( CCPA 1976) .

Upon consi deration of the rel evant duPont factors,
it is our view that confusion as to source or sponsorship
is not likely to occur. W acknow edge, in this regard,
that while many factors favor opposer and, thus, a
finding of likelihood of confusion, such factors are
sinply outwei ghed by the significant differences in the
respective marks, which are readily distinguishable when
considered in their entireties.

In the present case, there is no question that the
goods identified in applicant’s application are identical
and otherwi se closely related to the goods and services
identified in opposer’s registrations and the goods for
whi ch opposer has established prior common |aw rights in
its trademark. Specifically, applicant’s coffee nugs and
cof fee cups are identical in part and otherw se closely
related to opposer’s nmugs and thernoses; applicant’s
clothing itens are identical in part and ot herw se
closely related to opposer’s t-shirts. Further,
applicant’s coffee is identical in part and ot herw se

closely related to opposer’s pre-packed coffee,
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restaurant services and retail store services in the
field of coffee. In the latter regard, it has been
frequently held that |ikelihood of confusion may arise
fromthe use by different parties of the same or simlar
mar ks for goods, on the one hand, and in connection with
services which deal with those goods, on the other.

Further, although it appears that applicant limts
the sale of its coffee to wholesalers and that its coffee
cups, coffee nugs and clothing are used for pronotional
pur poses only, there are no limtations in applicant’s
applications with respect to channels of trade or
purchasers. Thus, for purposes of our I|ikelihood of
confusion anal ysis, we nust presune that applicant’s
goods are sold in all the normal channels of trade to al
t he usual purchasers for the goods of the type
identified. See Canadian Inperial Bank v. Wells Fargo,
811 F.2d 1490, 1 USPQ2d 1813 (Fed. Cir. 1987). 1In other
words, we can draw no distinction between the channel s of
trade and cl ass of purchasers of the parties’ respective
goods and servi ces.

We turn then to a determ nation of what we find to
be the key |ikelihood of confusion factor in this case,
i.e., whether applicant’s mark and opposer’s nmark, when

conpared in their entireties in terns of appearance,
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sound, and connotation, are simlar or dissimlar in
their overall comercial inpression. Conparing the marks
first in terms of their respective connotations or

meani ngs, we recogni ze that they both began with the
generally known catch phrase or slogan “LIFE IS ( TOO
SHORT.”®> However, we find that this phrase is not a

dom nant feature of either of the parties’ marks and that
the nere presence of the phrase in both marks is
insufficient, without nore, to warrant a finding that the
mar ks are confusingly simlar in their entireties.

As for the rest of the respective marks, opposer
argues that the “STAY AWAKE FOR I T.” portion of its mark
refers to the fact that the caffeine in coffee keeps one
awake and alert, and that the TO BE BI TTER portion of
applicant’s mark refers to coffee which is snmooth rather
than bitter. Opposer argues, therefore, that both marks,
when viewed in their entireties, have the sane neaning,
namely, “LIFE IS (TOO) SHORT plus a desirable quality of
coffee.” (Brief, p. 16).

We are not persuaded that the marks have the sane

connot ati on, as opposer contends. As acknow edged by

> W judicially notice that A Dictionary of Catch Phrases (1992)
contains the follow ng listing:

life is too short. “It [whatever “it” is] may be

doabl e, but the results won’'t be worth the effort:

US: from 1960 or earlier” (R C 1978).

10
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opposer, the “STAY AWAKE FOR I T.” portion of its mark has
a specific and readily-recognized nmeaning as used in
connection with its goods and services; “STAY AWAKE FOR

| T.” connotes that drinking coffee keeps one awake and

al ert.

11
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The “TO BE BI TTER’ portion of applicant’s mark, apart
from being a double entendre, also has a specific and
readi |l y-recogni zabl e meaning as used in connection with
applicant’s goods; it connotes the bitter taste of sone
coffee. This is a negative quality, not a desirable
qual ity of coffee, as opposer contends. Purchasers
encountering the respective marks in connection with the
parties’ goods and services will ascribe these specific
meani ngs to “STAY AWAKE FOR I T.” and “TO BE BI TTER,”
rather than “a desirable quality of coffee” as opposer
contends. Because the “STAY AWAKE FOR I T.” portion of
opposer’s mark and the “TO BE BI TTER" portion of
applicant’s mark have such different connotations, they
wi Il not be brought together in neaning by virtue of
bei ng combined with LIFE IS (TOO SHORT. Moreover, even
the phrases “LIFE IS SHORT” and “LIFE IS TOO SHORT.” have
di fferent meanings. The first sinply connotes the
briefness of life, whereas the [atter connotes that life
is too short to either do or not do sonmething. In sum
we find that when the respective marks are conpared in
their entireties, they have vastly different
connot ati ons.

We also find that the marks are nore dissimlar than

simlar when conpared in their entireties in terns of

12
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appearance and sound. Opposer’s mark consists of two
separate phrases set off by periods, and begins with the
phrase LIFE IS SHORT. Applicant’s mark, on the other
hand, is a single phrase, and begins with LIFE IS TOO
SHORT. In addition, because of the differences in
appearance and sound of “STAY AWAKE FOR IT.” and “TO BE
BITTER', the marks, when considered in their entireties,
are distinguishable in appearance and sound.

Al t hough opposer argues that its “LIFE | S SHORT.
STAY AWAKE FOR I T.” mark is strong and well known, we
find that the evidence falls short of establishing the
fame of opposer’s mark. There is no evidence regarding
t he extent of consuner recognition of “LIFE I S SHORT.
STAY AWAKE FOR I T.” with opposer’s goods and servi ces,
and we are not convinced, based on opposer’s adverti sing
and sales figures alone, that the mark has achi eved the
status of a fanmpbus mark. Conpare: Kenner Parker Toys V.
Rose Art Industries, 963 F.2d 350, 22 USPQ2d 1453, 1456
(Fed. Cir. 1991).

Several other matters require comrent although they
did not affect our decision herein.

The first matter relates to the list of third-party
regi strations/applications and copies of third-party

registrations for LIFE IS (TOO SHORT marks made of

13



Opposition No. 91150409; 91150575; 91150426

record by applicant. Applicant maintains that this
evi dence denonstrates that opposer’s mark is weak. Apart
fromthe fact that a nere listing of third-party
registrations and applications is not the proper way to
make such regi strations and applications of record, we
note that third-party registrations are not evidence that
the marks shown therein are in use (and third-party
applications are evidence only of the fact they have been
filed). Moreover, only three of the registrations cover
goods/ services of a type involved herein and these three
registrations are owned by the sane entity. Thus, the
third-party registrations and applications are of limted
probative val ue.

Finally, applicant’s argunment that there is no
i kel'i hood of confusion because each party displays its
i nvol ved mark along with its respective house mark is
without nmerit. We cannot consider the parties’ house
mar ks as el enents that could help distinguish applicant’s
mark from opposer’s mark because the house marks are not
part of opposer’s pleaded mark or part of the mark in the
i nvol ved applications. Vornado, Inc. v. Breuer Electric
Mg. Co., 390 F.2d 724, 156 USPQ 340, 342 (CCPA 1968).

In sum after careful consideration of the evidence

of record with respect to the relevant duPont factors and

14
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the parties’ argunments with respect thereto, we concl ude
that there is no |likelihood of confusion in this case,
That is, notwithstanding the fact that the parties
are using their respective marks on identical and
ot herwi se closely related goods and services which nmay be
mar keted in the same channels of trade to the sane
purchasers, we find that the nmarks are too dissimlar,
especially in terms of their meanings and over al
commerci al i npressions, to support a determ nation that
confusion is likely. See e.g., Kellogg Co. v. Pack’ em
Enterprises Inc., 951 F.2d 330, 21 USPQ2d 1142, 1145
(Fed. Cir. 1991).

Deci sion: The opposition is disnissed.
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