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Novartis International Pharnmaceutical, Ltd. has
opposed the application of Genetic Immunity, LLCto

regi ster DERMAVIR as a trademark for "vacci nes and
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vacci ne adjuvants."?!

As grounds for opposition, opposer
has alleged that it manufactures and sells a wi de variety
of pharnmaceutical products; that it has used the
trademark DENAVIR for an antiviral to treat cold sores
and rel ated skin disorders since as early as 1996, and
prior to the March 13, 2001 filing date of applicant's
intent-to-use application; that it owns a nunber of
regi strations for DENAVI R and DENAVI R and desi gn marks
for "pharnmaceutical preparations, nanely antivirals" and
for "pharmaceutical preparations, nanely anti-viral
preparations and preparations for treatnent of cold sores
and rel ated skin disorders; and that applicant's use of
DERMAVI R for vacci nes and vaccine adjuvants is likely to
case confusion, m stake and/ or deception.

In its answer, applicant has admtted that it is
aware that opposer is a |large international
phar maceuti cal conpany that sells a nunber of
phar maceuti cal and other products; that it is aware that
opposer uses the mark DENAVIR for penciclovir cream 1%
which is marketed and sold as a topical treatnent for
cold sores; that it is aware that opposer uses the

trademar k DENAVI R on | abel ing, packaging, materials,

product literature and adverti senments for penciclovir

1 Application Serial No. 78052908, filed March 13, 2001 and
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cream 1% which is marketed and sold as a topical
treatnment for cold sores; and has denied the remaining
salient allegations in the notice of opposition.

The record includes the pleadings; the file of the
opposed application; the testinony, with exhibits, of
opposer's witness, Jennifer Stuart; various docunents
made of record by opposer pursuant to a notice of
reliance; and materials made of record by applicant under
a notice of reliance.

Only opposer filed a brief; an oral hearing was not
request ed. ?

The opposition is sustained.

The record needs further discussion. First, it is
noted that both opposer and applicant have submtted with
their notices of reliance material taken fromcertain
I nternet websites. Generally material which is avail able

only on a website does not qualify as a printed

asserting a bona fide intention to use the mark in comerce.

2 It is noted that, although opposer timely filed its brief on
the case on March 31, 2003 (with a certificate of mailing dated
March 28, 2003), it was not initially associated with the file,
and therefore, on May 27, 2003, the Board issued an order to
show cause because opposer had presumably not filed its brief.
The brief was subsequently associated with the file, and on June
25, 2003, the Board set aside the order to show cause.
Applicant's brief was due by April 28, 2003, prior to the
Board's order to show cause. Therefore, it is clear that no
confusion was caused to applicant by the Board' s show cause
order, and that applicant sinply chose not to file a brief on

t he case
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publication under Trademark Rule 2.122(e). See Racci opp
v. Apogee Inc., 47 USPQ2d 1368 (TTAB 1998). However,
because both parties have treated such material as though
it may be made of record in this manner, we deemthe
parties to have stipulated to the adm ssion of these
docunents, and have consi dered them

Wth its notice of reliance, applicant submtted its
request for production of docunents and opposer's witten
responses thereto, although it did not submt the actual
docunments that were produced. Trademark Rule
2.120(j)(3)(ii) provides that docunents obtai ned under
Rul e 34 of the Federal Rules of Civil Procedure may not
be made of record by notice of reliance. 1In this case,
because applicant has not actually submtted any
documents, and because opposer has treated applicant's
entire notice of reliance of record, we have consi dered
t he responses to be of record for whatever probative
val ue they may have.

Applicant also filed a "notion for estoppel sanction
and objection to notice of reliance,” which notion was
deferred by the interlocutory notions attorney until
final hearing. Thus, we now take up this notion for

consi deration. Applicant contends that certain exhibits
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to the testinmony of Jennifer Stuart, and testinony
related thereto, as well as two exhibits subm tted under

opposer's notice of reliance,?

shoul d not be considered by
t he Board because opposer had not nmade these materials
avai lable in response to applicant's discovery requests.

Appl i cant has asserted that case | aw precl udes
opposer from i ntroducing evidence that it previously
refused to furnish during discovery. That is certainly
the general rule. In this case, opposer objected to nmany
of applicant's discovery requests, generally on the basis
that the particular request was vague or overbroad or
woul d require the disclosure of confidential comrerci al
information. There is no indication that, upon receiving
t he responses and obj ections, applicant nmade any effort
to confer with opposer in order to have its discovery
requests satisfied.

The Board frowns on such actions. Discovery is
desi gned to be a cooperative process, and if applicant
believed that its discovery requests were appropriate, it
shoul d have contacted opposer to make a good faith effort

to resolve any discovery disputes and, with respect to

its need for confidential material, to arrange for a

3 The specific evidence to which applicant objects are Exhibits

2, 3, 5, 8-31 and 33-35 to the testinony deposition of Jennifer
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protective order. Applicant has provided no expl anation
as to why, after receiving the responses, it did not make
such attempts. For all we know, applicant may have done
so in a strategic ploy to limt opposer's evidence to the
di scovery docunents which were provided. Whatever
applicant's notives, because applicant did not contact
opposer in order to make clear that it still sought
particul ar information through discovery, and thereby
seem ngly acceded to opposer's objections, we consider
applicant to have waived its rights for nore conplete
responses. See Tinme Warner Entertai nment Co. v. Jones,
65 USPQ2d 1650 (TTAB 2002) (despite applicant's apparent
di ssatisfaction with opposer’s interrogatory responses,
applicant never filed a notion to conpel further
responses from opposer; applicant will not now be heard
to conplain that opposer’s discovery responses were

i nadequat e) .

I n support of its notion, applicant relies on Wi ner
King, Inc. v. The Winer King Corporation, 615 F.2d 512,
204 USPQ 820, 828 (CCPA 1980). However, the facts of
t hat case are distinguishable fromthe case at hand.

Wei ner King had served interrogatories upon WKNC, seeking

to discover facts upon which WKNC would rely to establish

Stuart (and the testinony relating thereto), and Exhibits C and



Qpposition No. 91124457

t he chronol ogy and geographical extent of its use of its
mar ks.  WKNC obj ected to and refused to answer
interrogatories on the ground that the requested
information was irrelevant and immaterial. Later, during
its testinmony period, WKNC attenpted to introduce into
evi dence facts bearing on those very issues. The Court
stated that where a party seeks to discover facts which
it expects the other party to introduce into evidence and
the other party represents that all of those facts are
already of record, the first party has a right to expect
reliance by the other party on only those facts which
were of record. Further, the Court found that WKNC s

obj ection to the interrogatories ambunted to a
representation that this informati on woul d not be the
subj ect of testinmony. As a result, it would have been
absurd for Weiner King to have made a notion to test the
sincerity of this representation.

In the present case, however, opposer's objections
were to the formof the interrogatories and docunent
producti on requests. This is not a situation in which
opposer clainmed, in response to the discovery requests,
that the information sought was irrelevant, and then took

an inconsistent position during testinmony, submtting

D submtted with the notice of reliance.
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such evidence and claimng that it was relevant to its
position. This case, thus, is nore akin to Linville v.

Ri vard, 41 USP@2d 1731 (TTAB 1996), aff'd on other
grounds, Rivard v. Linville, 133 F.3d 1446, 45 USPQd
1374 (Fed. Cir. 1998), in which respondent objected to
interrogatory and production requests as "vague and

anmbi guous, and overly burdensone.” The Board held that

t hese objections were not of a nature which would have

|l ed petitioner to believe that no such documents exi sted.
As a result, and because petitioner did not file a notion
to conmpel, petitioner's conplaint that the docunents were
not identified and produced was not given any

consi derati on.

For simlar reasons, we find that opposer is not
precluded from maki ng of record evidence which it had
stated, in response to applicant's discovery requests,
was confidential. Opposer did not refuse to make such
information available to applicant; on the contrary,
opposer's responses to applicant's first set of discovery
requests to opposer stated only that "opposer will not
di sclose [the confidential information] unless
appropriate confidentiality safeguards are in place.”
Definition No. 2. It reiterated this offer in responses

to specific interrogatories, including its response to
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I nterrogatory No. 12, which requested annual sales
revenues for the DENAVIR products, and Interrogatory No.
13, which requested the annual cost of advertising the
products sold under the DENAVIR mark: "Opposer wl |
provide this information once a confidentiality agreenent
is in place.” Applicant never made any attenpt to pursue
such an agreenent. Nor did opposer take an inconsistent
position with respect to the confidential nature of its
mat eri als by asserting during discovery that the
di scovery requests called for confidential informtion,
and then, during its testinony period, treating such
information as not confidential. Rather, opposer noved
the Board to put a protective order in place so that it
coul d make such evi dence of record during its testinony
period. Conpare, Super Valu Stores Inc. v. Exxon Corp.,
11 USPQ2d 1539 (TTAB 1989); Visual Information Institute,
Inc. v. Vicon Industries Inc., 209 USPQ 179 (TTAB 1980).
In addition to applicant's overall position that
documents and i nformati on not provided during discovery
may not be made of record by the responding party during
its testinmony period, applicant has discussed the
particul ar exhibits and why they should have been
furnished in response to specific discovery requests.

The objections to the exhibits, and the nunber of
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exhi bits, are extensive, and we will not further burden
this opinion with an exhaustive discussion of them
Applicant's nmotion is not a notion to conpel, and we w ||
not treat it as such. Mre inportantly, even if we were
not to consider the objected-to exhibits and rel ated
testimony, we would still find that opposer has net its
burden of proof, and that the opposition should be

sustai ned. Therefore, because we have not discussed the
obj ected-to evidence in our rendering out decision, we

wi Il not discuss the particular objections to such
evidence. We will say only that, for the nost part, we
do not agree with applicant's claimthat particular

exhi bits shoul d have been provi ded by opposer in response
to the specific discovery requests |isted by applicant in
its nmotion for estoppel sanction.

This brings us to the substantive issue in this
proceedi ng, priority and |ikelihood of confusion.

The record shows that opposer, through its sister
conpany Novartis Consunmer Health, uses the mark DENAVI R
in the United States on a prescription antiviral
medi cation for the treatnent of cold sores. The DENAVIR
mar k has been used in the United States since Decenber
1996. It was originally used by Sm thKline Beecham

p.l.c. The product is sold in the formof a cream and

10
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its active ingredient, penciclovir, penetrates the skin
to target the infected cells and attack the herpes
sinplex type 1 virus, and al so blocks the virus from
replicating.

Approximately 40 mllion Anericans suffer fromcold
sores each year; the consuners for opposer's product are
both men and wonmen, age 18 and above. In its website
(www. denavir.com and ot her advertising and pronotional
mat eri al s, opposer advises sufferers of cold sores to see
their doctor or dentist for a diagnosis, since the
DENAVI R product is sold only by prescription. The
medi cal personnel who prescribe DENAVIR nedication are
primarily OB/ GYN' s, dermatol ogists, prinmary care
physi ci ans and denti sts.

Until Septenber 10, 2002, DENAVIR nedication was the
only FDA-approved prescription drug to treat cold sores;
as a result, opposer had 100% of the market share of FDA-
approved prescription nmedications to treat this problem

Opposer sells its DENAVIR product primarily to drug
whol esal ers, who then sell to retail pharmacies. It also
sells its product through hospitals, long-termcare
facilities, and mail order and Internet pharmcies.

Opposer has operated the DENAVIR I nternet website

since 1999. It is directed to consuners who have cold

11
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sores and those who prescribe DENAVIR for cold sores. In
addi ti on, opposer advertises its DENAVI R nedi cation

t hrough direct-to-consumer advertising such as nmss
medi a, television and print. These advertisenents
encourage potential consuners to talk to their doctors or
dentists about the benefits of using the DENAVIR product
to treat their cold sores. Opposer also does nedical
pronotions, using over 1,000 conpany sales reps and 40
contract sales reps to educate prescribers about the
benefits of the DENAVIR product. Opposer's reps contact
approxi mately 40% of primary care physicians. Doctors
and dentists are often given single-use sanples to give
to their patients, with approximately 1.5 mllion sanples
havi ng been given to physicians in both 2001 and 2002.
Opposer al so planned to | aunch patient education
brochures through direct mail in 2003.

Applicant filed its application based on an
intention to use the mark, and has not filed an amendnent
to all ege use. However, its responses to discovery
requests state that is now using the mark DERVAVIR in the
United States in connection with its research and
devel opnent activities relating to its vaccine for HV
infection. Applicant expects that its vaccine will be

avai l abl e only through physicians, and the ultimte

12
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customers will be people infected with H'V. Applicant's
mar ket research indicates that customers m ght pay
$8, 000- $10, 000 per year for treatnent.

Priority is not in issue, in that opposer has mde
of record status and title copies of its pleaded
registrations for DENAVIR  King Candy Conpany v. Eunice
King’s Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA
1974). See, for exanple, Registration No. 2,139, 789,

i ssued February 24, 1998 for "preparations for the
treatment of cold sores and rel ated skin disorders”
Regi stration No. 2,139,703, issued February 24, 1998 for
"phar maceuti cal preparations, nanely, antivirals.”

Qur determ nation of the issue of |ikelihood of
confusion is based on an analysis of all of the probative
facts in evidence that are relevant to the factors set
forth inInre E. |I. du Pont de Nemours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). See also, In re Majestic
Distilling Conpany, Inc., 315 F.3d 1311, 65 USPQ2d 1201
(Fed. Cir. 2003).

Opposer's mark is DENAVIR; applicant's mark is
DERMAVIR. The simlarities in appearance are obvious.
Both begin with the letters "DE" and end with the letters
"AVIR." The only differences in the mark, the letter "N

in opposer's mark and the letters "RM' in applicant's

13
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mark, are buried in the center of the marks. And even
the letters which are different |look simlar, at least in
terms of the "N' and "M ™"

The pronunciation of the marks is also simlar.
Al t hough there is no correct pronunciation of an invented
term as these marks appear to be, they are likely to be
pronounced in a simlar manner, both having three
syl l ables with an accent on the first syllable. Both
al so begin with the "DE" sound, and end with the "AVIR"
sound. The simlarities in pronunciation between "M and
"N' are obvious. Although there is no "R' sound in
opposer's mark, this letter conveys a "soft" sound which
is not enphasi zed when applicant's mark i s spoken.

Wth respect to the connotation of the marks, the
evi dence shows that "VIR, " with which both marks end,
i ndicates an antiviral substance. See USP Dictionary,
2002 (Exhibit J to opposer's notice of reliance)). The
third-party registrations submtted by applicant for
various "VIR' marks reinforce that "VIR' has such a
meani ng. See, for exanple, COMBIVIR for “anti-viral
phar maceuti cal preparations and substances” (Reg. No.
2,158,546); DOCOSAVIR for "jojoba plant extract used to
hel p all eviate synptons associated with envel ope virus

infections" (Reg. 2,586,423); and EPIVIR for

14
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"pharmaceuti cal preparations, nanely anti-infectives,

anti biotics and anti-bacterials."*

Third-party
registrations are probative to the extent that they serve
to suggest that the "VIR" portion of the various marks,

i ncl udi ng opposer's and applicant's, convey their

di cti onary neaning. See Tektronix, Inc. V. Daktronics,
Inc., 187 USPQ 588 (TTAB 1975).

The presence of this element in both marks woul d
not, alone, be sufficient to find a |likelihood of
confusion; however, the overall simlarities in
appearance and sound between the marks is far greater
than the fact that both include "VIR " In this
connection, we note that the only third-party
registrations submtted by applicant for a "VIR'" mark
that begins with the letter "D' are DOCOSAVIR, nentioned
above, and DOXOVIR (Reg. No. 2771047).° MNbreover
opposer's witness testified that she was unaware of any

ot her trademarks for pharmaceuticals that begin with the

letter "D' and end with the letters "VIR "

“ In addition to the third-party registrations, applicant also

submtted a significant nunber of third-party applications.
Such applications have limted probative value, show ng only
that the applications were filed.

> This mark was the subject of an application at the tine
applicant filed its notice of reliance, but has since been
regi stered.

15
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Al t hough we take judicial notice that "DERMA," which
forms the beginning of applicant's mark, may have the
meani ng of "a layer of skin,"® there is nothing in the
record to indicate that this would be the connotation
accorded to applicant's mark because of the goods on
which it is used. Thus, with the exception of the "VIR"
suffix, we nmust assune that both opposer's mark and
applicant's mark have arbitrary connotations.

We therefore find that the factor of the simlarity
of the marks favors opposer. We further find that there
is no evidence of use of simlar nmarks on sinm|ar goods,
the nmere fact that other marks include the element "VIR
not being sufficient to show that such third-party marks
are simlar.” Thus, this factor, too, favors opposer.

Turning to the goods, opposer's registrations for
DENAVI R i ncl ude goods identified sinply as

"pharmaceuti cal preparations, nanely antivirals." These

® The American Heritage Dictionary of the English Language, ©
1970) .

" The third-party registrations submtted by applicant are not

evi dence that the marks shown therein are in use. However, in
its responses to applicant's requests for adm ssions, opposer
has admitted third-party use of, inter alia, IMMWIR for a
herbal and nutritional supplenment, NORVIR for an inhibitor of
H V protease, RETROVIR for a pyrim di ne nucl eosi de anal ogue
active against HYV, EIPIVIR a synthetic nucl eosi de anal ogue
with activity against H B and hepatitis B virus; COVBI VIR for
synt heti c nucl eosi de anal ogues with activity against HV, and
TRI ZI VIR for synthetic nucl eosi de anal ogues.

16
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registrations do not limt opposer's goods to antivirals
used for any particular purposes. Simlarly, applicant's
application is not limted to vaccines for the prevention
of any particular ailnment; the identification is sinply
for "vaccines and vacci ne adjuvants."® Thus, any
di stinctions between the actual uses to which opposer
puts its antiviral preparations and applicant puts its
vaccines is of no monment. It is well established that
t he question of |ikelihood of confusion nmust be
det erm ned based on an analysis of the mark as applied to
t he goods and/or services recited in applicant's
application vis-a-vis the goods and/or services recited
in an opposer's registration, rather than what the
evi dence shows the goods and/or services to be. Canadi an
| rperi al Bank of Commerce v. Wells Fargo Bank, N. A, 811
F.2d 1490, 1 USPQ2d 1813 (Fed. Cir. 1987).

Opposer has shown that there is a clear connection
bet ween antiviral preparations and vaccines. First,
vacci nes are generally made of viruses which have been
weakened or killed. See Exhibit |I to opposer's notice of

reliance. Second, antivirals and vacci nes are both used

8 Adjuvants are chenical s which enhance the antigenicity of

ot her biochem cals, and therefore the inclusion of adjuvants in
vaccines greatly increases the effectiveness of the vaccine.
See Atlas, Mcrobiology, © 1984, Exhibit | to opposer's notice
of reliance.

17
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in the fight against viral diseases. For exanple, an
article in the Septenmber 18, 2002 issue of "Vaccine
Weekl y" di scusses the costs and benefits of flu

vacci nation and treatnment of patients with antiviral

medi cation. An article in the June 12, 2002 issue of the
same publication specul ates about a vaccine-antiviral
combi nati on which could be used to break i mrune tol erance
in humans infected with hepatitis B virus. Third,
conpani es are engaged in devel opi ng and manufacturing

both antivirals and vaccines. A July 31, 2002 article

from PR Newswi re reports on Panacos Pharmaceuticals, "a
privately held antiviral drug and vaccine devel opnment
conpany."” In addition, an August 6, 2002 article from PR

Newswi re reports on the biopharmaceutical conpany,
Novavax, Inc., stating that its products "include certain
hormone, anti-bacterial, and anti-viral products and
vacci ne adjuvants.”

It is not necessary that the goods of the parties be
simlar or conpetitive, or even that they nove in the
sane channels of trade to support a holding of I|ikelihood
of confusion. It is sufficient that the respective goods
of the parties are related in sonme manner, and/or that
the conditions and activities surrounding the nmarketing

of the goods are such that they would or could be

18
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encountered by the same persons under circunmstances that
coul d, because of the simlarity of the marks, give rise
to the m staken belief that they originate fromthe sane
producer. In re International Tel ephone & Tel egraph
Corp., 197 USPQ 910, 911 (TTAB 1978). In this case,
because of the close relationship between antivirals and
vacci nes, their use in fighting the sane ill nesses,

i ncludi ng their possible conbined effect in such
treatment, and their devel opment by the sane conpani es,
we find that the parties' goods are rel ated.

Accordingly, this factor favors opposer.

In ternms of classes of custonmers, both opposer's
antivirals and applicant's vaccines may be sold to
physi ci ans and to hospitals for dispensing to those
patients requiring such nedications. These sophisticated
custonmers woul d be aware of the connections between
antivirals and vacci nes di scussed above, and are likely
to believe that both products would emanate froma single
source if they were sold under such simlar marks as
DENAVI R and DERMAVI R.

Mor eover, such goods nay also be sold to the ultinmate
users as prescription drugs. That is, in fact, the way
i n which opposer's goods are sold. W also note

applicant's adm ssions that its product is intended to be

19
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made avail abl e by the prescription of a nedical
pr of essi onal, and that vaccines may be “admtted” [sic,
shoul d be “adm nistered”] orally. G ven these
adm ssions, we nmust assune that applicant's vaccines can
be prescribed for and used by the ultimte consumer.
Such consuners, although careful about the nedications
that they use, may very well confuse the source of an
antiviral sold under the mark DENAVIR and a vaccine sold
under the mark DERMAVIR, or nmmy even m srecall the nmarks,
since they are unfamliar terns. Consuners do not
necessarily have the | uxury of making side-by-side
conpari sons between marks, and nust rely upon their
i nperfect recollections. Dassler KGv. Roller Derby
Skat e Corporation, 206 USPQ 255 (TTAB 1980). A consuner
to whom applicant's DERMAVI R product has been proscribed
may well believe that the trademark is the sane as that
of the DENAVIR product that he has seen adverti sed.

Mor eover, as opposer has pointed out, there is a
concern that a pharmacist, getting a prescription over
t he phone, would have troubl e distinguishing between the
mar ks DENAVI R and DERMAVI R, or may have troubl e
deci phering the marks in a handwitten prescription.

Thus, although the opposer's and applicant's products

20
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woul d not be purchased on inpulse, we find that this
duPont factor favors opposer

There is no evidence of actual confusion, but given
that there is no real information on the extent of
applicant's use of its mark, which appears to still be in
a devel opment stage, we find that this factor is neutral.

As stated previously, we have elected not to discuss
opposer's evidence to which applicant has objected, but
we point out that if we did consider it, it would support
opposer on the factor of the strength and fanme of its
mar K.

Finally, we note the well-established principle
that, if there are any doubts on the issue of I|ikelihood
of confusion, they nust be resol ved agai nst the newconer
and in favor of the prior user. See San Fernando
El ectric Mg. Co. v. JFD El ectronics Conponents
Cor poration, 565 F.2d 683,196 USPQ 1 (CCPA 1977); Fricks'
Foods, Inc. v. The Mar-Gold Corporation, 163 USPQ 619
(CCPA 1969). Following that principle is all the nore
i nportant where the products in question are
pharmaceuticals, where it is inperative that even a
slight possibility of confusion should be avoided. 1In re

Merck & Co., Inc., 189 USPQ 355 (TTAB 1975).

21



Qpposition No. 91124457

In view of the foregoing, we find that opposer has
established that if applicant were to use DERMAVI R on
vacci nes and vaccine adjuvants, it would be likely to
cause confusion with opposer's mark DENAVIR for
antivirals.

Deci sion: The opposition is sustained.
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