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for "bicycles; bicycle parts, nanely, bicycle frames, handl ebars,
forks, stens, bicycle safety pads, [and] racing nunber plates."?
Asiana International Co., Ltd. has opposed registration
on the ground of priority of use and likelihood of confusion. In
particul ar, opposer alleges that it "is the assignee of trademark
rights in the mark DI RT MASTER and Design from Cycl e Sci ences,
Inc. ('Cycle Sciences')" and "has purchased the busi ness and
assets of Cycle Sciences"; that opposer "is the owner of the
common | aw tradenmark DI RT MASTER and Design for use in connection
wi th bicycles, bicycle franes, bicycle handl ebars, and ot her
bi cycle parts"; that opposer "is the owner of U S. Application
No. 75808273 for the DI RT MASTER and Design trademark for use in
connection wth bicycles; bicycle frames; bicycle parts, nanely
wheel s, brakes, chains, handl ebars, and saddl es; [and] bicycle
accessories, nanely bicycle punps, bicycle racks for vehicles,
and saddl e covers for bicycles"; that opposer's "conmon | aw
trademar k has acquired extensive fame and notoriety in the United
States"; that opposer "has used the mark DI RT MASTER and Desi gn
since Decenber 1, 1997 in connection with the sale of bicycles,
bi cycl e parts, and bicycle accessories”; that such use "has been
valid and continuous"; that applicant's "actual date of first
use" of his mark "is a date after Decenber 1, 1997" rather than
the date of Septenber 11, 1973 which applicant alleges in his
opposed application; and that applicant's mark "so resenbl es

Opposer's mark as to cause confusion, m stake, and deception.”

1 Ser. No. 75785132, filed on Septenber 20, 1999, which alleges a date
of first use anywhere and in commerce of Septenber 11, 1973. The word
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As additional grounds for opposition, opposer alleges
fraud and abandonnent in that applicant's mark "was applied for
in bad faith with know edge of Qpposer's prior and superior
rights”; that applicant "knew he did not own any rights in or to
the mark for which he seeks registration, but, neverthel ess
al | eged ownership of the mark and swore that no one el se had the
right to use the sanme or simlar mark in commerce"; that while
applicant "swore that his date of first use of the nmark was in
1973, ... Applicant knew he had ceased use and abandoned the nmark
several times since 1973 and that his actual date of first use of
the mark was after Decenber 1, 1997"; and that applicant "has
abandoned his rights in the DIRT MASTER and Desi gn trademark"” in
that applicant "has ceased using the mark and acted in a manner
denonstrating an intent not to resunme use."

Applicant, in his answer, has denied the allegations
set forth in the notice of opposition.

The record consists of the pleadings; the file of the
opposed application; and, as opposer's case-in-chief, the
testimony of applicant, Mchael L. Devitt, and a notice of
reliance on applicant's answers to opposer's first set of
interrogatories, applicant's answers to opposer's first set of
requests for adm ssions, and certain docunments consisting of
copi es of a manual or book and vari ous magazi nes on the subject

of bicycle notocross ("BMX").2 Applicant, however, did not

"DIRT" is disclained.

2 Qpposer, with its notice of reliance, also submitted and seeks to
rely on the docunents produced by applicant in response to opposer's
first set of requests for production of docunents and the declaration,
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i ntroduce any evidence at trial in his behalf. Only opposer
submtted a brief and neither party requested an oral hearing.

According to the record, in 1973 applicant began using
the mark "D RT MASTER' and design in connection with bicycle
parts and accessories while working as a sole proprietorship
under the nane of Devco Distribution, Co. Since that tine,
applicant's business under his mark has evolved into a part of
the BMX portion of the bicycle industry. Applicant has conti nued
maki ng and selling bicycle parts and accessories under such mark,
either as a sole proprietorship or while al so enpl oyed by various
conpanies in the bicycle field. Those firns have included SE
Raci ng, a conpany which he and one of his sons restarted in 1989
and, two years later, changed the nane thereof to Sports

Engi neering, Inc. ("Sports Engineering"). Approximately two

with an attached document entitled "ASSI GNVENT OF ALL ASSETS, " of Shin
Peng Lee. It is pointed out, however, that under Trademark Rul e
2.120(j)(3)(ii), "[a] party which has obtained docunents from anot her
party under Rule 34 of the Federal Rules of G vil Procedure may not
make the docunments of record by notice of reliance alone, except to
the extent that they are admi ssible by notice of reliance under the
provi sions of 82.122(e)." Since the exception provided by the latter
pertains, in pertinent part, only to the introduction by notice of
reliance of "[p]rinted publications, such as books and peri odicals,
[which are] available to the general public in Iibraries or of genera
circul ati on anong nenbers of the public or that segment of the public
which is relevant under an issue in a proceeding,” materials such as

i nvoi ces and advertising literature are not proper subject matter for
a notice of reliance and therefore do not formpart of the record
herein. As to the declaration, which seeks to authenticate the
document attached thereto, the adm ssibility thereof is governed by
Trademark Rule 2.123(b), which specifies in relevant part that, "[b]y
written agreenent of the parties, the testinony of any w tness or

w tnesses of any party, may be submtted in the formof an affidavit
[or declaration] by such witness or witnesses." Inasnuch as such

evi dence is not proper subject matter for introduction by neans of a
notice of reliance, it forms no part of the record herein. W hasten
to add, however, that even if the evidence which is not properly of
record herein were to be considered, the result in this proceedi ng
woul d be the sanme since, for instance, such evidence does not serve to
establ i sh opposer's standing or its priority.
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years | ater, Chinese investors from Tai wan bought out the
original investors in such conpany and acquired a majority stock
ownership interest therein, with applicant retaining a mnority
stock ownership interest (which was w thout any financi al
control). Shortly thereafter, which was around 1994, such

i nvestors formed a new conpany called Cycle Science, Inc. ("Cycle
Science"), with applicant retaining a minority stock ownership
interest therein and acting as product devel opnment nanager, shop
manager and general nanager.3 Applicant continued in such
capacity until the fall of 1999, when the mgjority ownership
investors informed himthat they were selling Cycle Science and
that, since his services were no |onger needed, his enploynent
was term nated as of Septenber 1999.

Wil e applicant, after his enploynent was term nated,
associ ated hinself with another bicycle industry veteran and
attenpted to purchase Cycle Science, such offer was refused.
Appl i cant, however, also nmade an offer to purchase the existing
shop equi pnent from Cycle Science, which offer was accept ed.
Thereafter, from about January 2000, applicant operated as a sole
proprietorship under the nane "Dirt Master" until, in My 2001,
he incorporated his business, which according to his testinony is
currently known as Alliant Bicycle Co., Inc. Applicant
consequently denies that all of the assets of Cycle Science were

pur chased by opposer, Asiana International Co., Ltd. and further

3 1n addition, at one tine applicant served as a vice president of such
corporation and, at another tinme, served as its secretary.
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deni es that the assets which opposer did purchase from Cycl e
Science included rights to the "D RT MASTER' mark.
Applicant created the "DIRT MASTER' mark with the
i ntent of developing a mark which conveyed the idea of dirt being
fun in the sense that the mark was to be used on a product that
all ows the user thereof to be a master of the dirt. Applicant
first used such mark in 1973 in connection with bicycle
handl ebars, grips, nunber plates, stens, apparel itens, fenders
and safety pads, and expanded use thereof to bicycle forks in
1974 and bicycle franes in 1975. Applicant has pronoted the nmark
by sponsoring riders at bicycle conpetitions and through sone
magazi ne advertising and displays at trade shows. Applicant,
begi nning in 2000, has al so used the mark in connection with
services which he offers to schools and school districts and
whi ch feature performances by professional bicycle riders that
encourage a clean and drug-free lifestyle. Applicant uses and
has used the "DI RT MASTER' and design mark by applying it to
stickers affixed to his goods and, in some instances, has
packaged his products in bags with header cards bearing the mark.
Custoners for applicant's "D RT MASTER' products are
i ndependent bicycle retailers, although the end users of his
goods are kids who like to ride bicycles. Oiginally, applicant
sold his products froma van to bi ke shops in Los Angel es County
and areas of California north thereof, while another person, who
|ater lost interest after a couple of years, sold applicant's
goods in a territory ranging from Orange County and areas of

California south thereof to Arizona and sout hern Nevada,
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i ncludi ng Las Vegas. At present, however, applicant sells his
goods only by tel ephone. During the first few years in which he
sold his "D RT MASTER' bicycle parts, applicant spent around
$5,000 a year to advertise or otherw se pronote his goods.
Thereafter, he spent very little on advertising and pronoting
such products until the years 2000 and 2001, in which he spent
approxi mately $20, 000 annual |y on advertising and pronoti on.
Gross sal es of such products during those years have been in the
range of approximately $20,000 to $30, 000 per year. Although
previ ous sal es have varied from"very strong” (i.e., in the range
of thousands of units of handl ebars, nunber plates and safety pad
sets) in the first several years to between hundreds of units in

sonme years4 and al nbst nothing in others,> applicant naintains

4 Anong ot her things, applicant's sales declined, beginning in the late
1970s, to hundreds of units of BMX products annually as he al so becane
i nvol ved in skateboard activities. Nonetheless, because he naintained
a machi ne shop in his garage, he was able to manufacture BMX products
according to the demand therefor. Applicant, in particular, testified
that during the tine in the 1980s and 1990s that he was involved wth
SE Racing (which, as noted earlier, becane Sports Engi neering), "the
Dirtmaster stuff was kind of like ny personal thing out of the garage"
since, as to the BMX products he nmade, "it was just ... [a] few

deal ers that wanted that stuff" and no one at SE Racing objected to
his selling such goods as a sideline. (Devitt dep. at 24.)

51n particular, with respect to the period from 1989 to 1994, M.
Devitt testified as to his sales of "Dl RT MASTER' goods as foll ows:

Q Just out of [goods you made in] the garage?

A Yeah. And to be honest with you, there may be a
year or two when not hi ng happened, because it was purely
when the nood would strike ne when | would nmake this stuff
in the garage. And whenever | would make any of that stuff,
| always had a few people who would buy it. But it wasn't
like | was aggressively producing Dirtnmaster to conpete with
the stuff we were making at Sports Engi neering. .

Q Wuld it be accurate to say that maybe from' 89
to '94 there really wasn't much Dirtrmaster stuff going on
because you were involved in Sports Engi neering?
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that he has never stopped using the "D RT MASTER' mark and, in
particul ar, denies that he did not use such mark from Decenber
1994 to Decenber 1997. (Devitt dep.6 at 15.)

Appl i cant concedes, nonethel ess, that from 1997 until
1999, he permitted Cycle Science to use his "D RT MASTER' and
design mark on a tenporary basis in connection with the
manuf acturing and nmarketing of a line of bicycles. Specifically,
applicant admts that during that three-year period, Cycle
Science, with his perm ssion, sold BMX goods under such mark and
used the mark in its brochures and other literature. As evidence
of his grant of perm ssion to use the mark, applicant insists
that, while not transferring ownership thereof to Cycle Science,
he drafted and executed, on or about July of 1998, what he refers
to as a "licensee agreenent,” which is entitled "Assignnment of
Logo Useage"7 [sic] and provides in relevant part as foll ows:

|, Mchael L. Devitt, ... [d]o hereby grant

... "Non-Exclusive" rights to the use of the

"Dirtmaster” |1 ogo and i nage desi gned, owned

and used by nyself for apparel and bicycle

parts and accessories, comrencing in 1973.
Said image and logo will be used by Cycle

A There was not as nuch, yeah
(ld. at 33.)
6 The deposition repeatedly refers to the subject mark as "Dirtnmaster."”

7 Specifically, with respect to such docunent, applicant testified
t hat :

Q Do you know if it was a |icense or an assignnent?

A It was a license agreenment ... --1 drafted it
personal | y.

(1d. at 72.)
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Science Inc. for the purpose of manufacturing
and marketing a line of bicycles for the
retail deal er trade.

Thi s "Non- Excl usive" right will be granted
for a period of one (1) year with automatic

one (1) year renewals, except for the
fol | ow ng:

e The Dirtnmaster |ogo shall revert back to
Devitt (myself) upon any change in
ownership[,] dissolution of the

corporation, or ny separation or renoval
fromthe corporation for any reason.

e Al rights to this logo are to be
i nherited by my sons, Robert and Matthew
Devitt[,] upon ny death. Any
consi deration received for said | ogo and
i mage use after ny death is also to be
paid directly to them
Because, as noted previously, applicant was term nated
by Cycle Science in Septenber 1999, the right of Cycle Science to
use applicant's mark term nated, according to applicant, either
in Septenber 1999 or, as applicant also testified, by the end of
Decenber 1999. Applicant, in view thereof, orally informed the
board of directors of Cycle Science that such conpany could no
| onger use the mark and that he would be using it for his own
busi ness in a manner consistent with how he had been using it
since 1973. Anobng other things, he enphatically testified that:

Q After you got your [discharge]
notice [from Cycle Science] did you tel

them "I'mtaking my stuff with ne"? "Taking
my Dirtmaster mark, |'mtaking these other
mar ks" - -

A Absol ut el y--no, the other marks
didn't. They weren't mne. They belonged to
Cycl e Sci ence.

Q So you told themyou were taking
the Dirtmaster mark.
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A No question about it.

(1d. at 62.)

Sci ence,

manuf act uri ng,

However, during the tine he was enployed at Cycle

applicant "was really responsible for all of t

virtually all of the product devel opnent and design."

46.) According to applicant,

conpany that everybody wore multiple different hats.”

49.) But,

he had transferred his rights in the "D RT MASTER' mark

Sci ence,

his answer was a categorical denial:

. At some point you transferred your
rights to the Dirtmaster mark to Cycle
Sci ence.

A That never happened.

(Id. at 41.) Instead, according to applicant, the only

he

a heck of a lot of the marketing decisions, and

(ld. at

Cycl e Science "was such a snal

(ld. at

when specifically asked during his deposition whether

to Cycle

mar ks

that were transferred to Cycle Science were six or seven other

mar ks, including "SE RACING " "LANDI NG GEAR, " "PK RI PPER, "

" QUADANGLE, " " TEAM PRODUCTS" and "FLOVAL FLYER' but not

i ncl udi ng

"DI RT MASTER," which were transferred from Sports Engi neeri ng.

In particular, he adamantly testified with respect ther

Q Who created the other trademarks,
the SE Raci ng, Landing Gear?

A Me.
Q All these other ones?

A Mysel f and Scot [Breithaupt at
Sports Engi neering].

Q Were there |licenses for these narks
that you gave to Cycle Science?

10

eto that:
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A No. No. They were the property of
Sports Engineering, Inc., and they becane the
property of Cycle Science when they took over
everything from Sports Engi neering, Inc.

Q Wiy didn't Dirtmaster do the sane

thing? Wy --
A It was never part of Sports
Engi neering fromthe get-go. It was never

part of SE Racing. It was a totally separate
entity. It had nothing to do with it. .

(ILd. at 51-52.) Nevertheless, Cycle Science was permtted by
applicant to use the "DI RT MASTER' mark, as noted previously,
"when we decided to build this hard-core off-road product |ine."
(Id. at 45.) Specifically, "around ... md- to late '97," Cycle
Sci ence decided "to create a product line that woul d be hard-core
dirt junping, street-thrashing bikes" and that such line "would
be Dirtmaster bikes." (1d.)

As to the marks acquired by Cycle Science from Sports
Engi neering, applicant indicated that, sonetinme in 1997, the
maj ority stockholders in Cycle Science "knew that sone of the
trademar ks were vul nerabl e, because they weren't formally
regi stered,"” and that, as to "a couple of them that had been
registered, "the tine was going to expire." (lLd. at 52.) Wth
respect thereto, applicant further stated that:

And | found out about themhiring this

[ patent attorney] guy and doing this after

the fact, when they had already done it.

C. And ultimately there was sonme glitches,

and they asked ne about it and had nme contact

this attorney who was really--just a

wort hl ess pea brain as a patent attorney, to

tell you the truth. But | had to really jack

himup to get himto do the work and get it

done in a tinely fashion and do all that
stuff.

11
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| can't renmenber his name right now, but
that involved the marks SE Racing, PK Ripper,
Landi ng Gear, [and] | believe Quadangl e were
the marks that they instituted the action to
get that taken care of. .
It happened wi thout any consultation
with me of any kind .... And then because
the guy was dragging his feet, | had to build
a fire under himto get it done, bl ah-blah-
bl ah.
So ... | got to believe if they thought
they owned that [Dirtmaster] mark or
what ever, that they would have certainly done
the sane thing with that mark, and they
didn't.
(ILd. at 52-53.) As to why applicant had not previously sought to
regi ster the mark which is the subject of this proceeding,
applicant specifically testified that:

Q Way didn't you trademark the
Dirtmaster mark at any tinme?

A | didn't need to.
Q Wy not ?
A VWiy? It was never chall enged.

Nobody ever gave nme a hard tine about it. |

had used it since 1973.

(1d. at 53.)

Al t hough applicant also testified that during the tine
he worked at Cycle Science "I never did not nake bi ke parts out
of ny garage" (id. at 46) since "l still had a lathe and a m ||
in ny garage" (id. at 47) with which to produce such goods, he
added that the parts he nmade consisted of just "a few handl ebars”

and "a few forks," with "a few' being a "[v]ery small nunber"

(e.g., "[p]robably 20, 30 forks"). (lLd.) Wile applicant sold

12
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sonme of those goods and gave away others, he further testified as
fol |l ows:

Q Were they Dirtmaster stuff or just
your stuff?

A Just nmy stuff. They didn't have a
Dirtmaster |abel on them as | recall.

Q [In] 1997, Cycle Science starts
using Dirtmaster. That was the first tine
Dirtmaster had been used for maybe three to
five years?

A That's conceivable. | can't verify
t hat .

(Id.) Applicant also testified, with respect thereto, that:

Q You sai d before you were al ways
maki ng stuff out of your garage. Wre you
maki ng Dirtmaster product out of the garage
during the tinme that Cycle Science was using
the Dirtmaster mark?

A No.

Q So from'97 until at |east Cycle
Sci ence- -

A St opped.

Q --stopped, you weren't nmaking

Dirtmaster stuff.

A No. No. W were naking it at
Cycl e Sci ence.

Q At Cycl e Science.
A Yeah.
(lLd. at 60-61.)
According to applicant, the first products which Cycle
Science made with the "DI RT MASTER' and design mark attached
thereto "were probably franes and forks." (lLd. at 48.) In any

event, while produced by Cycle Science, the product which it sold

13
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with the "DIRT MASTER' and design mark thereon was essentially
"100 percent” the design or invention of applicant. (lLd. at 60.)
Applicant received no royalties from Cycle Science for the use of
such mark, however, testifying that:
Q So you said earlier that you
provi ded Cycle Science with a nonexcl usive
license. Did they conpensate you in any way
for that?
A No. | didn't want anything for
that. We were ... going to nake Dirtnmaster
stuff, and | was thrilled to death to do it.
(Id. at 54.) Nonetheless, there is no indication in the record
as to the volune of sales by Cycle Science of "D RT MASTER'
bi cycl es and bicycle parts during the years from 1997 to 1999
and, according to applicant, it only advertised such products
once in that period of tine and did not otherw se pronote the
mar k. Such | ack of advertising and pronotion, in applicant's
opi nion, was the principal reason for the ultimate failure by
Cycl e Science to achi eve market pl ace success in the bicycle
i ndustry and its business decision to discharge its enpl oyees,
i ncl udi ng applicant.
Mor eover, when specifically asked as to whether Cycle
Sci ence was subsequent|y bought out by opposer, applicant stated
initially that the buyers thereof were the individual Chinese
investors in Cycle Science, testifying as foll ows:
Q Who bought out Cycle Science? Wo
purchased at | east the assets of Cycle
Sci ence?
A. You'll have to ask the Chinese.

It's ... the Lees. Elsa Huang is M chael
Lee's wife. Asiana International is her

14
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little trading conpany that she has next door

to their house in Feng Yeng ....
(Id. at 61.) \Wen particularly asked, however, about opposer and
an unspecified docunent, which presumably nentions opposer even
t hough the docunent was never identified and introduced as an
exhibit to the deposition, applicant further testified that:

Q .. Is it fair to say that the
entity that bought out Cycle Science is

Asi ana?
A | don't know. And |I'm being 100
percent candid about that. It says Asiana,

but how do I know? What docunentation is
there? What kind of anything is there? |
don't know.

Q For the purpose of these--
A | don't know whether it's Sunri se.

| don't know whether it's the Lee famly. |

don't know if it's Elsa Huang. | don't know

if it's Asiana International Limted. |

don't have a cl ue.

(Id. at 66.)

In addition, while no purchase agreenent or other
docunent purporting to transfer any ownership interest in the
mark "DI RT MASTER' from Cycle Science to opposer was ever
properly made of record, applicant testified as follows that he
had no know edge wth respect thereto:

Q The purchase of Cycle Science

assets, the docunent that is the actua

purchase agreenent, carves out the Dirtnaster

mark, is that correct, as to your know edge?

A To nmy know edge, | never saw a

docunent that--you're saying the purchase of

Cycl e Science of--excuse ne. Rephrase the

question. What was it? | mssed it.

Q The purchase of Cycle Science
asset s- -

15
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A By ?

Q Asi ana, who we're referring to
ri ght now.

A That document | have never seen

(ILd. at 69-70.) However, while acknow edgi ng that ownership of
the "DIRT MASTER' mark is disputed, applicant maintains that he
is the only person presently using such nmark in the bicycle
i ndustry:
Q At some point you nentioned that
there was a di spute between yourself and
soneone el se concerning the Dirtmaster mark
and who owned it. Wo was the soneone el se
t hat your dispute--
A That woul d have been El sa Huang or
t he ot her stockhol ders who were al ways
represented by El sa.
Q And did you request that any
purchase of Cycle Science's assets explicitly
exclude the Dirtmaster mark?
A No. To my know edge, no.
Q These are tough questions. Do you
know i f anyone else is using the D rtmaster
mar k today, other than yourself?

A. Not in the bicycle industry.

. Do you know if Asiana is using the
D rtmaster mark?

A To ny know edge, no.
(Id. at 70-71.) Applicant's current use of the "D RT MASTER'
mark is in connection with "[c]onplete bicycles, bicycle franes,

bi cycle forks, [and] apparel itenms." (l1d. at 74.)

16
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Turning first to the issue of abandonnent (since
opposer devotes alnost all of its brief thereto), opposer
mai ntains that, as to "the mark 'Dirtmaster and Design' (the
" Subj ect Mark')"™ which applicant seeks to register "for use in
connection with bicycles and bicycle parts,” "it is Opposer, not
Applicant, who owns all right, title and interest in and to the
Subj ect Mark and has priority with respect to the Subject Mark."
Qpposer, in particular, asserts in its brief that, according to
t he record:

Applicant used the term"Dirtmaster” in
connection with the sale of bicycle parts on
an intermttent and sporadic basis from 1973
t hrough 1989. The evidence in this case
shows that Applicant stopped using the
Dirtmaster term altogether in 1989.
Thereafter, in 1994, Applicant becane
enpl oyed by a conpany call ed Cycl e Science
C. On or about Decenber 1, 1997, the Cycle
Sci ence corporate entity began using the
Dirtrmaster mark in connection with the offer
for sale and sale of [bicycle] products ....
On Cctober 1, 1999, Cycle Science--which on
that date owned all rights to the Dirtmaster
mar k- - assigned all right, title and interest
in and to the Subject Mark to Qpposer.

Applicant's enploynment with Cycle
Science was termnated in early Septenber

1999. [Subsequently,] ... Applicant in his
i ndi vidual name filed the application that is
the subject of this proceeding .... However,

as shown by the evidence, Applicant did not
own any rights in or to the Subject Mark at
the tine he filed his application ....

| nst ead, because of its exclusive and

conti nuous use of the Subject Mark from and
after Decenber 1, 1997, Cycle Science owned
all rights to the Subject Mark in Septenber
1997. Those rights then were assigned to
Opposer on Cctober 1, 1999. Consequently,
Qpposer owns all right, title and interest to
t he Subject Mark and has priority with
respect to such mark[.]

17
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Rel yi ng, further, upon Section 45 of the Trademark Act, 15 U S.C
81127, which in relevant part provides that "[n]onuse for three
consecutive years shall be prim facie evidence of abandonnent™
of a mark, and insisting that "[h]ere, Applicant's own testinony
establishes that he did not use the Subject Mark for a period of
five years, from 1989 through 1994" (underlining in original),
and that "[i]n fact, it was not until 1997 when the Subject Mark
was used agai n--but by Cycle Science, not Applicant," opposer
"submits [that] the only conclusion possible on the evidence here
is that Applicant |ong ago abandoned any rights he may have had
individually to the Subject Mark."

Contrary, however, to opposer's contentions, it has not
only failed to denonstrate a prinma facie case of abandonnent of
the "DI RT MASTER' and design mark by applicant, but it has failed
to establish its standing to bring this opposition on any ground,
i ncl udi ng abandonnment. As to the former, it is settled that
"[ a] bandonnent, being in the nature of a forfeiture, mnmust be
strictly proved.” Wall paper Manufacturers, Ltd. v. Crown
Wal | covering Corp., 680 F.2d 755, 214 USPQ 327, 332 (CCPA 1982).
Moreover, with respect to use of a mark, "[t]here is ... no rule
of law that the owner of a trademark nust reach a particul ar
| evel of success, neasured either by the size of the nmarket or by
its own |level of sales, to avoid abandoning a mark." Person's
Co. Ltd. v. Christman, 900 F.2d 1565, 14 USPQ2d 1477, 1481 (Fed.
Cr. 1990) [intermttent sales and small inventory do not
necessarily inmply abandonnent]. Here, applicant's uncontroverted

testinmony is that he has continuously used the mark "DI RT
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MASTER, " including the logo formof the mark, i.e., "D RT MASTER'
and design which he seeks to register, in connection with BMX
bi cycl e products which he made and sold from 1973 until sonetine
in 1994 when he began his enploynment with Cycle Science.
Applicant, noreover, did not testify, as asserted by opposer,
that he had ceased use of such mark during the period from 1989
until sonetinme in 1994 when he worked at first SE Racing and then
at Sports Engineering; rather, his testinony was that he sinply
had fewer sales of "D RT MASTER' bicycle products than he had
been doing previously ("[t]here was not as nuch, yeah"). (ld. at
33.)

As to the three-year period spanning the years from
Decenber 1994 to before the commencenent of use by Cycle Science
of the "DIRT MASTER' mark in Decenber 1997, applicant has
specifically denied that he did not use such mark during that
time frane.8 Moreover, his adm ssion that he was not personally
maki ng and selling bicycle products under the "Dl RT MASTER' mark
was solely as to the time, beginning in late 1997, that Cycle
Sci ence was using such mark. The record is clear, however, that
the use of the "DIRT MASTER' mark by Cycle Science was with
applicant's express perm ssion and, as of about July of 1998, was

pursuant to a non-exclusive, annually renewabl e and royalty-free

8 While it is noted that, as indicated earlier, applicant testified
that it was "conceivable" (id. at 47) that the mark had not been used
for three to five years prior to the first use thereof by Cycle
Science, it is clear from his further testimony that he simply does
not have any documentation which could corroborate whether he was or
was not using the mark during such time frame even though he maintains
that he did not cease use thereof.
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license fromapplicant to Cycle Science covering the use of the
"Dl RT MASTER' and design mark in connection with, inter alia,
bi cycl e parts and accessories and the manufacturing and marketing
of aline of bicycles for the retail dealer trade.

In view thereof, and inasmuch as there is nothing which
i ndicates that applicant failed to nmaintain control over the
nature and quality of the goods produced and sold by Cycle
Sci ence under the "DIRT MASTER' mark and logo, it is plain that
the use by Cycle Science inured to the benefit of applicant in
his individual capacity. See Section 5 of the Trademark Act, 15
U S.C. 81055. Indeed, according to applicant, he was the one at
Cycl e Science who "was really responsible for all of the
manuf acturing, a heck of a |ot of the marketing decisions, and
virtually all of the product devel opnment and design” (id. at 46)
concerning Cycle Science's use of the "D RT MASTER' mark and
| ogo. There sinply is no proof of a three-year period of nonuse
of such mark and | ogo by applicant and, thus, opposer has failed
to denonstrate a case of prima facie abandonnment by applicant.?®
See Section 45 of the Tradenmark Act, 15 U. S.C. 81127; and
Stockpot, Inc. v. Stock Pot Restaurant, Inc., 220 USPQ 52, 59
(TTAB 1983) ["the inference of abandonnent is not drawn ...
[ where] satisfactory quality was maintai ned, and, hence, no

deception of purchasers occurred"], aff'd, Stock Pot Restaurant,

9 Even if, however, there had been proof of nonuse of the mark by
applicant for a three-year period prior to the resunption of use

t hereof by Cycle Science in Decenber 1997, such use by Cycle Science
inured to applicant's benefit, as noted above, and is prior to any
al | eged succession by opposer to any asserted rights in the mark by
Cycl e Sci ence.
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Inc. v. Stockpot, Inc., 737 F.2d 1576, 222 USPQ 665 (Fed. Cr
1984) .

Furthernore, even if a case of prima facie abandonnent
had been shown, opposer would still not be entitled to relief on
such ground, or on any of the other pleaded grounds for
opposition, inasnmuch as it has not shown a direct comrercial or
other real interest that it believes will be danmaged by the
regi stration which applicant seeks and, thus, has failed to
establish its standing to bring this proceeding. See, e.q.,
Cunni ngham v. Laser Golf Corp., 222 F.3d 943, 55 USPQd 1842,
1844 (Fed. Cir. 2000); and Young v. AGB Corp., 152 F.3d 1377, 47
UsPd 1752, 1754-55 (Fed. Gir. 1998). |In particular, there is a
failure of proof that opposer, as alleged in the notice of
opposi tion, succeeded to any interest which Cycle Science nay
have had in the "DIRT MASTER' mark. That is, contrary to the
argunment in its brief, opposer has failed to establish by a
preponderance of the evidence that Cycle Science had any rights
in the "DIRT MASTER' mark, either as the owner and/or user
t hereof , which were subsequently acquired by opposer on or about
October 1, 1999 and continued to subsist. Instead, the record
shows that, by either Septenber 1999 or no | ater than Decenber
1999, the right to use such mark by Cycle Science had reverted,
pursuant to the |license agreenent with applicant, back to
applicant following the termination of his enploynent with Cycle
Science in Septenber 1999. Furthernore, aside fromthe fact that

opposer failed to properly nmake of record a purported assignnent,
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as of COctober 1, 1999, from Cycle Science to opposer of the
former's alleged ownership of the "DIRT MASTER' mark, it is

poi nted out that even if such an assignnment had been properly
introduced, the record is clear that at all relevant tines since
1973, ownership of such mark has been by applicant rather than SE
Raci ng, Sports Engi neering or Cycle Science.

Specifically, the record is plain that applicant never
transferred his ownership of the "D RT MASTER' mark, i ncluding
the logo formthereof, to Cycle Science ("[t]hat never happened”
(id. at 41), according to applicant's testinony); that applicant
only licensed the use thereof to Cycle Science; and that, upon
the term nation of his enploynment with such conpany in Septenber
1999, the use of the "D RT MASTER' mark reverted back to
applicant as the owner thereof. Furthernore, the record reveals
that SE Racing, which |ater becane Sports Engi neering, had no
ownership rights therein which were transferred to Cycle Science
upon the formation of Cycle Science in 1994; that applicant does
not know who purchased any assets (other than shop equi pnent,
whi ch he and anot her bicycle industry veteran bought) of Cycle
Sci ence; and that applicant in any event denies that any assets
whi ch opposer may have purchased from Cycl e Science included
rights to the "DIRT MASTER' mark. Thus, opposer has failed to
establish its standing to bring this proceedi ng on any ground,

i ncl udi ng abandonnent.

In view thereof, it is obvious that opposer has al so

failed to denonstrate its asserted priority of use of the "D RT

MASTER" and design mark and thus the ground of priority of use
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and |ikelihood of confusion with applicant's nmark cannot succeed.
Finally, as to the ground of fraud, there is no proof whatsoever
that applicant, in connection with his involved application, nade
a knowingly false claimto be the owner of the "D RT MASTER' and
design mark or should have known that his claimof ownership

t hereof was false. Instead, as indicated previously, the record
establishes that at all relevant tinmes, applicant has in fact
been the owner of the "DI RT MASTER' and design mark with respect
to bicycles and bicycle parts, nanely, frames, handl ebars, forks,
stens, safety pads and raci ng nunber pl ates.

Deci sion: The opposition is dism ssed.
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