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Opi nion by Rogers, Adm nistrative Trademark Judge:

G rlsports Brand, Inc. [applicant], by assignnment
fromGrlsports Brand, seeks to register the mark shown

bel ow for goods identified as "clothing, nanmely T-shirts,

1 USPTO assi gnnent records, at Reel 2171, Frane 0248, indicate
t he invol ved application has been assigned fromGrlsports
Brands (a limted partnership) to Grlsports Brands, Inc.
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shorts, sweatshirts, sweatpants and caps,” in
I nternational Class 25. The application was filed July
13, 1998 and is based on applicant's allegation of its

intention to use the mark in commerce.?

A SorTS

Brarnd

Grl Scouts of the United States of Anerica
[ opposer] has filed a notice of opposition. 1Inits
noti ce of opposition, opposer asserts that it "is now
using and for many years past has used the mark
G RLSPORTS, " "for and in connection with" prograns that
pronmote "social, physical and intellectual growth and
devel opnent” of girls, as well as their "lifel ong
participation in health and fitness activities"; that it
has prior use of the G RLSPORTS mark in interstate
commerce "for and in connection" with its progranms and
"rel ated goods and services" "including but not limted

to clothing"”; that its use of the G RLSPORTS mark has

2 The application includes a disclaimer of the word BRAND.

Though the application was never anended to assert that
appl i cant had begun use of its mark in comerce, inits brief
appl i cant asserts that it began use of the mark in commerce in
Novenber 1998 and has used it continuously since then. Brief,

p. 30. The record confirnms that applicant did, in fact, receive
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been continuous; that it has al so adopted and used

"G RLSPORTS formative marks" such as G RLSPORTS 1999,

G RLSPORTS 2000, G RLSPORTS BASI CS, G RLSPORTS LEADERSHI P
| NSTI TUTE and G RLSPORTS W DER OPPORTUNI TY; that because
of "long and extensive use in comerce, the G RLSPORTS
mark ...is well and favorably known and of great value" to
opposer; that applicant's mark so cl osely resenbl es
opposer's mark that there exists a |ikelihood of
confusion, m stake or deception; and opposer asserts that
it will be damaged by issuance of a registration to
appl i cant.

In addition to this claimwhich, although opposer
does not refer to the statute, is clearly based on
Section 2(d) of the Trademark Act, opposer also asserts a
cl ai m under Section 36 of Title 36 of the United States
Code [this section now appears to be 36 U. S.C. 880305].
Speci fically, opposer asserts that 36 U S.C. 836 grants
it the "sole and exclusive right to have and to use"
certain "enbl ens and badges, descriptive or designating
mar ks, and words and phrases” both "for carrying out” its
prograns and furthering its purposes and also "in

connection with the manufacturing, advertising, and

selling of equipment and nerchandi se.” While opposer

its first order in Novenmber 1998 and has conti nuously expanded
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does not state, in its pleading, that any particular
"enbl ens and badges, descriptive or designating marks,
and words and phrases” are reserved for opposer by this
statute, it does assert that applicant's use of
Gl RLSPORTS BRAND is "in direct contravention and
derogation"” of the rights it has been granted by
Congr ess.

Applicant, by its answer, admts that opposer is a
federally chartered corporation and admts opposer's
al l egation that applicant seeks to register the
Gl RLSPORTS BRAND mark for goods identified in the
i nvol ved application. O herw se, applicant expressly or
effectively denies the allegations of the notice of
opposition. Applicant has not asserted any affirmative

def enses.

The Record

The record in this case is substantial. Each party,
for its case in chief, has taken and submtted the
testinony of five witnesses. |In addition, opposer took
and submtted the testinony of a rebuttal witness. There
are nmore than 100 exhibits introduced by the testinony of

opposer's six witnesses. There are nearly 100 exhibits

its business since then.
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i ntroduced by the testinony of four of applicant's five
Wi t nesses.®
Obj ections to Evidence
Throughout the taking of testinobny, opposer was
prolific with its objections. One or nore "ongoing" or
"continui ng" objections were interposed at the begi nning
of the deposition of each of applicant's w tnesses.
Typically, these were based on i nadequate or inproper
notice, although one asserted |ack of relevance.?’
Opposer then renewed many of its objections inits

brief, so many, in fact, that the brief includes

3 Kat hl een Abbott was one of applicant's w tnesses. Wen the
transcript of her testinony was filed under cover of the notice
of filing required by 37 CF. R 82.125(c), the words "with
exhibits"” in such notice were crossed out and initialed. The
initials appear to be those of the individual who signed the
certificates of mailing and service. The Board contacted
applicant's counsel by phone to confirmthe accuracy of the
notice of filing and that no exhibits had been filed, |eaving a
nessage on a voi ce messagi ng system Many weeks | ater,
applicant's counsel submitted a "[c]opy of certified transcript
of the testinony deposition of Kathleen Abbott, with exhibits."
The exhibits, however, are not copies of itens discussed in the
Abbott testinony and appear to be copies of the exhibits to the
testi nony of opposer's rebuttal witness. VWile the question of
whet her applicant intended to submt exhibits for the Abbott
deposition remai ns unresol ved, despite the Board's invitation to
applicant to settle it, it is clear fromour review of the
Abbott deposition that the identified exhibits, even if they had
been subm tted, would not affect our decision. This case
essentially turns on the issue of priority and the Abbott
testinony is largely irrelevant to disposition of that issue.

4 Testinony deposition of Rosalinda Vizina. Despite its view of
the testinony of this witness as irrelevant, it appears that
opposer's rebuttal witness, Panela G Saltenberger, was called
primarily to rebut the testinony of M. Vizina.
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approxi mately 20 pages of objections prefacing six pages
of asserted facts and six pages of argunent.

Fortunately, we do not need to conpare each of the
objections in the brief with the many pages of testinony
fromapplicant's witnesses, to deternm ne which objections
opposer properly raised and maintained, for few, if any
of them require resolution.

As we will discuss, infra, opposer's claimunder
Section 2(d) of the Lanham Act, 15 U.S.C. 81052(d),
| argely turns on the question of priority. Thus, a mjor
part of our analysis will focus on opposer's activities
prior to the filing date of applicant's application, and
any testinony or evidence from applicant that is
probative of applicant's pre-filing activities.

Accordi ngly, we have no need to undertake what woul d be a
| argely academ c exercise, i.e., ruling on each of
opposer's many objections to testinmony from applicant's

w tnesses that deals with applicant's activities
subsequent to the filing of its application.

There are two broader objections opposer interposed,
not inits main brief, but inits reply brief. First,
opposer conplains that applicant violated applicable
rules by taking two testinony depositions on the sane

day, but in different |ocations, specifically, in
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different states. Second, opposer asserts that the
transcript of the deposition of one of these two

wi t nesses [ Dorot hee Hutchinson] was never filed with the
Board or served on opposer.

For applicant's failure to file a testinony
deposition, opposer requests that we should "not further
hear or consider the Applicant herein.” W decline this
request. Trademark Rule 2.125(a), 37 C.F.R 82.125(a),
provides that a party's remedy when its adversary fails
to file a deposition is to request a continuance and, by
clear inplication, a ruling fromthe Board that the
deposition be filed. |If the deposing party then fails to
file and serve the transcript after having been ordered
to do so, the rule provides that the deposition may be
stricken, or judgnment may be entered agai nst the refusing
party, or other appropriate action my be taken. Accord,
37 C.F.R 82.123(h), which provides that the Board may
exercise its discretion to not further hear or consider
the contestant who refuses to file. Opposer has not
establ i shed that applicant refused to file the deposition
transcript. It did not move for a continuance when the
transcript was not filed, nor in any other way bring the
matter to the Board's attention. Moreover, by failing to

raise the matter in its main brief, and bringing it up
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only in its reply brief when applicant could no |onger
respond to the argunent, opposer has essentially waived
its right to seek redress for applicant's failure.® To be
sure, a party may not nmerely disregard the rule that
requires filing of testinony deposition transcripts,
whenever it decides the testinony would not aid the party
in any way. Nonetheless, in this case, the Board was not
made aware of the violation at an earlier point in the
proceedi ng, when sonet hi ng m ght have been done, and
because we are sustaining the opposition, there is
not hing nore to be done.®

As to applicant's taking of two depositions on the
sane day, opposer asserts that we should give no
consideration to the testinony of either of the two
wi tnesses, or to the exhibits introduced by their
testinmony. The request is noot, of course, in regard to
the witness [Dorothee Hutchinson] whose testinony
transcript and exhi bits have not been filed. We decline

opposer's request that we refuse to consider the

> W also note that, to the extent opposer considered the
testinony, although taken by applicant, crucial to the
presentation of opposer's case, opposer was free to seek a copy
fromthe court reporter and file a transcript with the Board,
with an appropriate request that it be considered. 37 C F.R
§2.123(h).

® Traditionally, the Board has not made awards of costs.
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testimony and exhibits of the other w tness [Kathryn
G aeser] whose testinony was taken on the sanme day.

Under Trademark Rule 2.123(e)(3), 37 C.F. R
§2.123(e)(3), when objection is made to the taking of a
deposition on "inproper or inadequate" notice, the
obj ecting party nust nove to strike the testinony
promptly after the testinony is conpleted. W are not
awar e of opposer having made such a notion and opposer
does not claimthat it did. Moreover, even if it would
have been proper practice to state the objection at the
commencenent of the deposition, which opposer did, and to
then reiterate the objection during briefing, opposer
failed to raise the issue in its main brief. Raising the
objection for the first time in its reply brief was
i nadequate. Finally, we note that an associ ate of
opposer's |lead counsel, it appears, did attend the
Hut chi nson deposition (deposition of Kathleen Abbott, p.
86), so the taking of two depositions on one day in
different locations did not prejudice opposer. W deny
opposer's request that we not consider the d aeser
testimony and exhibits.

VWil e applicant did assert nunerous objections
during the taking of testinmony from opposer's w tnesses,

applicant did not maintain these objections in its brief.
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Accordi ngly, they have been waived. See authorities
collected in TBMP Section 707.03(c) note 289 (2d ed. June
2003). Applicant does, however, make two general

obj ections in its brief.

First, applicant essentially objects to evidence
regardi ng opposer's Gl RLSPORTS activities and nmerchandi se
t hat occurred or was produced after the filing date of
applicant's involved application, as irrelevant or
inmmaterial. Broadly speaking, applicant is correct
i nsofar as our consideration of the question of priority
is concerned, but post-filing date evidence is rel evant
to |likelihood of confusion issues, such as rel atedness of
t he goods and/or services, channels of trade, and cl asses
of consuners. W have consi dered opposer's evidence, as
appropriate, in regard to the issues before us. Second,
applicant asserts that "self-serving" evidence from
opposer that is contradicted by "documentary" evidence
shoul d be disregarded as unreliable. W take this as an
exhortation that testinmony contradicted by docunents
shoul d be given little weight. This is not a true
objection and is sinply a request that we analyze the
record in the way we normally woul d, and gi ve evi dence
only the probative value to which circunstances indicate

it is entitled.

10
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Fi ndi ngs of Fact

We nake the follow ng findings of fact based on the
record, primarily focusing on facts that are relevant to
the question of priority, which is the critical issue in
this case:

Opposer has a staff of executives and enpl oyees in
New York that provide direction and support to nore than
300 Grl Scout councils throughout the United States.
Each council represents nunerous troops and typically
covers a large multi-county area or, in sonme cases, an
entire state. Each troop is conposed of numnerous
i ndi vi dual scouts of varying ages and adult vol unteers.
Deposi tions of Kathleen Duncan, pp. 7-8; Dianne Canpbell,
pp. 7-8; Kathleen Houston, pp. 7-8; Denise Scribner, pp.
5-7; and Panel a Sal tenberger, pp. 6-8.

Though precise dates and times have not been
established for particular activities, opposer was
actively engaged in creating a newinitiative for Grl
Scouts during the m d-1990s, focusing on sports and
fitness. Deposition of Sharon Hussey, pp. 6-13 and exh.

3.

11
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I n 1995 and 1996, the initiative was generally known
as "Sports + Grls = A Wnning Team" Hussey, pp. 12-14,
16, exhs. 3 and 4.

From 1995 t hrough 1997, opposer sought to
col |l aborate with various sports and fitness organi zations
that could support the goals of the initiative and serve
as resources to Grl Scout Councils. Hussey, p. 10,
exhs. 3 and 5.

In early 1997, the nane of the initiative was
changed to G RLSPORTS and a | ogo including the term was
created. Duncan, pp. 12-15; Hussey, pp. 12-13 and exh.
3.

In the spring of 1997, opposer began di sseni nating
information on the GIRLSPORTS initiative to Grl Scout
Councils throughout the United States, soliciting both
applications fromolder Grl Scouts to participate in a
national event (referred to by opposer and its councils
as a "wi der opportunity" event) and applications from
councils wanting to hold a Sports Day event in August,
Sept enber or October 1997. Hussey, pp. 15-18, 20 and
exh. 4.

Enpl oyees of opposer nmet with Executive Directors of
G rl Scout Councils fromacross the United States in |ate

June 1997 and presented information on all the conponents

12
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of the GIRLSPORTS initiative. Hussey, pp. 18-19 and exh.
5; Duncan, pp. 14-15.

Opposer's national office distributed to its
councils a Grl Scouts Sports Project Manual (copyright
1997) bearing the G RLSPORTS | ogo on its cover and
i ncluding an introductory section entitled "VWhat is the
G rl Sports Project?" Hussey, pp. 61-62 and exh. 26.

The G RLSPORTS wi der opportunity event was held over
approximately a week in late July and early August 1997
at Converse College in Spartanburg, South Carolina.
Approxi mately 200 girls representing over 100 councils
fromthroughout the United States attended the event.
Hussey, pp. 21-24 and exhs. 6-7; Duncan, pp. 15-17.

Attendees at the 1997 wi der opportunity event paid
registration fees and received, inter alia, G RLSPORTS
enbl azoned shirts, patches, water bottles and bags.
Duncan, p. 16; Canpbell, pp. 24-25.

More than 100 councils throughout the United States
hel d "Sports Day" prograns from August 1997 through
Oct ober 1997. These were planned by the individual
councils and had varying sports or fitness subjects as
their focus. Councils received a $500 grant from GSUSA
and a $500 credit for purchasing items from NES. Hussey,

pp. 16-18 and exhs. 3-4, 9, 14-15.

13
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Typically, grants and credits were used, inter alia,
to purchase G RLSPORTS t-shirts, water bottles and
patches for event participants. Saltenberger, pp. 26-27.

Opposer produced a Gl RLSPORTS banner that it
expected councils to use at their events, but councils
were free to, and did, call their events by a w de
vari ety of specific names. Hussey, pp. 17-18, 138 and
exh. 15; Scribner p. 13.

Opposer sold and/or distributed over 40, 000
Gl RLSPORTS shirts, water bottles and patches in 1997.
Duncan exh. 7.’

A Sacranmento, California area Grl Scout counci
held a Sports Day program Cctober 25, 1997, at which each
participant paid a registration fee and received a
Gl RLSPORTS t-shirt, water bottle, bag and patch.

Sal t enberger pp. 11, 16 and exhs. 1 and 4.

Two G rl Scout councils covering counties in
Washi ngton state and Oregon sponsored a Passport to
Health and Fitness event in the Tacoma Dome on May 30,
1998, as a Gl RLSPORTS Sports Day program More than 2100

girls and adults registered for the event, and nearly

" The spreadsheet produced during discovery as opposer's
docunent nunber GS 0002923 was marked as confidential. However,
when it was submtted as an exhibit to the Duncan deposition it
was not seal ed and opposer has quoted figures fromthe exhibit
inits brief.

14



Opposi tion No. 91120051

1400 girls actually participated. Participants and
volunteers staffing the event received a t-shirt bearing
t he G RLSPORTS | ogo and the words "Passport to Health and
Fitness Saturday, My 30, 1998 Tacoma Donme." Houston,
pp. 7, 9-18 and exhs. 2, 4-8.

A Bakersfield, California area Grl Scout counci
had three of its girls attend the first G RLSPORTS wi der
opportunity event and subsequently held numerous sports
clinics, each identified as a G RLSPORTS clinic and
utilizing G RLSPORTS signage, during its Septenber 1997
to Septenber 1998 nenbership year. One of these was a
vol l eyball clinic at Taft College in April 1998, with
participants receiving t-shirts bearing the words
G rl Sports Vol leyball and displaying a stick figure
pl ayi ng vol l eyball. Canpbell, pp. 11-24 and exhs. 21-22
and 27-29.

A Wchita, Kansas area Grl Scout council had two
girls attend the first G RLSPORTS wi der opportunity event
in 1997 and began pronmoting its sunmer 1998 sports
prograns in its early 1998 "Passport” newsletter.
Scribner, pp. 10-12, 16-18 and exh. 44.

Wchita area council events were held at |east as
early as June 9, 11 and 13, 1998. The council produced

t-shirts and hats with the G RLSPORTS | ogo, for their

15
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1998 events. These also bear the words "Wchita Area
Grl Scouts." These were offered for sale between March
and August of 1998. Scribner, pp. 13-14, 22-24 and exhs.
44, 46, 47-49, 51.

The initial phase of the GSUSA Gl RLSPORTS sports
initiative ran through [ater 1997 and 1998. A second
phase i nvol ved the G RLSPORTS 2000 program which
involved a sort of run-up to January 1, 2000. Hussey
dep. generally.

G RLSPORTS 2000 events were held by Grl Scout
troops throughout the country virtually every day in
1999, as the goal of the second phase was to try and have
a sports event sonewhere in the country every day of the
year. Hussey dep. generally and exhs. 25 and 35.

GSUSA hel d wi der opportunity events each year from
1997 until at |east the year 2000. Hussey, pp. 28-32 and
exhs. 10-183.

GSUSA received grants from foundati ons or canpai gns
to support G RLSPORTS programs in 1997, 1999, 2001 and
2002; has had an operating budget for G RLSPORTS prograns
each year from 1997 through 2002; and has made grants to
councils fromthose budgets each year from 1997 through

2002. Hussey, p. 32 and exh. 14.

16
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Kat hryn G aeser devel oped the concept for
applicant's products in October 1997, and subsequently
formed a partnership with Tamara Spears.  aeser
deposition, pp. 10 and 131; involved application filed by
partnership.

Applicant placed its first orders for t-shirts
bearing the Gl RLSPORTS BRAND nmark on March 24, 1998. Ten
shirts were ordered. Applicant sold some shirts to
friends of Ms. 3 aeser and/or Ms. Spears in the spring of
1998. The quantity and precise tinme frame are not clear.
G aeser, p. 32 and exh. 3, p. 213-17.

Appl i cant sponsored and/or outfitted a softball team
in 1998. The particular clothing that nay have been
provided and tinme frame for providing it are unclear.

G aeser, p. 217-18.

Appl i cant obtained a Business Operations Tax
Certificate fromthe city of Sacranento June 23, 1998,
and registered the domain name girlsports.net six days
|ater. d aeser pp. 33-34 and exhs. 4-5.

Thr oughout 1998, Kathryn G aeser continued to
devel op graphic elenents for applicant's apparel itens,

for catal ogues, and for a website. d aeser, pp. 132-33.

17
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Applicant's first order was generated fromits
website and was received Novenber 17, 1998. ( aeser, pp
48-49 and exh. 13.

Applicant's first ad in a |local publication was
pl aced Novenber 25, 1998, and its first ad in a national
publication was placed for a February 1999 publication
date. d aeser, pp. 41-44 an exhs. 9 and 10.

Applicant mailed out 7500 postcard advertisenments to
i ndi viduals selected fromtwo mailing lists applicant had
purchased (one |l ocal and one national), "the end of '98."
G aeser, p. 45 and exh. 11

Applicant's sales for 1998 were $800. Kathleen

Abbott deposition, pp. 109-10.

Deci si on

Opposer does not have a registration for either the
term G RLSPORTS or its G RLSPORTS | ogo. A party opposing
registration of another's mark on the basis of |ikelihood
of confusion with its own unregi stered mark mnust
establish that the unregistered mark is distinctive of
its goods or services either inherently or through the

acqui sition of secondary neaning. See Towers v. Advent

Software, Inc., 913 F.2d 942, 945, 16 USPQ2d 1039, 1041

(Fed. Cir. 1990).

18
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Applicant, in its brief, does not specifically argue
that the term G RLSPORTS, per se, is descriptive.?
However, applicant acknow edges the possibility in a
footnote [Brief p. 33, n. 2] in which it suggests that
this case involves marks that are not inherently
di stinctive and opposer, to prevail, nmust prove that its
mar k has acquired distinctiveness prior to the filing
date of applicant's application.

Applicant also argues, in essence, that its
G RLSPORTS BRAND is a mark because those words are used
in a consistent style on all of applicant's apparel,
advertising and marketing materials; and the "TM synbol
is always used "to denote the trademark intention and
status of the mark." Brief, p. 33. [In contrast,
appl i cant cont ends, opposer's nethod of display of
G RLSPORTS has been inconsistent, insofar as it is
sonetimes used al one, sonetinmes as part of a | ogo,
sonetimes used by Grl Scout councils or troops in
conjunction with other words, and in various fonts or

forms of stylization. Applicant concl udes, therefore,

8 W note that applicant's involved application seeks

regi stration of G RLSPORTS BRAND on the principal register,

wi t hout a claimof acquired distinctiveness. The mark published
for opposition with a disclainmer only of the term"BRAND' and
appl i cant does not seek registration on the theory that it is
only the stylized formof lettering of its mark that renders it

19
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t hat opposer's use is "nmerely of words and not as a
mark. " |d.

Al t hough applicant correctly notes that opposer has
used G RLSPORTS in various type styles and with or
without a | ogo, we find that all such uses are as a mark.
There is no requirenent that a termbe used in only a
single type font for it to be a mark. Simlarly, a nmark
owner may obtain rights in a word mark even if the word
is also used as part of a logo. We need not reach the
guestion of whether opposer's G RLSPORTS mark is
i nherently distinctive, or whether applicant is estopped
from attacki ng opposer's mark on this basis because
appl i cant has sought registration of G RLSPORTS BRAND as
an inherently distinctive mark, for the record clearly
est abl i shes that opposer's G RLSPORTS mark had, at the
very | east, acquired distinctiveness prior to any use
made by applicant of its mark.

Opposer's program was | aunched with great fanfare
anong the nation's nore than 300 G rl Scout councils,
wi th nunmerous weekly council mailings from GSUSA to its
councils discussing the programthroughout the fall of
1997 and spring of 1998. See exhibits 7, 8, 9, 19, 20,

21 and 22 to the Hussey testinony deposition. See also,

regi strabl e, notw thstandi ng applicant's argunents that the

20
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deposition of Mchelle MCorm ck, executive director of
the Grl Scouts council for Santa Clara (California)
County, who testified on direct exam nation by applicant
that she first becanme aware of the GSUSA initiative in
1997 and who testified on cross-exam nation "t hat
GrlSports is a very strong national initiative and that
you have to be kind of asleep at the wheel to not know
that Grl Sports was from GSUSA and has | ots of great
program el enents.” MCorm ck dep. pp. 13, 23. See al so,
t he deposition of Lynn Caneron, who testified on direct
exam nati on by applicant about how she became aware of
the first (1997) G RLSPORTS wi der opportunity event: "Q
And how did you conme to know about that? A Well,
because it was the first one. And it was — well, what
should | say — made into a big deal."

In turn, councils pronoted the programto Grl Scout
nmenbers, of all ages, and participation therein through
their own newsletters and flyers. See, e.g., Canpbell
deposition exhibits 27 and 28, Houston deposition
exhibits 2, 3, 4 and 7, and Sal tenberger deposition
exhibits 1-5. Councils pronmoted their G RLSPORTS events

to the nmedia. See deposition of Kathleen Houston, pp.

stylization of its mark is an inportant el enment thereof.

21
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15-16 and exhibit 5; and deposition of Denise Scribner,
pp. 13-14.

On the record in this case, we have no doubt that at
| east anong GSUSA's councils, Grl Scout |eaders, and
even |l arge nunbers of Grl Scouts, the term G RLSPORTS
and the G RLSPORTS | ogo quickly becane identified with
opposer and its programs. Accordingly, even if we were
to agree with applicant's theory that varying methods of
use or display of the term G RLSPORTS by opposer and its
councils constituted use of a descriptive term we would
find that opposer's national roll-out of the programin
| ate 1997 and early 1998 inbued the termwth
di stinctiveness as a trademark for sports and fitness
events prior to the filing date of applicant's
appl i cati on.

We now turn our attention to opposer's use of
G RLSPORTS and the Gl RLSPORTS | ogo on collateral itens
that were given away at its 1997 national w der
opportunity event, and sold to councils (albeit with the
councils typically paying for the merchandi se with grant
noney received from opposer) for distribution or resale

at council-level events.® Applicant makes nmuch of the

° The record is clear that opposer has at |east on occasion
of fered G RLSPORTS- branded mnerchandi se for sale to councils,
council shops, scouts and even outside retailers who sell Grl

22
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fact that G RLSPORTS is an initiative or program of
opposer and that the G RLSPORTS- branded shirts, bags,

wat er bottles and the |ike appear intended to sinply
serve as collateral itenms for the program and do not
represent an attenpt to establish a brand identity for a
continuing line of products by opposer that have vitality
apart fromthe G RLSPORTS program Nonet hel ess, the
Board has hel d

that the nere fact that a collateral product
serves the purpose of pronoting a party's
primary goods or services does not necessarily
mean that the collateral product is not a good
in trade, where it is readily recognizable as a
product of its type (as would be the case with
T-shirts, for exanmpl e), and is sold or
transported in conmmerce. See, for exanple: In
re Snap-On Tools Corp., 159 USPQ 254 (TTAB 1968)
[ball point pens which are wused to pronote
applicant's tools, but which possess utilitarian
function and purpose, and have been sold to
applicant's franchised dealers and transported
in comerce under mark, constitute goods in
trade], and In re Uni t ed Mer chant s &
Manuf acturers, 1Inc., 154 USPQ 625 (TTAB 1967)
[ cal endar which is used as advertising device to
pronote applicant's plastic film but which
possesses, in and of itself, a wutilitarian
function and purpose, and has been regularly
distributed in comrerce for several years,
constitutes goods in trade].

Paranobunt Pictures Corp. v. Wiite, 31 USPQ2d 1768, 1773
(TTAB 1994).

Scouts authorized products. However, there is no evidence that
outside retailers actually purchased such itens for resale.

23



Opposi tion No. 91120051

Further, we note that use of trademarks on

col l ateral products has beconme quite common. See Turner

Entertai nment Co. v. Nelson, 38 USPQ2d 1943 (TTAB 1996)

and authorities discussed therein. Accordingly, we have
no doubt that G RLSPORTS and the G RLSPORTS | ogo are
di stinctive indicators of opposer as the source of t-
shirts, hats, water bottles and the other items that have
been sold or distributed in conjunction with opposer's
G RLSPORTS events. Further, based on opposer's sale or
di stribution of nmore than 40 thousand shirts and nore
t han 40 thousand water bottles in 1997 al one, we concl ude
t hat opposer had attained trademark rights in its
Gl RLSPORTS marks for these goods prior to the filing date
of applicant's application.

We acknow edge that applicant's evidence at tri al
i ncludes testinony that there were sone |imted sal es of
Gl RLSPORTS BRAND shirts to friends of one or both of
applicant's founding partners, but we do not find this
testinmony very persuasive. |t was presented for the
first time in the redirect testinmony of Kathryn G aeser
and appears nore an afterthought than a principal el enent
of applicant's case. Mdreover, the testinony is vague as
to when such sal es ni ght have occurred, with no

docunment ary support or even the name of an individual
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purchaser. Likewi se, we do not find very persuasive the
G aeser testinmony that G RLSPORTS BRAND shirts may have
been provided to friends who were softball players and/or
that applicant may have outfitted a softball teamin a
sponsorshi p arrangenent. Again, the testinony was
presented for the first time on redirect, and it is vague
and unsupported by docunmentary evidence —i ndeed, the

wi tness did not even specify the name of the team In
short, we find that the earliest date on which applicant
can rely for purposes of priority is the filing date of
its application.

We hold for opposer on the issue of priority' and

now turn our attention to the question of |ikelihood of
conf usi on.
We anal yze the issue of likelihood of confusion

using the factors that were articulated in the case of In

re E. |. du Pont de Nempurs & Co., 476 F.2d 1357, 1361,

177 USPQ 563, 567 (CCPA 1973). See also Recot, Inc. v.

Becton, 214 F.3d 1322, 54 USPQ2d 1894, 1896 (Fed. Cir.
2000) .
“The likelihood of confusion analysis considers al

DuPont factors for which there is evidence of record but

10 W note that the record is clear not only that opposer is the
prior user of G RLSPORTS, but that its use since it first
adopted the mark has been continuing and has not been abandoned.
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‘“may focus ... on dispositive factors.’”” Hew ett-Packard

Co. v. Packard Press Inc., 281 F.3d 1261, 62 USPQ2d 1001,

1003 (Fed. Cir. 2002) (citations omtted).

I n many cases, two key, although not exclusive,
considerations are the simlarities of the marks and the
simlarities of the goods and services. See, e.g.,

Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d

1098, 192 USPQ 24, 29 (CCPA 1976)(“The fundanent al
i nqui ry mandat ed by Section 2(d) goes to the cunul ative
effect of differences in the essential characteristics of
t he goods [and services] and differences in the marks”).
The case at hand is such a case.

The simlarity or dissimlarity of the marks is
assessed by conparing the marks as to appearance, sound,
connotati on and conmmercial inpression. Herbko

| nternational Inc. v. Kappa Books Inc., 308 F.3d 1156, 64

usP@2d 1375, 1380 (Fed. Cir. 2002). Moreover, it is
wel | -settled that marks, when conpared, nust be
considered in their entireties, not sinply to deterni ne
what points they have in comon or in which they may

di ffer. G ant Food, Inc. v. Nation's Foodservice, |nc.

710 F.2d 1565, 218 USPQ 390, 395 (Fed. Cir. 1983).
Nonet hel ess, “there is nothing inproper in stating that,

for rational reasons, nore or |ess weight has been given
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to a particular feature of a mark, provided the ultinate
conclusion rests on consideration of the marks in their

entireties.” In re National Data Corp., 732 F.2d 1056,

224 USPQ 749, 751 (Fed. Cir. 1985).

Opposer's Gl RLSPORTS | ogo mark and applicant's
G RLSPORTS BRAND mark | ook different, insofar as they
utilize different fonts, and opposer's mark includes a
stylized stick figure while applicant's mark includes the
term BRAND. The term Gl RLSPORTS, however, dom nates each
mar k, both visually and in terms of how they would be
articulated. On the latter point, we doubt that many
prospective consuners of applicant's goods will be
careful to articulate the visually tiny word BRAND when
calling for applicant's products, especially since the
record clearly shows that applicant has used the term
G RLSPORTS wi t hout the term BRAND, thereby helping to
condition its customers to focus on the term G RLSPORTS.
In regard to the ook of the marks, we return to the fact
t hat opposer does not use only its G RLSPORTS | ogo but
al so uses the term Gl RLSPORTS al one and in regul ar or
standard forms of text. Thus, Grl Scouts, although they
may be readily famliar with the G RLSPORTS | ogo, w |
also be famliar with use by opposer of the term

G RLSPORTS al one in varying typefaces. Many likely would
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concl ude, when seeing applicant's mark, that this is
sinmply a new or different formof stylization of the
opposer's G RLSPORTS mar ks.

Finally, apart fromthe | ook and articul ation of the
i nvol ved marks, we conclude that they create simlar, if
not identical, overall commercial inpressions. Applicant
has argued that its products have an edgier feel or
attitude, but nuch of the support for applicant's
argument stenms not from a conparison of the marks but
fromreference to the other design elenents and trade
dress that applicant uses for its apparel, e.g., a
softball player's bat is shown in one design separating
the head of a doll fromits body and the slogan "I never
pl ayed with dolls...I played with this." Qur conpari son
of applicant's mark with those of opposer, however,
focuses on the mark as set forth in the application, for
applicant may change its shirt designs and sl ogans at any
time. In contenplating the font in which applicant
di spl ays the term Gl RLSPORTS, we di scern nothing
particularly "edgy" or full of "attitude." Rather, the
font is | ooping and somewhat |yrical.

We conclude that the marks are virtually identical
in the way that they would be articulated, in their

connotations and in their overall comrercial inpressions.
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The visual differences would not be viewed as significant
and woul d not provide a neans for prospective consuners
to readily differentiate the marks.

Turning now to consider the nature of the invol ved
goods and services, we note that opposer's sports
prograns are precisely the type of activity for which a
partici pant m ght want to wear a piece of applicant's
athl etic apparel. Thus, opposer's services provided
under its G RLSPORTS mar ks and applicant's apparel itens
are conplementary. In addition, opposer's collateral
nmerchandising itens are identical (t-shirts and caps or
hats) or closely related to applicant's products.

In terms of channels of trade and cl asses of
consuners, we note that applicant's identification of
goods is not restricted in any way. Accordingly, we nust
consi der that applicant's goods can be sold in al
customary channels of trade and to all possible consuners
for "clothing, namely T-shirts, shorts, sweatshirts,

sweat pants and caps." Octocom Systens, Inc. v. Houston

Conputers Services Inc., 918 F.2d 937, 16 USPQ2d 1783,

1787 (Fed. Cir. 1990) (“The authority is legion that the
guestion of registrability of an applicant’s mark nust be
deci ded on the basis of the identification of goods set

forth in the application regardl ess of what the record
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may reveal as to the particular nature of an applicant’s
goods, the particular channels of trade or the class of
purchasers to which the sales of goods are directed”).

Because opposer relies on its common |law rights, we
must | ook at the specific channels through which it sells
its clothing and collateral goods. These have been
l[imted to Grl Scouts councils, council stores and
direct to Grl Scouts nmenbers (e.g., through catal ogs).
These channels of trade are different fromapplicant's
actual and potential channel s, since we cannot assume
that these Grl Scouts outlets are a normal channel of
trade for applicant's identified goods. However, because
the record shows that opposer distributes nerchandi se
t hrough retailers (Duncan, pp. 8-9), consuners who
encounter applicant's goods in retail stores are likely
to assunme that these items emanate from or are sponsored
by opposer.

In regard to classes of consuners, we di scount
applicant's argunment that its products are pronoted
primarily to older girls and adult females, while

opposer's col |l ateral products are asserted by applicant

1 The record shows that 80 percent of applicant's sales are at
trade shows, while 20 percent are through its catal og and
website (Abbott, p. 106). Applicant, however, has attenpted to
arrange distribution of its products by retailers (d aeser, pp
66-68) .
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to be marketed only to younger girl scouts. 1In fact, we
note that the ages of the scouts who attend opposer's
national "w der opportunity" events place the attendees
squarely within applicant's professed market. Moreover
applicant's testinmony is that it has actually sold some
of its products to nenbers of the Grl Scouts, Abbott, p.
52, and its catalog shows that it sells youth size caps
and shirts, the latter in as small a size as 6-8, { aeser
exh. 58%

In short, based on the record and because of
applicant's unrestricted identification, we find a clear
overlap in classes of consuners.

Applicant's witnesses d aeser and Abbott both have
testified that no customer of applicant's has ever made
an inquiry about whether applicant is affiliated with
opposer's G RLSPORTS program and they are not aware of
any instances of actual confusion. W do not find this
testinmony particularly probative that there is no
I'i kel i hood of confusion. Evidence of actual confusion is
difficult to obtain and its absence fromthe record in a

case does not nean there is no likelihood of confusion.

12 W also note that the itens on this page of applicant's
catal og are dislayed with the slogan CLUB G RLSPORTS™ and the
youth caps and shirts bear the term G RLSPORTS, not G RLSPORTS
BRAND.

31



Opposi tion No. 91120051

G ant Food, Inc. v. Nation's Foodservice, Inc., 710 F.2d

1565, 218 USPQ 390, 396 (Fed. Cir. 1983).

In conclusion, we find the evidence of record
clearly supports a finding that there is a likelihood of
confusion. We therefore sustain the opposition based on
opposer's denonstrated prior use of the unregistered
mar ks Gl RLSPORTS and the G RLSPORTS |l ogo for its health
and fitness initiative for Grl Scouts and the collatera
products produced, sold and distributed in conjunction
therewith. Having sustained the opposition on this
basis, we do not reach the claimasserted by opposer

under 36 U.S.C. §80305.%

Deci sion: The opposition is sustained and

registration to applicant is refused.

13 Opposer points to only one case purportedly finding in favor
of opposer based on the provision of Title 36. A careful
readi ng of that case, however, shows that the court held for
opposer on a traditional trademark anal ysis.
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