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Opi nion by Walters, Adm nistrative Trademark Judge:

! Though the opposition was filed by Osnobnics, Inc., the records of the

USPTO show t hat Osnonics, Inc. becanme Gasis Acquisition, Inc., through a
nmer ger, and subsequently changed its name to GE Gsnonics, Inc. Thus we

have changed the heading in this case to reflect the current opposer of

record.



Opposition No. 91117751

OGsnonics, Inc. (opposer) filed its opposition to the
application of Osnobsis Technol ogy, Inc. (applicant) to
register the mark OSMOTECH for “reverse osnosis
separation or ultra filtration systens for water
purification for residential and comrercial and
i ndustrial use[,] consisting of filter menbranes,
housi ngs for filter menbranes and connection fittings for
housings” in International Class 11.% The application
contains a claimof ownership of Registration No.
2,220,601 for the mark OSMOTIK for ..°3

As grounds for opposition, opposer asserts that
applicant’s mark, when applied to applicant’s goods, so
resembl es opposer’s previously used and regi stered marks

OSMO and the mark shown bel ow:

OSMO

2 Application Serial No. 75721083, filed June 3, 1999, based upon an
all egation of a bona fide intention to use the mark in conmerce in
connection with the identified goods.

3 Applicant’s statement contains an error. A review of the records of

t he USPTO shows that applicant owns Registration No. 2,110,601 for the
mar k OSMOTI K for “reverse osnpbsis separation or ultra filtration systens
for water purification for residential and conmercial and industrial use
consisting of filter menbranes, housings for filter menbranes and
connection fittings for housings,” and the registration i ssued on
Novenber 4, 1997. |If applicant prevails herein, the error in the

clai med registration nunber nust be corrected before the application
proceeds to i ssuance of a registration.
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"4 as to be

for “reverse osnosis solvent separation units
likely to cause confusion under Section 2(d) of the
Trademark Act. Additionally, opposer asserts that,
pursuant to an exchange of correspondence between opposer
and applicant’s predecessor, applicant’s predecessor
del eted “Osnotech” fromits corporate name and agreed not
to use “Osnotech” in connection with reverse osnpsi s
separati on equi pnent.

Applicant, in its answer, denied the salient
al l egations of the claimand asserted as affirmative
def enses that opposer’s claimis barred by estoppel,
| aches and acqui escence; that opposer, in its own
application to register OSMO, argued that its mark was
sufficiently different from applicant’s previously
registered mark OSMOTIK to warrant registration; that the
same argunents apply to the differences between OSMO and

OSMOTECH and, thus, opposer cannot now argue ot herw se;

t hat “OSMOTI K and OSMOTECH are substantially simlar in

4 Opposer asserts ownership of two registrations; however, one of the
asserted registrations, Registration No. 932,228 for OSMO and desi gn,
shown infra, has expired. Thus, the opposer’s claimof |ikelihood of
confusion is nmoot with respect to this registration. The renaining
asserted registration is Registration No. 978,588, issued February 12,
1974, in International Class 11. [Sections 8 and 15 affidavits accepted
and acknow edged, respectively, and renewed for a period of ten years
from February 12, 1994.] W decide this case based on Registration No.
978,588, to the extent that title and status is established, and

evi dence of alleged use of the marks OSMO and OSMO and design, shown
infra.
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appearance and the goods listed in the registration of
OSMOTI K are the sane as the goods listed in applicant’s
application for the mark OSMOTECH [ and t hus] opposer is
barred by the Mrehouse doctrine (Mrehouse Mg. Corp. v.
J. Strickland & Co., 407 F.2d 881, 160 USPQ 715 ( CCPA

1969).” (Answer, pg. 5.)
Procedural Matters

We begin by addressi ng several questions regarding
the nature of the issues and record in this case.

First, on Novenber 9, 2001, opposer filed a notion
to nmake of record in this proceeding selected portions of
the trial testinony of Mke O Joul aki an, applicant’s
president, from Cancellation No. 24,275. On July 30,
2002, the Board granted opposer’s notion ONLY to the
extent that opposer was permtted to submt, inits
entirety, M. Joulakian’s July 13, 2001 trial testinony
from Cancel | ati on No. 24,275. QOpposer was given thirty
days to submt a conplete copy of that testinonia
deposition. Opposer did not submt the entire deposition
in accordance with the Board' s order and, thus, the
portions submtted with its notion have not been

consi der ed.
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Second, on January 6, 2003, applicant filed a notion
to strike the notice of opposition. On March 17, 2003,
t he Board denied applicant’s notion, stating that
applicant had provided no |legal or factual basis for its
“Trading with the Eneny Act arguments”® that such
argunments were in the nature of a conpul sory counterclaim
whi ch was not pl eaded; and that applicant had fifteen
days to submt a conpul sory counterclaimon a legally
cogni zabl e ground or thirty days to submt its brief in
the case. Applicant submtted its brief within the
required thirty-day period and therein argued that it had
insufficient information to submt a counterclaim asked
that the Board, through the Secretary of Comrerce, obtain
the information its seeks; and reiterated its “Trading
with the Eneny Act argunments.” The Board, through the
Secretary of Comrerce or otherwise, will not undertake to
assist a party in obtaining evidence in a proceeding. As
previously stated by the Board, applicant’s “Trading with
t he Enemy Act argunents” are in the nature of an attack
on the validity of opposer’s registration and, thus, are
necessarily raised only in a counterclaimto cancel that

regi stration. Because no counterclaimwas filed, and the

5 Applicant alleged, inter alia, that opposer sold certain products to
Iran in violation of the Trading with the Enenies Act; and that opposer
was soon to be sanctioned by the federal government in this regard.



Opposition No. 91117751

i ssues were not tried, these argunents have been given no
consi derati on.

Third, applicant objects to opposer’s argunent,
stated for the first time in its brief, that applicant
does not have a bona fide intention to use its mark in
commerce. We agree with applicant that this issue was
nei t her pl eaded nor tried and, thus, we have not
considered this argunent by opposer. To the extent that
opposer’s argunent pertains to applicant’s predecessor’s
pur ported agreenment not to use the mark OSMOTECH, we find
this issue has been pleaded and di scussed in the context
of opposer’s claimof likelihood of confusion.

Fourth, applicant contends that the notice of
opposition limts opposer’s likelihood of confusion claim
to opposer’s one subsisting registration and that opposer
has not al so pl eaded use of its marks. This allegation
is not born out by the | anguage of the notice of
opposition, which includes an allegation of conmmon | aw
use of each of the marks on the rel evant goods for nore
than thirty years. Thus, opposer’s evidence of comon
| aw use of its marks has been consi dered herein.

Fifth, applicant objects to consideration of the

phot ocopi es of opposer’s Registration No. 978, 588,
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subm tted by notice of reliance, because such docunents
do not establish the status or ownership of the
registration. A review of the docunents shows that they
are, in fact, photocopies of the originally-issued

Regi stration No. 978,588 and the renewal certificate. As
such, these are not status and title copies required by
Trademark Rule 2.122(d), 37 CF.R 2.122(d). Thus, these
docunents are insufficient to establish opposer’s
ownership, or the status, of the pleaded registration.
However, we have consi dered opposer’s testinony to

det ermi ne whet her ownership and status of the clained
Regi stration No. 978,588 has been established.

Finally, applicant objects to specified testinonial
exhi bits, conprising opposer’s alleged annual reports, on
the ground that neither M. Spatz nor M. Paul son are
qualified to establish a proper foundation for these
reports, and that the reports constitute hearsay. W
di sagree and find that both M. Spatz, opposer’s chairmn
and CEO, and M. Paul son, opposer’s director of corporate
technical services, adequately testified to their
personal know edge of these regul arly-kept business
records. Thus, we have considered these exhibits.
However, the contents of the reports are hearsay as to

the truth of the facts contained therein, and so have not
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been considered for that purpose. To the extent that the
reports evidence use of the mark on itenms ancillary to
the clai med products, i.e., the annual reports, as well
as on products pictured therein, they have been
consi der ed.
The Record

The record consists of the pleadings; the file of
the involved application; the testinmony depositions by
opposer of Donald D. Spatz, opposer’s founder, chairmn
and CEO, and David J. Paul son, opposer’s director
corporate technical services, both wth acconpanying
exhibits; the rebuttal testinony deposition by opposer of
Jason Boot h, opposer’s counsel’s litigation graphics
specialist, with acconpanying exhibits; and the testinony
deposition by applicant of Mke. O Joul akian,
applicant’s president, with acconpanying exhibits. Both
parties filed briefs on the case, but a hearing was not
request ed.

Factual Findings

M . Paul son stated that opposer’s business is, and
has al ways been, in the general field of fluid separation
usi ng cross-fl ow nenmbrane technology. This includes, in
order of particle size filtered fromsmllest to |argest,

reverse osnosis, nanofiltration, ultrafiltrati on and
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mcrofiltration. Opposer manufactures, markets and
applies nenbranes in each of these categories. Opposer
began in 1970 utilizing its reverse osnpbsis nethodol ogy,
whi ch has concentrated on spiral nmenbrane technol ogy, and
its first applications were nedical, e.g., producing
purified water for artificial kidneys. Opposer added
ultrafiltration products in the early 1970’ s,
nanofiltration products in the late 1970's to early
1980’s, and mcrofiltration products in the early 1980’s.
Descri bing reverse osnpsi s as opposer’s core
t echnol ogy, M. Paul son expl ained the technol ogy as
fol |l ows:

Nat ural osnosis occurs from an inbal ance in
energy of fluids on opposite sides of a

sem permeabl e nenbrane. The energy is higher in
the nore pure water, and nature tends to nove
the water fromthe nore pure state trying to
dilute the water in the |l ess pure state until

t hey reach the same energy | evel.

Reverse osnpsis is to take the process of
osnosi s and reverse it by applying hydraulic
pressure to the water that is |ess pure, the
side, the fluid that has ...l ess energy and nore
solids init. Force that water against the
surface of the menbrane, of a sem perneable
menbrane. Such a nmenbrane has to have very
smal | pores, as they’'re called, and allow only
water to go through or very little of the
contam nated material. So you're reversing the
natural osnosis procedure. ...The aimis to all ow
pure water to go through [the pores] while
retaining and not allow ng the transfer of other
sol utes and suspended material to go through.
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Reverse osnpsis allows the purification of water

by excl uding dissolved material, sol utes,

i ncluding down to the ionic range, which is a

very small solute. Salt ions don’t pass though

[reverse osnosis] menbranes well
[David J. Paul son trial deposition, November 3, 2001,
pgs. 18-19, 23, “Paul son dep.”]

M. Paul son divided fluid separation product
applications into three broad categories: waste
treatment, process separation and water purification; and
not ed that opposer is involved in all three applications.
Referring to opposer’s 1988 annual report (Opposer’s
Exhibit 23, p. 7), M. Paul son stated that opposer has
identified sixteen distinct markets for its products
across all three applications, e.g., the pulp and paper
mar ket, the beverage manufacturing market, the dairy
processi ng market, the nedical market and the potable
wat er market. These markets include comercial and
i ndustrial categories and, nore recently, the residenti al
mar ket .

M. Spatz recounted opposer’s history, the nature of
its business, and its products, markets and customners.
Opposer was founded in August 1969 with the goal of
applying reverse osnosis technol ogy, invented in 1959 at

UCLA, to the marketplace. Opposer sold its first reverse

osnosi s systens in 1970 under the trademark OSMONI CS

10
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Starting in md to late 1970, opposer used, and has
continued to use, the trademark OSMO to identify its
reverse osnosis machi nes, whereas it used, and uses, the
mark OSMONI CS nore broadly to identify its whole reverse
osnosis systemas well as its fluid filtration and
purification systenms. Both OSMO marks, along with the
OSMONI CS mar k, have been used on various units and
conponents, which are also sold separately from systens,
from approximately 1970 to the present. OSMONICS is used
on opposer’s | arger machi nes, whereas the two OSMO nmar ks
are used on opposer’s nmediumsized to small machi nes.

The marks are affixed to equi pnent with decals or |abels.

Some of the conmponents to which opposer affixes, or
at least initially affixed, its OSMO marks include
cartridge filters, polymeric nenbranes and sepral ators,
pl astic and stainless steel housings, small pure water
reverse osnosis/ultrafiltration deionization equipnent,
and nmenbrane test equi pment.

Opposer initially pronmoted its products with press
rel eases, which resulted in articles in several trade
magazi nes, and product brochures. |Its advertising
expendi tures expanded from 1% of sales, nostly nagazi ne
exposure and brochures, to approximately 3-4% of sales in

the 1980's. M. Spatz noted that opposer’s sales totaled

11
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approxi mately $300,000 in 1970; that sales grew to $36
mllion by 1989; and that sales were $200 million in
2000. O total sales, products with the two OSMO mar ks
on themrepresented approximtely 70% of sal es through
1983, 60% of sales after 1983, and 40% of sales in 2000.
Opposer used manufacturer’s representatives to
mar ket its products until approximtely 1986/ 1987, when
it had devel oped its own in-house distributor
organi zation. Opposer sells its conponents and systens
to systenms manufacturers, original equipnment
manuf acturers, and commerci al and industrial end-users.®
Appl i cant has been in business since February 1985.
The products it markets and sells under its OSMOTI K mark
are “reverse osnosis nenbrane el enments, nanofiltration
menbr ane el enments, ultrafiltration menbrane el enents,
housi ngs for all of the above, including residential
menbr ane el ements and commerci al nmenbrane el enments with
appropriate pressure vessels. And reverse 0osnpsis
systenms for comrercial usage.” [Joul akian deposition,
May 15, 2002, pg.7.] Applicant’s application to register
OSMOTECH for the identified goods herein is based on an

al l egation of a bona fide intention to use the mark in

51t is not clear fromthe record to what extent the OSMO nmarks nmay be
used on products for the residential market.
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commerce. The record contains no indication that such
use has commenced.

In the m d-1980"s opposer | earned of applicant and,
in a letter dated August 24, 1984, opposer’s counsel
notified applicant that opposer owned the registered mark
OSMO “as applied to Reverse Osnosis Sol vent Separation
Units” (Opposer’s Exhibit 116); that the adoption and use
of OSMOTECH by applicant was |ikely to cause confusion
and advi sed applicant to stop using the name and mark
OSMOTECH. An exchange of correspondence ensued between
opposer’s and applicant’s attorneys. Opposer’s
attorney’s letter of May 29, 1985, (Opposer’s Exhibit
120) includes the follow ng statenents:

Your letter of March 21, 1985 stated that your
client had “decided to cease the use of the nane

‘“Osmotech’ in all identification of its products
and in its advertisenents.” |t then goes on to
state that “Osnotech International, Inc. wll

i mmedi ately seek a new trademark so as to
continue business” and that “furthernore,
Gsnotech International, Inc. shall continue to
manuf acture products utilizing the reverse
osnosi s process.”

...Specifically, it is our understanding that
your client is in the process of seeking another
corporate name which is satisfactory to the
Secretary of State of California and that you

wi |l also be adopting a new trademark for your
products and term nating use of the trademark
“ OSMOTECH. "

13
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Applicant has submtted no evidence indicating that the
conclusion in this letter is in any way incorrect or that
t hese proposed events did not occur.

Anal ysi s

M. Spatz testified to the status of the
registration for the mark OSMO and to opposer’s ownership
of the registration. Thus, we consider Registration No.
978,588 for the mark OSMO to be of record. Accordingly,
there is no issue with respect to opposer’s priority.
King Candy Co., Inc. v. Eunice King' s Kitchen, Inc., 496
F.2d 1400, 182 USPQ 108 (CCPA 1974). W add, however,
that priority is also clearly established by the evidence
showi ng opposer’s use since 1970 of the registered mark
OSMO and the OSMO and design mark shown infra for, at
| east, the various fluid filtration products identified
in the OSMO regi stration.

Qur determ nation of |ikelihood of confusion under
Section 2(d) nust be based on an analysis of all of the
probative facts in evidence that are relevant to the
factors bearing on the likelihood of confusion issue. In
re E.I. du Pont de Nenmpurs & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973). See also, Inre Majestic Distilling
Conpany, Inc., 315 F.3d 1311, 65 USPQ2d 1201 (Fed. Cir.

2003). I n considering the evidence of record on these

14
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factors, we keep in mnd that “[t]he fundanmental inquiry
mandat ed by Section 2(d) goes to the cunul ative effect of
differences in the essential characteristics of the goods
and differences in the marks.” Federated Foods, Inc. v.
Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29
(CCPA 1976). See also In re Azteca Restaurant
Enterprises, Inc., 50 USP@2d 1209 (TTAB 1999) and the
cases cited therein.

Opposer contends that it has established its
priority; and that a |ikelihood of confusion exists
between its mark OSMO and applicant’s mark OSMOTECH f or
the respectively recited goods because the marks are
simlar; that applicant’s mark incorporates opposer’s
mark in its entirety and adds to it the descriptive
suffix “tech”; that the goods are nearly identical; that
the trade channels are the sanme; that opposer’s mark is
fanmobus; and that applicant’s predecessor’s earlier
agreenment not to use OSMOTECH is an acknow edgenent t hat
OSMOTECH is confusingly simlar to OSMO

Regardi ng the respective goods of the parties,
appl i cant contends that opposer has not established that
the goods are in any way related or simlar, or that the
custoners or trade channels are the same or simlar.

Regardi ng the marks, applicant contends that both

15
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parties’ marks are plays on the descriptive word
“osnosis”; that the addition of “tech” to applicant’s
mark is descriptive and distinguishes it from opposer’s
mar k; and that the marks have entirely different
commerci al inpressions. Additionally, applicant contends
that any prior agreenent with opposer regarding use of
OSMOTECH was |imted to applicant’s use of OSMOTECH as
part of its corporate nanme, and there is no evidence
suggesti ng applicant’s predecessor ever agreed that
OSMOTECH and OSMO are confusingly simlar. Applicant
contends that there is no evidence that opposer’s mark is
fambus and, thus, opposer’s argunment in this regard
shoul d be disregarded.’

Wth respect to the goods and services of the
parties, we observe that there is a substantial overlap
in the goods and services identified in the application
and in the pleaded registration. Applicant’s identified
goods are “reverse osnosis separation or ultrafiltration
systens for water purification for residential and
comrercial and industrial use consisting of filter
menbranes, housings for filter menbranes and connection

fittings for housings.” Opposer has registered the mark

" Applicant argues that opposer has failed to protect its nmark,
referring to a third-party application. Not only is this application

16
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OSMO for “reverse osnosis solvent separation units.” The
record in this case shows, further, that opposer has used
t he marks OSMO and OSMO and the design shown infra with
reverse osnosis systenms and ultrafiltration systens, as
wel | as conponents for these systens, including cross-
flow filter nmenmbranes and housi ngs; that opposer’s
systenms and products are sold for use in, inter alia,

wat er purification; and that opposer’s manufactures
systenms and products for comrercial, residential and

i ndustrial use. Thus, we conclude that the goods of the
parties are either identical or closely related.

Further, in view of the identity and close simlarities
anong the parties’ goods, it is likely that such goods
travel in the same channels of trade to the same cl asses
of purchasers.

Turning to the marks, we note that while we nust
base our determ nation on a conparison of the marks in
their entireties, we are guided equally by the well
established principle that, in articulating reasons for
reaching a conclusion on the issue of confusion, “there
is nothing inproper in stating that, for rational
reasons, nore or |ess weight has been given to a

particul ar feature of a mark, provided the ultimte

not of record herein, but there is no evidence regarding third-party

17
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concl usion rests on consideration of the marks in their
entireties.” In re National Data Corp., 732 F.2d 1056,

224 USPQ 749, 751 (Fed. Cir. 1985). W note, initially,
t hat opposer did not plead or prove that its marks are

famous and, thus, we have not considered this factor.

Whil e the record does not indicate that OSMO has any
meani ng, when considered in connection with reverse
osnosis and other filtration products and systens, it is
i kely, as applicant acknow edges (Brief, pg. 15), to
suggest the word “osnosis.” However, even suggestive
mar ks are entitled to protection.

Wth respect to the OSMO mark with a design el enent,
if both words and a design conprise the mark, then the
words are normally accorded greater wei ght because the
words are likely to nmake an i npression upon purchasers
t hat would be remenbered by them and woul d be used by
themto request the goods and/or services. 1In re
Appetito Provisions Co., 3 USP@Q2d 1553, 1554 (TTAB 1987);
and Kabushi ki Kaisha Hattori Tokeiten v. Scuotto, 228
USPQ 461, 462 (TTAB 1985). See also: G ant Food, Inc.
v. Nation’s Food Service, Inc., 710 F.2d 1565, 218 USPQ
390 (Fed. Cir. 1983). W find that OSMO is the dom nant

porti on of opposer’s design mark because the design is

mar ks and, thus, the relative strength or weakness of the marks herein.

18
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approximately the same size as the letters and it is a
sinple pair of triangles set off to the left of the word
OSMO

Turning to applicant’s mark, we take judicial notice
of the definition, in the American Heritage Dictionary of
the English Language, 4'" ed. 2000, of “tech” as “N. 1.
Informal. A technician. 2. Technology. 3. Technical work.

Adj. Technical.” In the context of the goods involved in
this case, “tech” is likely to be perceived as suggestive
of the technol ogy involved in reverse osnosis; and the
mar k OSMOTECH, is |likely to be perceived as a conpound
term conbi ning the two suggestive ternms “osnp” and
“tech.” However, contrary to applicant’s contention, we
do not find that the suffix TECH sufficiently
di stingui shes applicant’s mark from opposer’s OSMO narks.
We find applicant’s mark OSMOTECH to be sufficiently
simlar to both of opposer’s OSMO marks that, if used on
the identical and closely related goods involved in this
case, confusion as to source is likely. Because
applicant’s mark begins with OSMO, which is identical to
opposer’s word mark, prospective purchasers are likely to
see the simlarities in the marks and, in view of the

identity and rel ated nature of the goods, believe that

19
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both parties’ products conme fromthe sane or related
sour ces.

We are not convinced otherw se by applicant’s
argunments to the contrary. In particular, we find
applicant’s characterization of opposer’s letters
regardi ng applicant’s use of the mark OSMOTECH in 1985 to
be incorrect and disingenuous. The letter of May 29,
1985 clearly states opposer’s understandi ng of the
parties’ agreenment, which is that applicant will not use
OSMOTECH either as a mark or a trade nane. Applicant has
subm tted no evidence questioning the accuracy of the
statements in the letter as reflecting the understanding
bet ween applicant and opposer, or specifically stating
why this agreenment should not be viewed as inplying
applicant’s concession that confusion is |ikely.

Deci sion: The opposition is sustained.
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